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“What does devoid of any distinctive character mean? 1 think the
phrase requires consideration of the mark on its own, assuming no use.
Is it the sort of word (or other sign) which cannot do the job of
distinguishing without first educating the public that it is a trade mark?”
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“The distinctiveness to be considered is that which identifies a product as
originating from a particular undertaking. Such distinctiveness is to be
considered by reference to goods of the class for which registration is
sought and consumers of those goods. In relation to the consumers of
those goods the court is required to consider the presumed expectations
of reasonably well informed, and circumspect consumers.”
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“In order for OHIM to refuse to register a trade mark under Article 7(1)(c)
of Regulation No 40/94, it is not necessary that the signs and indications
composing the mark that are referred to in that article actually be in use



at the time of the application for registration in a way that is descriptive
of goods or services such as those in relation to which the application is
filed, or of characteristics of those goods or services. It is sufficient, as
the wording of that provisions itself indicates, that such signs and
indications could be used for such purposes. A sign must therefore be
refused registration under that provision if at least one of its possible
meanings designates a characteristic of the goods or services
concerned.”(Paragraph 32)
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“Article 3(1)(c) is not confined to prohibiting the registration of
geographical names as trade marks solely where they designate specified
geographical locations which are already famous, or are known for the
category of goods concerned, and which are therefore associated, with
those goods in the mind of the relevant class of persons, that is to say in
the trade and amongst average consumers of that category of goods in the
territory in respect of which registration is applied for.”(Paragraph 29)
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“47. It follows that a geographical name may be registered as a trade
mark if, following the use which has been made of it, it has come to
identify the product in respect of which registration is applied for as
originating from a particular undertaking and thus to distinguish that
product from goods of other undertakings. Where that is the case, the
geographical designation has gained a new significance and its
connotation, no longer purely descriptive, justifies its registration as a
trade mark.

49. In determining whether a mark has acquired distinctive character
following the use made of it, the competent authority must take an
overall assessment of the evidence that the mark has come to identify the
product concerned as originating from a particular undertaking, and thus
to distinguish that product from goods of other undertakings.

51. In assessing the distinctive character of a mark in respect of which
registration has been applied for, the following may also be taken into
account: the market share held by the mark; how intensive,
geographically widespread and long-standing use of the mark has been;
the amount invested by the undertaking in promoting the mark; the
proportion of the relevant class of persons who, because of the mark,
identify goods as originating from a particular undertaking; and
statements from chambers of commerce and industry or other trade and
professional associations.” (Paragraphs 47, 49 and 51 of the judgment)
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