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Ix THE MATYER of the Trade Marks
Jruinance: fo. 47 of 1954

and

IN THE MATTER of an Application
by Chan Yam Chi, trading as
Sunny Germent Factory,; for the
registration of - Trede Marks

HEARING before iMre Ws Ke Thomzony

on

un

Deputy Registrur Generaly
21st, 22ad and 25th Junej 19564

3rd liays; 195%, Chan Yum Chi; of 201 hKaitan

street, ontmshulpe, wowloon; trading at the same cddres:
L5 Sunnhy U ruient Fwetory, applied for the registretion
of the uark

iuwoin
ng costu
238
siery, ¢
]
L-S@d u‘_{ j.
Lvhie gocos

to uce it
The Chincg

Ch;n 3

"ALOEA"
L Ag

word mcaning farewell) in Class 25 (Clothing)

n recpeet of ohilrts, Jueketn, tryusersy pydrncs, swim-

nes, men's nd ehildren's suits and women's

11 not knitted; underwezr; cingletsy vests and
11 knitteds In his ccompenying Declzration
tuted that the nork had not up to then been

¢ rirrn in Hong -ong or eluewkere in recpect of
mentionecd, b.t i wno hie 7irm's intention so
in Heng .long L1 ?nd wien 1t we s registereds

e word. $ﬁ. ;ﬁ which read rror right to

left are vronvunced OIL uO PAI znd mean "Love Fondly Brand"

were delet

that the wordc §%

cofficient

The applic.

ed Ifrmm the mard :p,n tne Rerlutrar steting
%2‘ Leaning "Love Fondly were not

ly Gistinotive to be ¢ pable of registrations

tion being then sdvertised; notice of opposi~

tion wan given by Cluett; Pecbody & Coe; Incs; of Troy,

liew Yorit,
& follows

H(l)

(2)

Le3+As Tihe grounde of opporition were stated

T -

He are tne proprietors of the {r-de murk

" ARROW! reglﬂbered ar Noze 50 of 1927 und

792 of 1952 in Cl:ss 38 (3chedule III) in
rerpect of collhrb zna shirts; and chirts;
collorz, cuffs; underwear, pyJ: s, night-
chiirte -nd neclttiec recpectivelys

Thne tr-de mark for whicn cpplie tlon is being
mede ond advertised in thne Guzette s Nod 321
of 1955 ve rs sueh o close resemblence to our
seid troade merl that the ugse of the Applicants
trade mark in respect of good:s {he same as or
simllzr tc thoce in connection with which our
soid trade mark ko been uzed znd registered
is likely to deceive the trade and Phe public
into the belief that the Applicints’ goode
pearing their cszid meric are goods of our
company, or otherwise to c¢ouce confusion, ond
such mar! ought not to be allowed regilctration.
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(3} The Registrar of Trade Marks has previously
refused registration of the words "HALLOW"
and "RARLOW" because of their close phonetic
resemblunce to our sazid trade mark (See
Article by the Reglstrar of Trade Marks in
the Department of Commerce und Indthry TRADE
BULIETIN; April 1955 ot p:we 22)s "

2 The materiul partc of the Appliéantis Counter
Statement read as followss - .

"(4) In phonetic the Applicent's Trede Mark "ALOHA™
iz pronounced "AL-LO-HA" a Trisyllabie, accent
on the second syllable while the Opponent's
Trade Mork "ARROW" is pronounced "AR-ROW" a
Disyllable, -ccent on the first syllables I[nh
the Cclony of lLung hong tihese who speak English
and/or Czntonese zre unlikely to confuLe tie
words "ALOHA" :nd "ARROW" by sounds 6

(5) In appearance; the Applicznt's Trade bork is
composed of words only while the Opponent's,
Trrde Mark 1s compoced ol words with an arrow
cutting Lhrough themyv The colotir of the
Applicant's il.rk is Blue while the colour of
the Oppeonent's Mark is Blocoks Therefore
intending purchasers of "ARROW" products who
zre given "ALOHA" will be able to see at a
slance that they have not got what was asked
fors 3Similerly; intending purehasers of ’
"ALOHA" products if offered with "ARROW" will
see immediztely that they have not got what
they eslzed fora

(6) The retail price of "ALOHA" Shirt is only
under $7.5C per pilece while "ARROW" Shirt -
costs nu much as $17400-$18.00 eachs ‘

(7) 1n Spelling, Pnonetics; Design; Colour and
Price the Applicant’'s Mark be§rs no recem-
blance =t all to the Oppopent s Haris and no
{ person would be confuseds”

4o The Upponents' evidence consisted of 2 Declaration
by Mr Fong ling Chew; iHanager of Dodpge & Seymour Ltd; the
exclusive agente in Hong Kong for the Opponentss The
Applicant himiell made a Declaration in reply; and in
addition calledsy o5 an expert witness on the pronUnciatiqn
of Cantonere; Profes~gsor Cheng Shul sumy Professor of '
History of Chinene Literature a2t Canton College and iHeung
Kong Colleges

Iy At the hecring Mrs Peter Wong «ppesred for the
Applicent, Mrs JiCs Wilman for the Opponentss

5e The is:-ue in this case 1s whether the mark "ALOHA™
50 nearly resembles the mark "ARROW" which is azlrecdy on
the Register in recpect of gocds of the same devcription;
ac to be likely to deceive or cause confuslon, and is
consequently prohibited from registration by Section 20
of the Trede Marks Ordinance.

6 Contrary %o what 1s stated in para. 5 of the Counter 1
Statement the Opponent?®s’ marik does not have an zrrow ¥
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ciitting through the word; 1t has an arrow Delow it thus

ARROW

i

Te The principles to be followed in considering
whether one marl: resembles another so closely ag to be
likely to deceive or cause confucion were summed up by
Parker J. in Planotist Cos Ltd's Application (1906) 23
RePeCs 774 2t pe 7775 &c follows: =

"You must tale thc twe wordce You must judge of
them, both by their look and by their sounds
You must conclder the goods to which they are to
be applieds You must consider the nature znd
kind of cecustomer who would be likely to buy thosce
goodsy In fect, you must consider 211 the sur-
rounding circumstances; and you must further
con.ider what is likely to hcppen if each of those
trede marks is used in a normal way as a trade
marid for the goods of the respective owners of the
markss If considering all those clrecumstances;
you come to the conclusion that there will be a
confusion - that is to say, not necessarily that
one man will be injured and the other will gain
11licit benefity but that there will be a confusion
in the mind of the public which will lead to
confusion in the goods - then you may refuse the
reglstration, or rather you must refuse the regis-
tration in that casel.
To thig it 1s hardly necessary to add that the risk of
confusion must not be too remotes there must be a
reasonable likelihood of deception or confusion arising
among a substantial number of persons if the mark is
allowed to be registereds - Kerly, ps 217 & ps 618.

8. At first sight there would seer to be little chance
of ARROW being confused with ALOHAs ARROW has Ewo
syllable: with the stress on the first: ALOHA bthree
syllzbles with the stress on the seconds The difficulty,
however, is that the Chinesejy or at least the Cantonesey
to whom the mzjority of the Opponents goods under the
Arrow mari are sold, have difficulty in pronouncing the
letter Ry and most of them pronounce it with an L sound.
For this reason the Reﬁistrar has in the past refuszed to
regizter "HALLOW" and "HARLOW" for shirts because of
robable confusion with Arrows Is there the same possi~-
iility of confusing Aloha with Arrow? The Applicant
irgued that there was hott! firstly because Aloha is a
three syllable word; secondly because the tWo words are
prcnounced in different toneses

Q. Professor Cheng testified to the importance of
tones in Cantonese, which is monosyllabic in character,
every word consisting of a single syllables The scme
syllable may mean different things when pronounced in
different tones. It follows therefore that the Cantohese
must be able readily to distinguish different tones; since
otherwlse ludicrous mistakes might be mades Their ears
are therefore sensitive to tones, of which there are;
according to Professor Cheng, four, which occur both in

an upper and in & lower registereds English words are



rendered into Cantonece by Cantonese words approXimating
in sound to the syllabless Sometimes u syllable can be
Pepresented by éifferent Cantonese wordss He said the
gorvect pronuncisztion of Arrgw in Uantonese was represented
by the Chinese characters %E, [ Pronounced AH first tone;
upper register, L0 rirst tone; and according to my ear
in the upper registery but here my ear has apparently
deceives mey for when having the Chinese chareacters
inserted in this decisiony the LO was pronocunced low, and
as Mrs Chan in his aeclaration puts 1t in tue fifth tone,
which apparently correspondc with the Professor s firsti
tonej lower reglsters and thic is eonfirmed by Dr Eitel s
Dictionaryy 1 presume the Professor must have pronounced
it in first tone, lowers The Opponents have; howevery. — °
chosen to represent thelr mark by the characters iﬁt .
These; the Professor scaysy are pronounced AH first tone,
upper registery LO third toney upper registers_ As for
ALORA e gives the coapect pronuneiation as ¥ AH, Jrd
tqgg upper register; 3% L0 rirst tone upper register, :
3 HA firgt toney loWer registers There was no other .
wor?a thzn 4% that could give the right Lo in Alohas S
Trbulating thesey we have the followlng stated to be the
correct pronunciationst

Strictly correct . . .
pronunciation of 5‘% E’\ AH (1z;us) 10 (13514)
Arrow, :

Pronunciation of

Arrow according . _

to Chinese ﬂ“,g] 12 8 (lyus) L0 (3,us)
characters used

by Oppdnents;

-Correct pronunciation o

of Aloha B {8 g An (3yus) 20 (Lwus) HA (1,1.)
Thus, whichever way Arrow is pronounced by a Cantonese
not knowing Englishy 1t is pronounced differently from .
the first two tones of Alohas -

10 Mrs Wilmen referred to the tendency of peruons
using the English language to slur the terminztions of
wordss That there is cuch a tendency has been recogiiged
in many cases - see Kerly on Trade Maris; Tth Edition,
page 624; but Professor Cheng says there is no such
tendeney in Cantonese, and the last syllablé must be
pronounceds Obviously this essential in = monosyllabic
languages; but the aspirate F¢¥ "HA" pronounced in the
lower reglster would naturally not be heard as distinetly
as a word beginning or ending with a hard consonants

1ls In acddition to the difference in proniinclzation

the Applicant sought to argue that there was-no danger of
confusion because first, the Opponents' mark was by reason
of 1ts enormous turnover very well known, and secondly,
the Opponents' goods were sold to a different class of
customer from that to which Alcoha goods were solds Arrow
shirts cost $17:00 to $20.00 znd were sold to middle
class people; Aloha snirts cost about §7.00 and were sold
to lower class peoples There is however no evidence
before me as to the recpective prices of Arrow and Alohe
shirts, or as to the class of people to whom they are
respectively sold. In ony case, as Mre. Wilman countered,
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people offered Aloha shirts at $7.00 might think that they
Wwere cheap Arrow shirts, or Arrow shirts sold at a low
sale prices The fadb that the Arrow mark 1s very well
Known by no means hegatives the possibility of deceptiof
or confusion. It is precisely because a mark is well
known that some people attempt to imitate it and so get
the benefit of the goodwill attaching to it, and the
Reports of Patent Cases are full of cases where new marks
have been held to resemble well known marks so closely

as to be likely to deceive or cause confusions There 1is
no suggestion here of any deliberate attempt to dedeive;
but an inhocent and acdidental resemblande may deceive or
confuse no less than a deliberate imitation.

-

e
iz, In Aristoc v. Rystia (1943) 60 R.P.Cs 87 at page 108,

Luxmoore LeJ: sald:

,hIt 1s now well settled that the onus of proving
that there is no reasonable probability of deception
is dast on the applicant.

The answet to the question whether tHe sound
of one word resembles too nearly the sound of another
50 as to bring the former within the linmits of
section 12 of the Trade Marks Acty 1938, mist nearly
always depend oh f'irst impression; for obvicusly a
person who is familiar with both words will neither
be deceived nor confuseds It is the person who only
knows the one word, and has perhaps an 1lmperfect
recollection of 1t; who is likely to be deceived or
confuseds Little assistancey therefore, is to be
obtained from a meticulous comparison of the two
words; letter by letter and syllable by syllable;
pronounced with the clarity to be expected from a
teacher of elocution.

The Court mutt be careful to make allowance for
imperfeet recollection and the effect of gareless
pronunciation and speech on the part not only of the
person seeking to buy under the trade description,
but al§o of the shop assistant ministering to that
person's wantss"

This passage was guoted with approv¥al by Lord Mesugham
when the same case reasched the Kouse of Lords on appeal
(l945& 62 RuPsCs 65 at page 72 and in the same appeal (at
page 8B4%) Lord Simonds sald:

"The answer is necessarily one of first im-~
pression, ..+ It 1s easy perhaps to exsggerate
the risk of careless pronunciationy but it may at
least be sald that the standurd of ordinary speech
is not the precise articulation of the perfect
announcer and that the enquiry for one article or
the other will not be made in the gqulet atmosphere
of the studios”

Although when deciding whether two marks are likely to be
confused little is to be gained from decisions relating to
other marks, 1t may be mentioned in passing that the final
declsion in thls case was that Rysta, pronounced like vista
with the accent on the first syllable, was likely to be
confused with Aristoc although that 1s a three-syllable word
with the zaccent on the A and an emphatic final syllables
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134 The two p.scages Just quoted are directly in point
heres By the nature of things the retail trade in shirtc
~nd obhey tlothing is conducted personally by word of

mouths Mps Fong has declered that the sale of goods in

Loz nong beering the vpponents’ ATTOW trede mark amounbe

to approximately HK$1, 000,000 each year, and that the
m:jority of therte urc .old to percons speaking the

Cantonese dialects 1. 1is reaconable to suppose that a
cubstential number of these perzons know either no EngliSh;
or only a little and it 1s nardly to be expected that all

of them know and use the correct cantonese equivalent in
cound of Arrows They may not remember exactly how the

word was pronounced by the salesman the last time they
bought an article under the Arrow btrade marks Similarly
people who have heard of or been racormended to buy Arrow
shirts may not remember how 1t was pronounced to theme

While therefore I hive no doubt. that Arrow and Aloha are
readily distinguishable by Cantonese if speken in an
~tmosphere of peace and quiet by an expert on pronunciations
I am not satisfied th.t they would be so distinguished

when spoken; albeit correctly, in 2 busy shop or crowded .
streety When spoken incorrectly the rigk would be sO muich
the greaterv 1t 1s therefore in my opinion likely that
persons who have bought Arrow goodc beforey or have heard .
of the high reputatlon of Arrow goodsy and wish to buy more,
mzy be suppliedy innocently or otherwise, with goods
bearing the Alcha marks ‘It was suggested that in case

of doubt the Customer could refer to the mark on the goods
and so dispel its That would, howevery hardly suffice

for someone who dannot resd Englichy Both marks are of
five letters beginning with Ay and the arrow under Ar'row

is not really a feature that strikes the eyey resembling

as 1t does a mere underlinings In his Counter-Statement
the Applicant said his mark was bluey the Opponents’ blacke
No evidethae wuaSy howeverg given on this aspect of the
mattery and 1h any case by virtue o Section 11(2) of the
Trade Marks Ordinaznce the Opponents mark is deemed toO be
registered for all colours ; and Mrs Wilmah seid the
Opponents did not alwWays use blacks

E OS]
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14, I accordingly hold that the Appligant has failed

to discharge the onus resting upon him to prov that his
merk does not soO nearly resemble the Opponents’ mark as

to be likely to deceive or cause confusiony The applica-
tion is therefore refused:

154 I award the Opponente their costs to be taxed on
the Original Jurlsdiction scaley and direct that they be

‘paid to them by the Applicents

72

(Ws Ks Thomson)
Shth July; 1956.
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