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it THE PATTER of the Tyvede Marks -
Ordinance
£RBD

IN TEE MATT:A of an Appliveation Wy
‘e Lagner's Son for the Camevllstion
of the registration of the Treude Hark
floe 451 of 1950 "Club-Man" in Cluss &5
in respact of resdy-made guremis
registersd in the name of Uniem (Vaiex)
Sbirt Facstory.
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I Jal e Grincesy agting for tha NYecistmmr of Trede Karks.
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The trads mar: Clubwian’, the subject of these procesdin: s was
registeped dn favt A of L poister in the nese of Unlon Shirt Menufactory
f on 23rd ¥ay 1450 in roesccl ol ready-msde garwenta. In May 1965 the
‘ registered mnc of the ;ro:rietor was changed to Union (VoTax) Shirt

Factery and its addreas of 142 i'cs Vowux hoad Ceatral Homg Koug wos recarded
. in the tegister,

On 20tk Sertacher 17 N agner's Bons 3 fire baving ita

reingipal vlage of mslnocc in the City of Frederick, State of daryland,

Lnited ctates of .werien, milxdiltoed through their agents, Hessre leacons,

an appiication $o (Le oiotyar for the remowl of the tyede murk from the ol
Rogiater on tho opam. Jal up fo Lhe dste one wonth Lefore Lhe date of

the aprlieaticn ¢ comtzmin jeviod o 5 yesrs or longer slnpsed during

whieh the trose 20 was 2 rogistered trede serk and during which there

was no bons Dide une Lopeol dn relatian to those goods by angy propristor

thoraofs She o b0 reetify the Copiater is set out in a4 of the
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Trade Narks Ordinanos and the greemd for ite spplietion is 8.37(1)(b).
The Atedement oL June Jilsd os belmlf of the appliosnts otated thut the
apslicants had npplioed for registration of the word “CLUBMAN" (4n bloek

~ latters) in reocmoot of glothing imclwiing hoots, shoss and slippers tmt

smeluding shilrts ia Clans &3 ol that the Fegistrer ud clited the registered
trede mark agnizct the applisutions The spplismnts hed since mede .
Laquiries Lixougiuut the towde snd could find so trece of the seid vegistered
trnde parl havin. been utnd Aa relation to the goods and to the best of
their imowledge and belief the said registared tyade merk bad net beem

woed gver % yoos.. m the wericot,

The sounter stotemcnl filed by the solicitors for the registered
rropristor dritted that the tyede mark was & registered trede mark tut
meintainsd that during the pericd of 5 years pricr to cue sonth before the
dute of the aprliostion by (he appiicents there bad Leen bonm fide use of
the merk in rolation te tie cocdse

In sumeart of tha application a Statutory Declarstion dated
118k Jumanyy 1070 by Mr Fok Yue (iu;: wam filed by the aprlicsnts on Zist
February 1973, Thia ‘otlisystion 1s 5 short one snd the relevont pmorts
are as foliove g

"{1} I 443 mm or about 7th October 1971 wisit n sales depsrteeut

of Undon (Vwlex) Shirt Castory Lisited at 142 Des Vosus Homd

Jontrald, Homp Kono oo Lho mretext of seeking to purchase &

PLLUERAT tranded shiré ox gerwent, However, I was inforeed

by 8 moleomen theresl and verily beliwve that thavs was no

shiri or goreont under the tyade savk "CLUBMAK" for sale. I

213 obaorve frn the dizplay Soside the shop that there was

W sale of 2ny sarment hearing suck trade mark "CLUIMAN,

(2) I did agnin on the 5t day of Jamsry 1977 ealled st the

mid shop for the mrrose of haviap the gonfirmation of my

logt Zinding. X was mzain inforwed by a salessan thersof and
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warily beldieve thint {heve was no shirt or garment under the

tmde ok "CLUZKAHY for sale.*

As this turned ont to be the cnly cvidesce produced by the
appilesnts in mipport of their applieaticn it is perhaps sppropriate
to commider the vtremgth of their emse at this point. It will be soted
that Xr Kok, »ho was at the tize 2 clerk to Nesors Alemnder Teang & COey
a fire of solicitore in Hoog Kong, states that he visited a sales
departasut of the Coupany and be was informed by a salesman that thare
ws o shirt or garsent wnder the trede mark “Clab-Man® for sale. ¥u
informtion 1s piven in the Lecizration as to how sany sales departaents
of the Copany are in Hong Kong, what was the status ia the Company of
the salessdn o how he knew the person to whos he spoke ses 2 salessan.
He goes on to stata that he obsorved from the dieplay inside the shop
that there wae no sele of any Jarmsent besring the trade mark, which sesms
& rather pesepinyg statement, imi 1 is pot qualified in any way by
stating the extont of his obuervation er the means of his knowledge.
The evidemee rolating to what hoe ascertained en hia second viasit on the
5th Jamaary 1972 is even more spurse. It is aiaply that he was egain
informed by a stlesssn and that he believed that there was no shirt or
garosent under the trede mark “CLURAR" for sale. Having regerd to the
fact that in arder for the applicahts in such & osse to sugceed thay
mst sctablish at 1sast 2 peime facis case that there has been no user
of the treds maxl: for a pericd of 5 years it seens indeod strange that no
atteupt was mede by the applicantsito cover this period of time and tlmt
thay limited their evidente tc an inguiry wmde atone place on two days
within 12 months of the applicution.

The statutory Leclaration by Mr Lee XKwok Yat on behalf of the
registered womictor waa filed on 31st July 1973. Mr lee is & director
of Union (V-lex) Shirt Factory which, it appears, is thes successor of




ths fiym whish wus the origingl weglisotered prourister. The Deslaration
largely oomsictn of the production of severzl copy letters Wy his
Company to wrious mssfastorars oll dated 6th Novesber 1972 in whieh
the letters sot out the anount of the Cempany®s ordsrs for labels,
nocitios and ootton ceeaturn and wiefs resspectively curing a pericd
from Jasunry 1067 to March 1977 and the cédressees sre asked to confirs
tint informmtion by signiag the dupijeste letter. The duplicate lettera
rroduced in (he eelsretion al) bear the signature and chop of the
sddresgons which sive suoh sonfirsations It will thus be noted that
the evidenve froa the addressecd, insofar as their confirmstory eignatures
and chope smmmt to ovidsuce, doos met bear the glesm of apontaneity,
apd esn be safd o lnve beon prompted by the registered projristor.

¥r lee poos cu to state that the “Clubeian® brand has throughout the
yoars 1967 to 1977 beett Tone £1ii¢ used by his Compmmy for shirts and
other garmonts although it will be observed that the lettars he has
rroduced 4id pot refor Lo shirts,

Suboecmontly the appliconts ssked for & haaring dete and when
the esae come on for hearing ot 2.th Uecember 1973 the solicitors for the
rogistered gromictor ashed for an adjournment ia order to adduce further
ovidence, In viow of the quality of the evidence adduced by the aprlicants
et thio stage it is perlops ourpricing that an adjournment wes sgked for
by the registawed propricior, Lut by conscnt the adjournment was granted,
on ternn of costs, fod a furthor Ueclaration by Nr Lee Kwok Yat sas filed
o 20 Jaosry 19Phe This ‘eclorstion exhibited what are described aus
soveral contmnots for "Club-mn" Lroad shirta made om dates in 1968 and
1563, The oopy doomsents cxhibited include invoices, a deslisration in
suppert of an aprliestion fer a Certifie:te of Origin and sales contrects
ond in esoh of thas the word "ClubdbeMan® is used to describe various kinds
of shirto, Uhe appliccote electod not to file any further evidence and
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tiho hearing wos rosoved o O th larch 1974.

At a0 Dwoping e Unidge ea behelf of the applicaats sstablished
tint his eldents wore persons ag Pleved within the meaning of section A
{1){=) of the “raie Marks Ordingi.ce, insofer &s thay bed mede application
for repistration of Llo o pe word se a mark.

A proliinyy foist radsed by him wes ihat the rogistered name
of the proepeictor wun nion (Velex) Shirt Factory shereas the Statutory
Doslarations o hobalf of the registered proprietor all indicated that
the reginsterel prorvictor von noy 5 Jinitcd compatiys Ny Clm on belslf
of the registorod wompdntor stoted tlat the liaited company was the
ouecessor of Lol unoex the conlrol of the original regiatersd proprietor
$iva, hoving bom dacorporstul in 1966, I do not think that Mr Bridge
oow meinining the ohjectiong ug Shore 4s no reasoa to denbt this
axplanation, 2lthaygh thore ig ol course no evidence before me on the
foint, aud 3o any ovent Lhe LStobutory Ceclaration by Mr Mok on behalf
of the applicanio refers ouly to the lisited company. Thus Af the paint
wore to be poteriad, ihe applicanis would be hodst with their om petard
ani their ecnog would foi3l in linines ifor the purpose of thess provecdings,
therelore, i ooe to troat Lolh the limited sompany and the Unicn
(Vellex) Liirt @ actory as the ropisiered proprictor, and it will be for the
purties to cohaiior whethor say Surther stepe should be taken with regerd
to this polnt.

1P iridge eoptcadsgd $st 10 was a difficult task far his
elionty tO Wovw & pegntivey 1L (9iny agreed that the onus was upon them
to prowe that the s ghoul.l be resoved, énd safd that in the circumstences
1iitle could Lo :one ouler Jmn Jile & nominel Statutory Declaration that
reseaveh hnd hoon aiie ond no traes of uee of the mark had been found.

In hie aubnionion the vidoente iiled was sufficient to ahift the durden
of proof ani il wauls e bo fncunbent on the registered jwoprictor to
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establisk thet they had nscd the sark within the required peried, If
the durden of peoof had thus chifted ta $hie way, Kz Bridge phiated owt
that the Statutory Declarations by the registered projrietor referred .
to only & comporatively small quantity of goods and to only & few items
of the very lurge classifigatien of ready-snde garsents in respect of
which the murk was registoreds Thus the registered propristor had failed
to iischdrpe the burden of proni, at lesst for the majority of resdy~
uiie garments, e alve ccementod on shet he cousiderad the dudious
gumlity of tho cvidenee in the first declaration by the registared
proprietary o Likened to "quastiommire’ evidences

If the burden of jwoof were ou the rogistersd proprietor in
these procecdings snd o other svidence were addnced there might well
be deficiencies in their case, but I do not n;:: (;;PEC ‘that the
burden of proof hes so shifted. I bave alvesdy commented on the gquality
of the evidenoe in support of the application and in sy view, while
#8till having regard to thé diffienlty of wimun, it ias not
sufficient that no effort other than shat eould be described as &
porfunctory enguity should have Leen made to show that the registered
proprietor haft not been using the msrk for the Seyear psricd. The
tpplicantq. in thoir Statement of Case, stated that fnquiries had deen
saide throughtat the trede but they could £ind no trsce of the registered
sirk heving boon used in relation to the goods. Ome might therefare
have oxpected Lo see 2 Slatutory Declaraticn giving details of those
inquiries throughout the tyede and relating to the S-year perfod but
iittle is fortheosing. I find, therefore, that the burden of proef has
not ehifted, an that the applicints bave not satisfied me that the
merk hog not beon usod during the S-year perdod.

Mr Zridge also argued thst even if the Ststutory Declaration
w28 not sufiicient to shift the burdem of proof by itself one is entitled
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to lsek at the other (ocuments in the ¢sse, f.e. the declarations of
the registered ovpdetor, cn’ 212 coubined offect of thon ie to ahdfe
1he turden of yweef or b lengt/ It?é?;etﬂeuﬁ?:ﬂipmnurk s been raiswd
TENCSFERDTItIme rinigel rnd 1dnitod to the fes categeries of elothing
wonticneds I Togyed that I du not agres with thess comtentiocns either.
1%, an T am i lned to balieve, the applicanta® osse would not bave
esended 1I Bo ovidenee rad Yeon adiused by the respoodents, I do not
thin- Yhnirp guos Ima Lesn maved by tle declarationns mede by the regintered
yorrdator, in the cwe oy that o orininel osse afizht be rroved mgainmat
¢ lsfendant %y ~eans of his o sonfession or sworn svidences The
dealarations o ilm ;mrd of “bo registered proprietor never state that
the dealings rolerref to 2re the orly caseo of user of the mark mor is
it neoesmary for them Lo sat out srlvastively all the onses of user.
At paregrmph 1930 of Kerly AR ‘ditiom it 3s stated thst vhere any ues
watever hag boo sade of the ark for the geods and within the period
congerned tiw iz no Aoy ion o remove it, although there ave
regeremtiony s the oose of & elaels pet of anle, Sccording to the aese
of MlinSoet e » LTYAC) e «Ce'le ST the sape cuse it wes held thnt
allezet laoclatod lmotmces of wog mucl be convinoingly prowed, but Y
thinic that the woe deposoad § on huohelf of the registered propeistor
smounts 6 »oro tlan that.

1t dic indeed intoreotin: to compare the fagta of the “Nedop'
ote with thobe wesently m??e.;r gonniderntion. That was & chse which
sn aprlication me sade Top rescvnl of the wark, regictered in Clas= 5
in rompect of medisimal vreparaiions, on the groand of no booe fide
uney aurdne the oriod of 5 yeary up to a date one sonth before the date
of the applie-tion isee the seme Pound as the present appligation.
vilverforte Je i ids juigment o #-vonl at page 5 of the Heport, scoepts
tiat the wonl of ¢ nemtive 1z Jifficult to eatadlish but goes on to
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roler to the ov. . udc udiueed by the applicant as follows te
" <0 83 vl.ants aprroached this, as is weudl in sush
CBBRD, U7 urin Wb LOursad geesrel gvidence Zrom the tawde
oo ablish tieb 0o usa of the trede sark in this eowstsy
soall oo founi. RL2 WSO G sitotutory declarstion by
Hr astanley illdanm Day, wic was the ohhel buyer of
merriotiay sunds for Motk Pure Vrug Coe Ltd., sad by
virioe O bds employniovt with that wery consiiereble gowpany,
anl ol Lid oun uRporicuge, there 1o no doubt that he was

. MLrosy 9ods guaddficd to ventify s to the geseral
Fituatiom Bo regarus uoo oL Hmie marka in comnectien with
et eeouiienl rrodutids i stales in his evidence that
eXte LY reg@nn ook ups of the branded oducts of & very
loepe avber of couinnies du the United rdagdom, and he
gial. - o belial, wii_¢nh no doubt is correct, that he bug
noe . wd e reasy . Akl hes lmowledge of soat branded
P cowudeul protheetc Ceforelly svailable in the United
Edn, Ll
. 2orepavo e ag¥ iy e says that he d pereonally

neyor natiw 1oag bain? o omark used in rospeat of medisimel
g crntlaas dn ha Valled fangdole  Having eesxched his
PECUM G5y W W WRALAc Yo trdace auy eatyy of the wmrk HUAL
inrooiatt of sediviped preparationse That is undoubiedly
gtp.v . e fecle ovidenve of u geoeral character that the
sérs @ oot Leon wct o Lids eountyy.

vl sy Surdiwery @ slatubory decluration by My
ey ol st - plant acente  lim testified that be was
inglipotod Direl of all o lake some steps ont baluif of a
TEE . 0 st polund Bpents in relution to talleis eoli
in <his gountry under the same NCDOL. He ssys that after
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avin - “.3ic hooed eertain firms (shich jncluded Hoots {Camh

Choei-io) Lice), e wam divised that NCDOG tablets were not

avritable for male $m the Umited Bingdom. Another firm

teetillsd that they 1o nevar hasyd of the oame NUDGL et sld,

M could find mo troce of it in their records. lie heard

fror. Noaorn lobts that thelr rerresentative did act think

that (< bad over been me3d in this coustry at all, but

o v some recollioction of it as sy Americos woduwst. He

Turthor inotruttad one of Lis staff to visit certais chemistst

shoye in en endeevour to buy HOLUG tablets, but she was told

that they hod pever huard of these He exmsined the Handbeok
of vhenisis and ~rugeista in the latent Cffice Litrary, and

Wi usable to fin. wyy referenoe to NCUGU,

Tuat bodeg Lhe position as regarda ganerel enguiries
and. reocopda generally Availeble in this country, it seomm

to e that o pedmn Tools onue of commideredle strength d»

gotablighod do the elfeet Lhat wedical preparsations bearing

the murd XL bave nol been s01d in this country and that
the mrk has net bheon used iz this country in cobnestion with
madiginoel preparatiocns gver the requisite perdcd. That being
80y A% apponess to o that the cous of preof of ahowing sctusl
yor shifts to e rezponcenis Lo this case.

Apaingt [gg;iem& 1img deocrided the registered yropietor we
ouly able to sodaoe evidease of one sipgle erder for the “HCDCL" tablets
whish had bews: roceived by the resictered propristor in San Fransiseo,
by post fyom 2 privete Indivifunl ainying st & hotel in Brighton, raglend,
ond the desialos: 0 -soove Lhe ! was based solely o the narrow ground
£hat 4t had 3o et proved ihab the tablets, sithough sent, hed been
roowived by ihe rorson ¥ pacs the order, tnd bad thus been used in
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Eagiand, At 1.7 of tie Judgment it is stated e
» It uay well be, of course, that in & suitable case one
singls act of umer of the trade wark smy be sufficient; T um
not caying for ¥ momont thet that is not 80 Wt in & crse
where one single act is relled on it doss seem to me that
that single act ooght to be eatablished by, if oot conclusive
o, ab any rele overshwlsiagly conviscing proof.*
Hoa there s 8 grost deal of differcace betssen the efforts
esade by the ap:licats in thot c2oe, and the appliesnts in the reamt

cuoe, and 1 a8z accopdtingly reinioresd in my balief that the applicants here

have not otde oul such n mrime Lagie oase s to shift the onms of proof
to the reglstorod seomcivtor. Jinilarly, 12 it cere necessary to connider
ity the evidence addueod by the raistered proprietor here io to sy ming
nuch styonzer [lan the evidento sdiuced by the respondents in the NHODOZ
vanes Furtieprxwe, I the aprlicents objected to the qality of the
aviduee siduced in the Statutory ietlsrations, particularly the first
Gtatatory Veclaration, it wes opan to thes to have challenged this ¥y
calling for direct ovidence. Iu my view the evidence Irom the registered
moprietor, eve: allowin for the “leadlng questionurire” aspeet of some
of it, iz sufiicient both to rebul & prime fucie cane of nou~use (17 I
am wron;: 1o heldin: that no mich ¢case has besn ssde) and to megute wy
tiseretion tu rooove the merk {rom the Hegister.

Yor tho pame reanons on the evidenoe before me 1 consider it
woald be wron: bo imrose a resipiction upon the particulsr geoda for
which the regisiered moprietor iz to use the marke It aeess that the
applicants in thooe phucemiing s, awire of the deficienciss of their vwn
evidetoe, are enianvourin: to pake use of the evidetice of the regiotered
sropdetor in (w0 sopsrate vayue irst they are allegping that it 1o
Insufficient €. wobui & prion fotle case of son-ube, &nd alternatively
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they allepe it ic sullicient %o delineats the extont to which user of
ihe merk shouli Se oprlicds T vesret that I find ugainst them on both
rropoitiona. JE sy be that the applicanis will be able to cows o

an arpengesent -ith the reginierxl vroprietor om & lizitation of the
classifiontion »l podo but i 1y view they Mave not established & right
to sush & yostyiction by thess proceadings,

1 therafare find Lhut Rhe aprlicants have fnilsd to prove that
the mark shouls De rewoved Teom the Degister or tiat any linitation as
to user of the ool for say particular goods should be imposed., This
appliestion iv sccordingly relused.

It romadns for we bo desl with the questies of costs snd in
this comnaction I have been asitel to bear in mimd the dates of Tiling
of the two staiutory deciarationg by ihe registersd propristor. I do
not eonsider that the Xilinr of the sesond atatutory declarstion wks
vital t¢ their czgse but if I am wrong in this I agres that it sould be
& fastor to poumider wit. recard to the ccsis of the proceadings.

A8 to the guastion of cocts getnerally I sm rather eoscerned
that the registeored propristor and the Xegistry has been put to the
exponse and tine of & heapin, ot the basis of such flissy evidenve by
the applicantes, 10 the evideocr uddyced By the aprlicants was the
roal thal they couid musiery it scemy fair to say that their omse
coasimted in the codm of those Sgubiful ssaets of bHluftf and bhope. In
vy view thiz sould ho ax appeogriste sane for an order that the ragistered
jroprietorts coits should be paid by the aprlicants on & higher scale
then the norual party =ac yerty basize There is, however, soxe doudt
ax to whatler I 2m permitted to dake sush en order, snd I ansume that
in any pvent the coats of these prosesdivgs are compmratively small.
igeordingly, suhject to any reivuseniations that sre sade to se within
the next 21 &uo, 1 order Liat the conte of the grocesdings (excert
the conta of {re haorin: on Lhe 254 . ecomber 1973 which have alresdy
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besn ceadt wfith) nosll he paid oy the applicants to the registersd
propeietor, tho coats to be ealeulated on the ususl scxle and to be
taxed Yy me in Cafzult of soroenente

o

Pa ¥» Grm"

Dated the Oud . day of tay 17k
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