‘ .o IN TEE BATTER of the Trade Marks Cedinamce
A?D[’UW&’UW AKD
IN THE MATTER of an aApplisation by L. Je
Ethicals Inc., to register the trado mark
nlyforoin” in class 5 ia respect of
phsrmaceutical products namely & nuteitices
supplonent.
ARD
IN THE HATTSR of an Opposition bty ¥oeda
Chemicals Indusiries Limited the
promrietors of the trede sark Yild-odedn!
regintered im E.X. ander No. 34C/63 in
clags 5 in respect of (inter alda)

rharmaceutical, veterinary ard samitcry
subatabtes.
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B f. He necwmior, ascting for the Registrar of Trmde Marks

dearing on the 2ist Ssptember, 1971

Hp Lece Lo of desmrs Hu.il. Lan & F.5, loy Solicitors appeared for the appiicnd

e Uharles {hing instructed by Hessrs ¥ilkinsos & Grist, Solicitors, sppecod
for the Cproaent.

Un the 28th Fetrusry 1964, U.S. Sthicals Inc., & corporation
cepanized under the laws of the State of New Tork, U.5.i. (hereioafter
rofsrred 0 a8 "the Applicant") subaitted an application for regiastrotfion
in iart o of tho Rogister, of the word "Iyforein” in reapest of "“pharregc:iiisal
mrodueta, neoely 2 matritional supplement” 4in clasza S. The Applicastto
mpporting decloration claimed the Applicant had used suck mark in H.i. io
raapoct of ouch goods since Decesber 1963, but it wos oot rogistered at Yws
tise in any other country.

2e The mark was aceeptod for regiotraticn and was duly advertiasd
in the il.Z. Covernment Gasette of the 16th Cotober 1964,



.18 (n the 11th Decenber 1964 8 lotter was received from Mes=ra
mam,mmuwmwumtnwmuu
application fur registration oo bebalf of their clients, Takeds Chemical
Industrice Limited (hereinsafter referred to as "the Cpponent' ), and
applying for an astanaion of time to file the Notice of Oppoaition.
mmsmmhdmmmmwsmmmamms. ,

Y ﬁ.mmorwtmmxmmamwsm&m
1955 aod the grounds of opposition were £s folloes i~

"% That Nessrs Takeds Chemjcal Industries, lisited, ths
Opponents hersin, are a corporstion duly organized and
axioting under the laws of Japan with its Frineipal
office at No. 27, Dosbomachi 2-Chome, Higashi-Xu, Csaka,
Japas and are the Proprietors of the Trade Mark "LITCICT
roglatered in Hong Kong uader Registration So. 340/63 in
€lass 5,

2« That the Cpronents hove been attaching the Mark "LIICICIH®
to their products sold in Houg Xong since Asgust 155G,

e That the Opponent®s sark "IIFCICIN" and the park LYFCECTIY
of U.3, ETHICALS INC. are very siailar in spelling and
asarly identicx) in promumeiation and womld thersfore
cduse coafusion apd/or deceive umwary purchasers.

4 mtmunotmmmm:rmmnum
bolsaging to the same description of goods obtaimable over
muaecmntarandmumofmmm
thaz it would be likely thet uowary jurchasers would be
deceived and/or coafused to buy the goods of one of the
rATES vhen they bad intended to buy the goods of the
other,"

Se Cn tke 29th June 1566, HMeszrs Kbo asd lo, 3olicitors, who in tho
Saontine hod deom appointed the agents of the Applicant, filed a Counter-
smmmmm:mmmmhmxmmmuw
of thaoir arplication, In summary the Applicant denied peragraphs 2, 5 and



‘tofthoﬂotmof{bpoducu; and claimed (1) that there had bees no
inaidenta of confusion between the two marikej (44) that ita produst is

2 tablet a3 well as a syrup for oral adainiatrations (411) $s indicated

a2 a "mtritional lysine hematinie and for a Specific use as a nutritionny
supplezent in stimaloting appetite and promoting weight gain”; (iv) thot
the Spronent'a produst is 2vailable and menufectured caly “in injectakly
fore” aand %ad varicus specific uses (akich were set mt); (v) administration
af itz prodiot {5 effected orally either in the form .f a tadlet or a syrep
vhareas tho Cprsasat's Mff is adusinistored by meams of ag injectioy
intravenoualy, intremasculary and subcutangously; (vi) the Opponment's
mamwcm; (vii) both praducts are awnilabile

in a chamintse ahsp"frmahighlytminedmmme&mbloot
d1fZzrantiating Sstasen tha t¥0 nezes™ and ibe node of adsinistrationy
{viii) =hare $3 no aizilarily botwses the two mases which differed in
apelliag, rsvennciation and overall sound; (1) that they sre mot gocds

3f the same daseription as wmaur:msmmmuum

(2] thet the Cpooneat's mark should havs not besn pormitted to be
r&gjaMaottia“aWpﬁmotamtm. Idpoic deid™, ang
its ooxd ussd the ﬁratmlattareafmhmeric tare,

Subsaquently, Massye 2,5, lag and %.5. o vere appointed to
30t on behals of the Applicant,

Se The Crrement submitted evidenes in suppert and further evidence
Seiag three Seclarations by Hr. Shofi Matesd dated 27:2.57, 21.10.68 ans
18e9459 respectively; also Declarations by Niss £lla Cheong dated 204547C
@i?@mmmmxr%msﬁg&mhathéﬂm tha 1th May 1970,

74 The Applicsnt embaitted evidenge in suprort and Airther ovidence
veing tWo Declarations by M Sywend ¥, Barger dated 29.7.67 and 22,5469
respectively; two Declarations by Mr, Abrahsm Taud dated 27.5.66 and
20eleb7 respectively; also Declsretions by Hre Artdur C. Greesberg dated
m.?&?ammmgmrip. mmmumaaammmaam
the ZCe 12476

. it is agceptad that tha osus in an oprosition case reats upen

ths Aprliecont for registration, who muct establiah that the opposition ia
Lot Justiffed « a2ee Zerly's law of Trade Marks (9th zd,) 122 and Farwall o
in Appidcation Ty B Y _(Birsinczay tds (1935) 52 R.P.C. 136 at Te O,




- Tde Opposition 1s founded upen the provisions of Sectican 12(1)
amd 20 of the Cyrdinance. Seotion 12 piaces a restricticn on registraticn
by atating that "it shall not be lawfyl to register as & trode sark ...
anymttuthemofuhichmldhm.htown sse”s Section 20
mwmmmtmwmtmg that “no trade mark shall be
miatersﬁhmputofwgmdnordmﬁptmqrw that s0 necyly
recssblos a trade mark bdelonging to a different progpristor and alresdy
mthor&sistwinmmtofthsmswﬁaordaam;timotmdﬂ.

"a8 to ba likely to deceive or cause confusion®.

10 mmmmmwsmacwhmmtufmmr

. (2} Are the goods in respect of shich the dpplicant imtends %o
use his proposed trade Bark, goods of the secme description
a7 i%ose already covered by the Cpponent's registratisn?s
and

(8} If the answer to the adove question is ‘ves!, then doea
ibe ipplicant's mark so nsarly resecbie the Cpponent's
m:kuhhlﬁd:h@ctwormm&stm?

1 mmﬁmmmmmumrmmm
Wafsﬁiehmmanwmhcmiwhbemof

the zane desorirtiocn ander Seetica 20 of the Ordinance? Much evidence
hﬂst@mmttedhyﬂm&gyhmttoaythatthqmmt,m P

. mcmtmmmmmmmmummmuoe&mwﬁ
shorescentical products. Romer J. in Jellinek's Application (1946) 63

“efeTe 2y quoted in Rerly at paragraph 332, classified the yarious mitorn

wiich should bs taken into account as follows 1=

Te Weumumdmeimotmm;

2. The respective uses of the articleng

2« The trade channels through which the coszmodities respectively
are bought and sold,

AMthuclmiﬁcaticntothomuoftmcauIﬁndthntt

{a} “hae mature and composition of the goods are differsmt and thore
538 little arguacnt on this aspect. LIFCICIN iz marketed in o5



ampoale which 18 only available in Eong Koug in an {njectable
form und is adainistsred either intravencusly, intrammscularly
or subeutsneously. Furthersore on the packets produced to oe
at the hearing it is olearly printed at the top left-hand
carner “Injection”. LYYOECIN on the other hand comes in a
tahletersmtmandhammnedonuy. Rr Hatsui
ddd claim in his Declaraticn of 27.2.67 that LIRCICIN 1= also
mrikoted 1n the form of grasulesand powders in Japss bmt

Hre iie Berger quite rightly objected to such evidance as
irrelovant in this hearing, as there was no evidence that

the rroduct in that form was prosently aweilable in Hong Reooe

{b) LIXCICII according to & pamphlet prodaced in evidence by both
sidos bae the following uses :=

" Prevention and treatsent of hepatic discaces os
acute and chronde hepatitis, cirrboais of the liver,
Joundice, hepatic comm, fatiy liver, etc.

Intoxication of drugs and poisons, recovery froam
fatigue, radiation sickness, hyperemsesis gravidarum.

Skin disesses as eczema, dormatitis, intoxication
axanthena, oto,

Freventich and treatment of arteriosclercais and
hypercholesterclemia.”

{TECECIK 45 used as & putritional lysine hematinic and uvaed
2n 2 nutritions]l sapplewont in stimnlating appetite and
promoting weisht gain. i.e. }r 5. S, Lo submitted it is not
tsed 25 & medication dut as a vitamin,

(e} «hem 4% comes to comeidering the trade channels through shick
the comoditien rewpectively are bought snd scld, diffieult
mrobless arise. It is olear that both being pharwacontical
products they oan only be sold by the manufacturers to chemistg,
and that the ultimate purchacers, the general rublic can only
b1y thom from chewists, aseuming all dreggist sbops in Hoag Xoeg



do in fact have a licensed chemist in charge thereof. It is also
possible that the two maris could be alongnside each other on

the same shelf. Nevertheless Mr W.5. Lo argued they were
different products, and laid much stresa on his submission that
LIPOICIN could only be obtained through a doctor's presoription,
and that a doctor would be careful to differentiate between

the two products and this view was supported by the evidence

of two American experts, Mr. A, Taub (a consulting chemist) and
Mre A.C. Groenberg (a retail pharmacist) on behalf of the
Applicant. However, Mr Ching pointed out that this argument

had been destroyed by the Applicant's other witnesses : Meszrs
Fung Kam Yip, Tam Hau Man and Ho Kwok Hol in paragraph 3 of
their respective Declarations stated that both aarikn were
available for sale without prescriptica. Haybe Mr, Fung Kam Yip
is employed tr a wholesaler, but the other two gentlegan arg
salesmen serving behind the counter in sedicine shops in Hang
Kong. Turthermore Messrs Lau Hoi Pak (a proprietor) and

Cheong Ng Cheong (a manager), in paragraph 3 of their Declaraticns
on behal? of the Opponent, confirmed this fact. This i{s not
surprising when one considers that there ars meny pharmaceuticals
and allied products awvailable for sale here without presecription
vhich 1s certainly not the csse in other countries, e.g.
antipregancy pills and 8leeping pills., Nevertheless if a
doctor's prescription is used, there still might be confueion
bearing in mind the similar wording and promunciation of both
marks, As the Assistant-Comptroller said in Ana laboratories

Ltde's Appn. (1951} 69 R.P.C. 146 at ps 150 -

"Again I consider that in badly or hastily written orders
there is a reasonable posgibility that confusion between
the words might occur, particularly if a chemist or other
retailer stocked the goods sold under one mark only, and
an order were given for goods sold under the other marie, "
(Here "Vanildeno" was refused registration on the likelihood
of confusion with "Vageline").

The Applicant's exhibit (No. 2 in Mr. H, Berger's Declaration
of 29.7.67) of a printed pressription can be rejected as no
ovidence was addnced that such printed form is always used by
Hong Kong doctors,



12 The Applieant also argued that their product differed from the
i{pponent's in ita peckaging, its colour, form and size. How it must be
bomeiamindthtnuthunmmmhtmdorioneﬂnshmister.
a devica in coabination with their respective word parke. Here we have oo
word maris in block letters, and nothing more. Note can also be tsken of
the situation in the modern usiness sorld where marketing is a vibrent
part of any company, and thers is nothing to stop either side from ekanging
the goteup of their packsging. Accordingly I do mot consider this to be

a relovant factor in these proceedings, although it may be in a passing of?
action = see Xerly paragraths 855-856. Thers is no colour linitation ca
the Gpponent®s registratica, nor are there any other limitatioms, All thad
the Cppoment is required to do is to place the sord sark LITCICIN oz ite
goods in order to obtain protection.

13 Xay J. in the iustralisn Fine ra' coge (1889) 41 Che o
at pe 281 tut the test of same description of zoods in ths terms of A
quastion fe

"Are the t9o seis of goods so commonly dealt in by the mace
treder that his customers, knowing bis mark in conpectica with
mmt&ndmingitapmtheothw.'wldbclﬁwlytompgme
that it 295 used upen them also to indisate that they were his
gooda?”

“herefore, would the cusicmers of LIFCACIN be likely to mppose that gecdn
hoarliag the mark 1IZCICIN were goods of the same trader, and vice weresT

1he Finally I oust eonsider the resarks of lloyd - Jagod J. ia

rolation to phermecoutical preparatione im Sarker atagg ltd.'s Applicaticn

(1953} 70 UaPeCe at po 290 =

“ess Znd the putter been one for my initial couaideration, 1
should, I hope, have apprecinted that, having regard to the
absence of any restriction upon the means of distributing theec
goodoy and the fact that all eorts and canditions of people
may be sither visited with complaints which regquire their
mtm“whmthmmpmnofthmgwda,
the zatter properly falls to be considersd by an examination
of the two marks, and, if thers were, or ias, any reascnadle



ground for gupposing that by reasom of their sixilarity
confusion or decepticn is likely to arise, the fagt that
they are used ia relation to a pharmaceutical preparation
hgmrhnpc.nllthamcmmformsthtmm

are protectsd from the consequences of degeption and confusion,”

15 chmshthpdahthhomuamhnidmthem
trade chasnels and both products are awailable without any preseription,
it i= clear that those marks differ in their nature and esaposition and
in their reapective nges, it is an attractive &rguzent to suy that nobody
hmummmchmmhhhmtoduuuehmwtdy
maxmam,tut.niaummmtwrytnsalmtuans}am
gﬁngtawticnnmtmaatoﬁqh-ueéaamﬁmarmm&
WM&&MGf%ﬁctmtitiatobewmw
injection. Tk&rafere.be&rinsinﬂmmtheeddyc aadthadic:aof
Lloyd = Joech u.ah“.lfmmtmatwm”ym:ofth&m
description, and therefare the Applicant fails in its subsission thst
3P Tfmdirrermsoodatomﬁxcm.wm: Section 20 of the
Crdimanse does not apply.

e ignce the pext question ia shether ths Applicant's mark "so
aarly recembleg” ths Cpronent's mark "as to be Likely $o decoive or
cause confusica’ in terms of Sectisn 20. AT the sane tiwe the application
of the restrictions contained in Seaticn 12(1) a8y be conaidered. It ie
apparent that legticn 12(1)13!1&:12&30;&3%%%29&0&“15
Secticn 12{%) there need be no question of the two marks being used in

-

respact of tho same description of gnods or necessarily having a resesbtlznco
the cne to the other. Under Soctien 12({1) the caly question broadly spesiiing,

ummmotmmmmdumuduun. In

conoidering that question one necessarily tokes i{nto ascoust the sinflarizy

efmmmbymm.m&edmo:umbetm
the two mavks.

17e in eonsidering the quenticn of whether the use of a particulsy
marit 1o iikely to deceive or emuse confusion one must take into account
mm%utlﬁdthwnhmofthumm
ﬂmeum.WmthmmmmHmm
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intelligence, It is clearly not enough to show that retail dealers

uying goods for reesle would not be deceived, aince they night themselven
Traudulently or carelesaly make use of the ambigunous character of the

trade mark to doceive their customers, the ultimate purchasera” - see
Kerly poragropts 835-836. It 1s not Becessary that the purchasers have
knouledge of the sanufacturer's sace but only that the purchasers recognice
WMMMtofammm-WM(ﬁw}
i 2.r.Ce 720 ang 2o Jdge v Hicolls (1911) 28 R.F.C. 582, shereas thare ws
9Bly a limitsd class of people involved in C. Agh Sons b Co, Ltd, (1912}

23 2efeCa 465, Dt 38 Hr Ching mentioned although these 3 cases wers all
Pasclag off setions, they are of soze relevance on the gquestion of
deceptiveness, '

18 Imtnmtoﬂw@aationotthes]nningoftmmm
mavks, Hr losard H. Derger in his Declaration of 22,5.69 noted they
were both & letter wzorde, but the Opponent's mark coatains the letter

¥ and tus lettor I's whereas the Applicant's asrk contains the lattern
Iy F and 3, with ke letter O and tho suffix “CIy* being common to botk
theso vord murks. Xr Shoji Matsui in his Declarations cf 27,2467 and
21210668 weat further by &oying that the only difference was in the
widdle sart of the murka which mere "FCR™ agd "rCI respectively, apd
thzt because 1ittle emphasis e given to such middle letters, this wenld
lmdtoconmaimofmmwbehgmapmuorﬂmwdulm
and cunsunerd. Entinthuth-ri&htapprmh. to take each gyllabdble
and letter and compare the two marks?

Iz 1e Qlearly not a correct approagh vhen the authoritiss are
oxnadned and they lay down the tast that the arks should bs compared
4% 3 wiole including appearance, the idea of the mark, refersnce to the
waewmmtatho'm,mmthbyamumm
i3 a gonaml isnression. Eheummmhsofmrmmbetmm‘.
in ierly at paragraphs §37.858.

19. The clasgic test was laid domn by Farker J. in the cage cf

Eﬂsg E: L‘d.'s AEE. (1906) 2} H.Poc' m at p+ 1 ??7 i

“Tou zust take the two words, You must judge them, both

by their look and by their scund. You sust consider the
goods to which they are to be applied. You must consider
thamtmudkindotcutmruhomnldbolihl:tobuy



thove goods. In faot you sust consider all the sarrounding
oircusnatances; and you sust further comsider sbat is likely
to happen if each of those trade murks is ueed in a normsl
¥y as a trede mark for the goode of the rospective owners
of the marks,"

and this bas been followed by Farwell J. in ¥, Eailey (3irminchan) Ltde®s

Arme (1933) 52 ReFele 136 (the "EZrectiko” case) 3-

*I do oot think it iz right to take & part of the word and

compare it with a part of the other ward; one sord must

e sansidored as a shole amd comparad with tha otSer word

as 3 #hole seee I think it is a dangercus method to adopt
to divide the word up and seekx to distinguish a portica of
it Irom 2 porticn of the other word.”

zad again by Dnomoore J. (who was upheld by the House of lords) in Zyeta
1ldets Aceng (1983} 60 R.P.Ce 87 at pe 108 -

1% is ihe person who only knows the one word, and has perbops
an igperfect recollsction of it, vho ia likely to be deceived
or confuseds little aspistencs; thersicre, i3 to be oblalmed
Irea a seticnlous comparison cf the tvo sords, letter by
letter aud gyllable by syllable promounced with the elazity
ta de axpected froa & teachar of elocution. The court sugt
be careful %o make allowance for imperfsct recollectiocn and
the efiset of carslesa pronunciation snd speech on the part
act only of the porscn seeking to tuy wnder the trade deseriytion
it also of the shop wsuistsnt mindatering to that persan®s
santa,”

See aleo elvdlar resarks as o gemeral recollection and geaeral impresciems
by Surgawnt J. io Sendem's Applicution (19Wh) 31 2.5.0. 196 at ;.2053 and

Lord iadclizfe in da Cordova v Viek Cheedeal Company (1951) 68 R.F.le 0% Fa 10Ge
e The test of imperfect recallection in the lust quoted case io

Juite an icportant ons mhen considering whether thers is likely to b ony



dacoptive rosamblance in the minds of the ultinate porchagera. "It
would Yo o aistoke howsver to suppose that the resesblance must be
such as gould deceive persuns who shmld see the two marks placed aide
by sidos The rule 30 restricted would be of no pragticel use.” per
lerd Jrenworth in Seixo v. Provesende (1866) L.R. 1 Ch 192 at p. 196.

2%s {tvionsly a relevant point in respeect to a person‘’s iapresaicn
apd recollection of 3 mark will be shether the scund of ons word too
aearly rocectles the scund of another word, and how the respective word
marks are oF oan be proncunced will have a bearing as to whether there
i3 any rosomblance betsssn the marks.

Cne of the ost difficuit problems in this Learing has been
Jow to proncunce the rsspective words LYFORCIN amd [IRCICIN,

ke Applicant’s mark Lyforoein is cper to wariocua alternatives :
L7 gon be propounced as 3 ghort "i® ag in "lynix” and "lyrie®, or as &
ilong 3% {moking 1t "lie") as in "lying", "lLysine™ amd "Lyeeum", apd
saing a three syliable word, can conceivably be Ly-foregin or lyf-or-cin,
Tee throv Declaraticns by Hesars Fung Esx Yip, Tam Hau ¥an and Ho Zmok
ol (211 f£iled on bedalf of the Applicant) proncunced it with & long "4¥
by saying it wos aa Af spelt "lge-forecin®, shich would be consistent
with "ilysine” shich is a msjor ingredient of Lyforein, Miza Cheong in
aex Declaration promounced it as YLif" aod the two Declarations by Hr lLes
el Fak ang He Cheong Ng Cheong (all filed by the Opponent) sadd "it =se
moncunged either “14f" or "lye" but mors oftan that not the forsmer
semzaneiaticn 18 nsed by purchasers of the goods besring this mark', shieh
ia also quite possidble if a person does not know the correct grusmsticsal
rrommoeistion of "iysine, Tho Oppouent’s oark has a slightly differemt
alternative : it can be proucunced as either liepoi-cin, or by taking the
Mrat threa lotters as in the werd "lipt, and become Lip-ci-cin. The
7ivo Jeclarations by Yegsra Yung ¥am Yip, Tem Bau Man, Ho EZwck Hoi,
. i God Fak ond Cheong Mg Cheong all pronocunged it as Mlip-odecin” a6
444 Hr Ching, counsel for the Cpronent. I rejected ths carment by Mp
teie L0 that it would have a different pronunciaticn in Japan, bscause
30 are doaling with an English word in Hong Kong and there are no
Japenose chapagters forming part of the mark. However sa exsaination
of the various disticoaries as to the word "Lipoic icicd™ ({from shich



the oark is obvicusly derived) states the word *lipoic* is pronocunced
w1th a short “1", and with the sophnsis on the first two lettera (see
“ebgter's Third Hew Intersational Dictionery) sapd therefore could be

=polecin,

224 Ap thore seems to be genoral ogreesent im the ecvidecce oz
Fonouncing these sarks as "Lip-oie-oin® spd sose agressent on "Lye-farecis’,
do I have to accopt these viexa? The evidentiary value of statutory
doclarations was discussed by Merton J. in Hagk's ipolicatien (19%1) 58
{lokala 91 2t po 1K) t=

"t in oy view, it is not the right or proper way of
waparingeﬁmuoto;'aemotthuﬁndtoputhnron
zesbera of the trade, or mesbers of the mblic, a statutory
dealaraticn already drafted containing statements of fact
sad {sa in the present case) statasents ss to what the
ﬁmamm"wtucmmbsdhspw
or ispressicns of the witmees withoat ascertaining by meens
of scnelesding guestions and answera that it represents his
viewn.”

» statutary deslarstion drafted by a solicitor asd mot atcompanied or
m«ibyamtiminmbeofutmuightbutuiamue
evidence - Mogmay ltd.'g T.M. (1951) 68 R.P.C. 131. It is also clesr thot
mmﬂmmwmmwtmtmmmm
ot ismue 7et any evidence tending to show probability of confusion or ite
abssnce sust be considered - Appidestion by G. Angus & Coe Ltd. (1543) 6C
ReFeGe 29 2t po 32 Here the Declarations by Mr Lau Hoi Pek and Mr Cheong
Yig Chectig on behall of the Oppomont wre sxaotly the esse, whilst thet of
Admg zila Cheong, the Soliciter for the Cpponent, wes rroperly objectsd to
W AT Yels lo as being an interseted party. Agsin the Decisvations filed
by the ipplisant and wade by Nessrs Fung Kea Yip, Tam Hzu Moa and Ho Epch: Doi
are all exagtly tho same. This lesds %o the suspleicn ihat peiiher cide
7rocodad oy of ihese Declarations by & questicunaire.

23e It ia relevant to zote thit scas peaple will have a tendency

to siwr the teraminaticns of words - Iubrican 4 Ltd.'a
Agpddestion (1925) 42 H.F.C. 26k Cnw mast consider the likelidood of



confusicn in the situaticn where an order inwolving two sixilar word
asria is placed by telerhone when, as is very often the case, pecple
4o Dot speak clearly or slowly encugh to epunciate the difference in

*he worde - Drildsh Drug Souses Ltdpls spplieation (1913) 30 R.FiCe 734
Hogdaleon Securities 1td;'s Application (1913) 48 R.P.C. 477, ead Pale

2.0p8e ve Sutton & Ore. (1938) 51 A.F.C. 129, Alsmo, when in & chexistls
ahop amcngst the prodadle noiss and tustle of other pecple, there is the

chapce that tho attendant will pot give bis full and proper attention to
the exset orders In either of these situations there must inevitably bte
may occcsions vhen an order is imperfectly heard., Kerly alaso notes
atmmmm%?thatitmhﬁnmptadmsenm“mmﬁ:aﬁ
the first gyliabia of a word mark is gemarally the xoat important, dut
thore io econmideradle doubt with thess t{wo words as to shat constitutes
the first oyliabies Soth tho marke are in my vies, three syllaltle wores
{iipodecin is not four ayllables as claimed Yy the Applicant-in their
Sxntorestatement) and this similority is relsvont as to shsther there
iz likely to bw confusion or deceptive resesblance. rrocedeuts of verds
shich ave boon found to be tog zimilar to one another are given in
ippenddz 12 of Herly at pe 710714 e.g. Gormocea - Cermolens, Huollis -
imolline, Securine - Seceotins, Murrile - Muralo, Bonomol - Homyol ctee
hoge exarples af course have no direot bearing upon this decisicn which
s %o be degided o its own merits and the evideage,

2he Hr Ching submitted that the Applicant's zark ea2n Le prencuneed
olther as lye=for=cin or ag Lifegr-¢in, Wt if proncunced as "lifecregin”
then tho difference with iipolein is marginal dearing in sind the diffienlty
Shinons people find in proncuscing inglish wsorda,

254 It is therefors elesr to me that no matter vhich say these two
7ord maris are proacanced {(whother it be Lye=foar-cin or Ly-forwcin, or
whother it be lipwoiecin or lie-poiecin) I am satiafied that there is likely
to be canfusicn between LIFCRCIN amd LIFCICIN, withcut making a ruling o5 %o
vhat i3 the correet proouncistion of each marik, Even if they were pronouescod
ag iyowforwcin and Lip-oiecin the ressmblance bLetween the respective sounds
and talking 4he =maris as 4 whole is such that a perscn would, in sy opinicn,
be omfised whem trying to recolloct the mark.



26, So Iar as the appearvuce of the serks in sctual use when fairly
and hetteatly used are concerned (see Smith Hayden & Co. Aptbe (19%6) 63
Deiele 97)e I bave exasined the specific uses of these goods ut the
@ostion regains as to shether there is & risk of a rurohaser obtaining

the wrong product, remesbering that both are awailable in Hong Kong without
a doctorts preseripticn? It {s true to say that the averags perscn vhen ho
goes to a choeist chop has a apecific requirement in mind which will detcrnine
the type of produet he wants to tuy. It is, therefore, ualikely thst he is
soing to accept a mutritional lysine hesatinic when in fact he wants socothding
for treatsent of hepatitis, cirrhosis or jaundice siich ke can only use by
oeons of on fajecticn. EHowever, Moesrs Cheong Ng Checng and lau Hof Fak

o8 behalf 2f the Opponent in paragraph 5 of their reapective Declarations
atated that thers hod been Eany cases of confusion between the respesctive
mrks and it wma negessary %o ask% the customer tha rurpose for which he
rectiired the foodse. Cn the othor band Mesars Fung Kam Yip, Tam Beau Hanp

and Ho Ewek Hol on behalf of the Applicent in paragreph 5 of their respoctiva
Ceclorations statad that thare has been no cage of confusian ",..owing to
he tuo distinstive promunciztions of the marks in questicn” but I doubt
shether that statement has much value in view of sy finding - in paregrapi: 25
aereel that shichever way thease tzo word sarks were proncunced, there womld
to confusione Accardingly the evidence of the Oppensnt is to be preferred ea
ilds point. The remmrks of these five declurants are nevertheless intarocting
eenune tho Aprlicsnt's mark bus only been used in Hong Xong since Decesier,
1983 and these oppoaition proceedings commenced ome year lster, which docs
0% allow mch $ine to see if there has been any casee of confusion botwoon
Uwee two mariss Kerly exzmines the question as to the evidence necescary
to establish actual deception at paragragh £68 sad points cut that shere

A mark is new or nearly aew there can have been little or no opportunity
for deception to occur, Howaver, it ie clesr thet any decision as to
doception ia for the Court to decide and 4t should mot sbdicate its powwrs
in Zavour of sitnesses. - see farker Stapx Lide‘s T.d, 71 ReFuCs 136 at

7o Y0s evertholess the question of deceptive resemblance oy confumice
is not an ewereise of dleeretion by a tribunal dut a fieding of faot =

s0a Hyota ltds Apmms (ID4d) at pe 105. Fisally, the remarks of Kerly

at paragraph 533 must also be considersd :

"In cases in shiagh the tridunal considers that there is deubt
a8 to whethar deception 1s likely the applicstion should be
refuged . ”



-}

27 To summerise the evidence under Section 20 of the Ordinaace I
find that LYFCRCIN aad LIFCICIN are goods of the sase description, and
beoring in wmind that both sarks are available without prescription, the
tondengy of people to alur their words, the poosibility of comfusion
in hastily or badly written orders, sud that shichever say the sarks
are pronouncod peophmldbom!nnd-hcntryingtoroeomcttbe
m.mmaﬂuhmtmmnnmumumxcmu
tabolmlyeodaeeinormcmua.-mthoﬂpﬁmmm
in ito cubmissiom that the aecodd part of Section 20 does mot apply.

2Ce Twen 4£ 1 am wrong in my finding that the sarks are goods of
mmmmmusmunzo.mummmmem
aceount, and the resarks of Kerly at paragrapd 833 (at paragraph 26
ngreof), I 3 of the opinion that the use of LYFUHCIN "sould be likely
o degeive” withdn Secticn 12(1) of the Crdimance, snd is therefors

anreglioteable.

2% Cpe of the wmost intereuticg questicns in this bearing wss the
sebedsaton by Br 4.3. Lo that the Cppomsnt's mark ahould pot hawve boen
sumitied to be rezistered as it was descriptive of the gemeric term

21ipode Agid®. I take this to gean an implied application for rectificaticn
amd correcticn of the register under Secticn 48(1) of the Ordisance, tut '
on the othor band I ean only desl with such a matter 4f a foreal applicntion
mbmmﬁﬁﬁ%.%%kth}Mthimmm
mmmmumwﬁwamdummmm

1o thia hearing. levertheless fir Chimg addressed De on the regiatrability
of the Cpponent’s mark under Sectica 12(1). EHo saubpitted that it »ould
mtmmwaomﬂmmnumutmummmm
court of Justicee He argaed that the Opponent's sark was an inveated werd
amd thot it hod accordingly been rogistersd in respect of (inter alia;
Tehaesaceatical, veterinary and sanitary substancss™, Thers i3 little

doubt in my vdnd that by adding the distinctive suffix "cin" cnto pars

of the word “lipod” then it is entitled to the prutectics of the proviso

to Segticn 12(2) of the Czdinance in that §t ia a word denmoting only tho
meormdu-morwumwhm. By acquirding
distinctiveress as an invented ward, the sork does not offend againut the
provinions of Secticm 9(1)(d) of the Crdinsace. But when it comes to the



question of deceptivenens them it 1l open to doubdt that by having such

a wide spseification for which lipoicin is registered the merk can
auviongly not be used oa all pharsaceutical or other jroducts Lif they

4o not ccataim lipode icid, and aecordingly the mark cught to de

iloited in its apecification to goods consiating of or containming ihe
saanical elament or compound shich foras part of the sark. Heooe Xr Chinsto
elain to wotsotion ag o the whole elass of goods for shich Idpoicip han
hoon registored mint be rejected sxpept for a lisited range of phermsecotioals,
sowaver, I bave 20 powers at this hearing to asend the specification of

the Cpponentts mork which I couid cmly have dome if there had been an
apniicotion for rostification under Sesticn 43 by the Appligant or an
application under Sgotica S0(1){(d) for amendment by the Cppoaent. This
doss ol sean 0 o8y that Liroiein is unregistrable under Section 12(1)

is sespoct of charmaceuticale because ii would not be deceptive for that
linited cloce of goods, and the Applicant haa not produced any cvidence

Lo show that lipoisin has been eausing deception {n the ainds of the
mrehasing pablice

s The Applicant vent oa in its submissicn %o sote that as "LIICICIEY
225 whly boem regzistered in those pleces where inglish wes pod the predesdoond
janguage of the country, amd this estazlished that it wos nooedistinetive
sod ot walified for reglatraticn ia Somg Zang (although ome of the
sconiTies share the Cpponantta sark i3 regiatered is Singspore whose Towis
Soeks Crdioanee is similar to our omnl). The Cppopent replisd that the
interyretation of the registrability of a zerk under the Trads ¥ark lass

2% other countrica 4o sot a relevant Jagtar to be taken into account a$

tids hoaring, end aqually speaking, its ocneregistration iz other coustrion,
«ul with that I agree.

e I find, tkerefore, that the Cprooent's gark m corrently
xegopted for registretion but abouid have its specification maemded o

read "rhapmaceutical preparations, containing lipoio agid™ to meks i
amsojutely clear that it would not be dsceptive nor sonld 1t be disentiticd
ta protontisn i a Court of Justice, and the Cpponsat shocld saks aa
ampiientiion to do so with all poeaible despatoh.

e Gawing limited the spesification of goods in respeat of exth
mizity tho interosting rrobles then arisss asz to shether the Applicant coxld
mwccead in 1to subaizsion thet each mark is uaed in respect of goods oy &
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deseription of joods, that are differsat, the cge from the other. If so,
thon ef sourse the restrictions contained in Ceatica 20 will not applye
“he Appiicant argued that LYFUICIN being "pharsasentical products napely
a patritional supplezent” are not the same goods as LIFOICIN being
"rharmeeeatical preparations comtaining Lipeic Aeid".

In ny opinion there im no smubstantial differemce for the reasciiz
that I have alrsady oxplained and they would still de goods of the same
dopeription which 80 nesrly resesble sach other as to be likely to
deceive or cause gonfusion, and thas the Applicant's mark is prohibited
Nom reglatrstione Also vieeing the two morks as a whole snd bearing in
cind the difficuities of promupciation by the populace of Hong Kong who
opeck Chinese se their first language, the wse of LIFGRCIN would also
o 1likely to deceive under Section 12(1).

It iz intereating to ntote that the "Diasmil - Alasil” case
{Joyes?s Sroduets ltd.'s ipra. (1987) R.F.C. 125) was distinguished ia

. the “aludeox - Algelux" case (Harker Stays Ltd.'s Appa. (Ibdd - paragraph

15 navecf) o the grounds that "Diasil” wes allowed registration for a
inited claao of user but could not be sold except under a doctor's
yrogeripticn, whereas “iludroy” was awilable 1o 2il and sundry persols,
and £ailed to have "algelox" removed from the register. This point is
rolovant docmuse LIFLKCIN is alsc available without a preseription to all
snd omdrys

33e The f{inal submisaion by Mr ¢.5. Lo was that the Applicant’s surh
could novertheless be registered under Section 22 in that it 1s a cuse of
honost coneurrent ussr. Mr Ching odjected thst this point had ast been
~londod but bearing in mind the deeisicn of Erown Show Co. Apmme. (1959)
ierele 20 8t pe 3N where a similar objection was dismissed as & technicallty
27 nin~cubstance the point baving been clearly raised in the evidence, i
asited him for a reply. #r Ching subaitted that Sactiom 22 could only be
appiied in the light of the evidence on the date of the application - see
Jallingeks Aprag (Idid) at p. 78 and the Applicant hsd claized oo the
28k Pebrusry, 196% that it had used the murk in Heng Kong im reepect of
such gocds only since Decembor 1963 (i.e. 3 zonths) and this, therefore,
wag 8o inoufficient period of use - see Feddie's appu. (1944} 61 Z.E.C.
shore excertional circumstances existed and & period of tho and quarter



Jeara mu0 treated as sufficient, whersss § muonths was not a loong enough
peviod in Soith Heyden & Cge Ltds Appne (1946} 63 R.P.C. at pe 98« The
pain ontters to be taken imto sccount under Section 22 were lajd doea by
lord Tomlin in Pirie's Appme (1932) 50 i.7.Ce 147 and the list is set out
in Zerly at paregraphs 338. 3hilst I find that the Applicsnt has been
entirely honeet in 1ts user as there Les been 0o evidence of any intenticn
20 deceive on i%a part, I consider that the measure of cocfusion which

1 sove axplainod before zad the protection of the public who will be
scnsiderably insonveniencsd if a person cbtalns the wrong product, asd
particularly the ehort period of time of user will debar the Applicsat

Imvod cuncsading o this ground. There is slao the alternstive ia Ssctice 22
19¢ other speeisl circusstangea” but I ceumot find suy here g0 as to aliew
Seginstraticne This does not debar the Applicant from making a new sutminoica
urslar Soetion 22 at a later otage ib order ¢ obtaia the advantage of 2
langer pericd of time - sec Portogras Badic Elestrical Co. Ltd. Apmme {3957)
£} Hebfele 291s

3he Zgapins in aind all the circumstsnces of this case and the
svidenge which hes becn cubedtted and waich I have fully exsmined in
sccordanee ith the varicua sections of the Crdinsace, I thersfore find
Zzat the Appidcant has ot discherged the onus upon it that LYFCICIN ia
aot litely So deccive or csuse confusion. Accordingly I reluse the
apglication.

35 ndes Cseticn 32 of the Crdinance I award costs to the Cpponetat
= the seale sot cut im Order 62 of the Supreme Court Eules.

Ae Re SEARDIS

pe Ragistrar of Trade Harks

Zated the é’Je‘ day of Barch 1972.
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