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IN SHE MATTER of tho Trade Marks
Ordinanes "
IK THEE MATTSR of an Application by

The Curtiss Cendy Compgny for the -
registration of the word wk o
"Butterfinger® in olass 30 in respeet
of candy and confectiontry.

DECISION

of
Mr P. Jacobs, Asslstent Registrar Gemeral, after a hearing on
the 31st July 1970 at whieh Hp williem Turnbull, Jr. of Messrs
Deacons appoeared for the Appllea_nts.

On the 28th Pebruary 1966, The Curtiss Candy Company
(hereinafter referred to as “the Applicants®) subauitted through
their agents, Messrs Deacons, an application for the rogistra-~
tion in Part A‘ of the ﬁglitor, of the word "Batterfinger® in
class 30 in respect of candy and confectionery.

The supporting statutory declaration nade by My James
E. Sapp, Jr., the Applicents' Secretary, and dated the 28th
Fabruary 1966 stated that the mark had not been used by the
Applicants in Hong Koag in respect of the goods meat.lonad. in
the application, but that it was the Applicants' intentlion so0
to ugse it if and when it was reogiatered. The declaration went
on to say that the nask vas at thet tlme rogistered in a nuber
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of other countridg {n the Appllcanta' nems BS.

on the 27¢h July 1966 the aaclotm mfom *Hum
Deacons that the mBTk was not scceptable for mlsmtm

mmwamtmmgw mldcmyeh-mnmutﬁo
purchasing-publdic thet the eandy and oontocumm to \hl& tho

and was in the shape of a finger. Such & degres of d.csemsu.n-
ness rendered the aark oot registrable under section 9(1)(a).
Op the §Bth Februsry 1970 after soms coryespondence
Heggrs Deacons applied for & heasring in aecordance vith aaetm
74 of the Trade Marks Ordinance and rule 18 of the Trade Marks
Rules. IThe heering at whioh My Turnbull of Nessrs Deacons
appeared on vehalf of the Applicants took place befors @6 on
3ist July 1979
Me Turnbull produced a wrapper uged to contaln the
prodnct concerned in this application. The urapper 18 nppwz.l-
cately 7° long b 14* wide and the word YButterfinges” sppears
along 13 length. Onmndoortbowappathmiiadn-
cription of 1ts contents. This reads as follovs s
“pUTTRRFINGER is & deliclous blend of M, CORR ‘
SYRUP, PSANUZ BUTTER, HYDROGRNATED VEGETABLE OIL, ﬁ
CQUDARSD SKIH MILE, COCOA, HOLABSSSy CHOCOLATE, ‘
CONFECTICORERS CORN FLAKES, SALT, LECITHIR, STARCH,
ARTIFICIAL FLAVOR, GLYCERIN, U.Se CERTIFIED ARTI-
FICIAL COLOR.%.

apart from this description on the wrapper bnO evidenced \EB

adduced as to the ecguposition oF pature of the eandy or eo -
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foctiondry manufectured by the Appncantu.

Kr Zumbull argued that the wrd -mmrmmv should
not be split into tw words, "Butter" and "F.l.nger". hut thotﬂ.d
he troated as cne, end that the word 'Buttorr&gar” .l;_nlt had
a neumy meaning quite distinct froa the mmm o: tht ‘
component parts of the word; that tho word “Batterﬁnaor' aeana ,
a pergon vho did not catch things well. He sald that this was
the accepted meaning of the word and subnlitted that the mark
should be considered as one wrd and not as two. This viewpoint
had been put forvard in correspondence in 1966. 1 cannot accept
this argument, It 1g true that there 1s a word “ﬁnttertmgered“
and a word “butterfingers®, the former defined in Webster's
Third New International Dictionary as "mpt to let things fall
or slip through the fingers®, and the latter as “a butterfingered
parson®™. The word "butterfingers" although plural in form is
singulsy in construction. Webster's Third New International
Dictionary does not explain the derivetlion of the vord. However,
the Shorter Oxford English Dietionary, in its definitlion of
“but ter~-fingered™ (ineldentally appearing as'a hyphenated word
and not as one word) states that the meaning is "thet takes hola
as Af with fingers greased with butter”, I consider that the
word "butterfingers™ although having the particulsr neaning
atiributed to it in Webster's and the Shorter Oxford Dictionary,
is derived froom the quality of butter as a substance and,
accordingly, 1f used in connection with & food product the
dictionery meaning attributed to the word as quoted above should
oot prevall. Furthermore, as I have pointed out tho word 1s used



nthcplaralram. Althongh the fact thataw:du;nm
plursl or in the singular should noyaally nake no dlfference
when sxanining it in connection with an application to ugutor
a trade mark, I consider that in the presaont casd it can nake a
aiffepence. The disticoary word uputtarfingers® is not used
in its singular foza to bear the meaning "a butterfingered
porson®. In relstion to a food product, which could contain
butter, I consider that the word "butterfinger® should be treated
as phonetically indistinguishable from the two words "butter”
am “fingesr®. It is ﬁell sgtablished that a 3ark, which is the
phonetic equivalent of an unreglstrable sark is itself unregls-
trable. In the "slectriz® case [1959/ 76 R.P.C. 282 at pags 286
Viscouat Simonds said 3
" My Lords, I can conveniently state the problem
to be solved by the citation of & single sentence
froa the Jth of the Court of ippesl ¢ "The
doetrine®, they said, "As we understand it, is that,
. . Af & glven word is for any reascn unrogistrable
in ita proper spelling, then, inagmch as Trade
xarnappoaltotmwuvellastothccye,m
objection (vhatever it may be) to the registration
of the propsrly spelt woxd applies equally to a
word wvhich is zerely its phonetic equivalent.®
Applying that viev of the law to the facts of tho
present cage the Court of Appeal held that nglectrix”
veing the phonetic equlvalont of naglgetrics” and that
word belng unregistreble, talactrix™ also was unre~
giatrable.



.~ In my opinion the propositlon or doctrine of
1aw, upon vhlch the Court of Appeal founded, is
aceurately stated and supported by aunthority and
reason, snd it was correctly applied.®. ‘
1£ the mark in this application is to bs accepted for
rogisiration it could only be on the basis 0f para. (¢) OF paras
(4) of ssction (1) of the Trade Harks Ordinance; tuat is %o
say, either as an lnvented word or invented words or as & vord
or words having no direct refereace to the character or quality
of the goods. I do not think that the word "butterfinger" can
be correckly treated as an invented word. In the Sollo cases,
<astaan Photographle Materials Co. Ltd's Applicatien 18987
15 R.P.C. 476 at page 483 Lord Balsbury said
%] deglre to give my epinlon vith referenca to ‘the
particular word, and not go behind it. I can quite
understand suggesting other words - W,
or foreign words ~ &s to wvhich 1t would be impossible
to say that they were invented words, although,
peshaps, never goen before, or that they d¢id not in-
dicate the eharacter oF quality of the goods, although
as uudn of the English toogue they had never beeh
sson bafore. Suppose a person wore to attenpt to
register as a single Bnglish word * Cheapandgeod ' or
aven without taking so gross an axample, using a word
g0 slightly differing from an ordinary and recognised
vord as to be nelither an invented word nor, avolding
the prohibited cholce of a word, indicating charecter



or quality. The line must bo shmetimes aifficuls
to draw; but, to oy mind, the sﬁhttance of the an~
actzant 1s intelligible enough, and the Comptroller
.has to make up his mind whether in substance there
has been an infringement of the rule.®.
In theo same case, at page %87 Lord Shand gaid
¥ +ee There must be Ilnventlion, and not I:hé appoarance
of invention only. It is not possible $o define the
extant of the invention required, but the words, I
think, should be clearly and substantially different
from any word ln ordinary and common use. The em-
ployment of a word in such use, with a diminutive or

a short and meaningless syllable added to it, or a
known

mn.nmwa would not be an "invented"

vord; and a wrd wuld not be an "invented"” wvhich, with
some trifling addition or very trifling variation,
still leaves the word ene which ig well-knowh or in
ordinary use, and which wuld be guite understood as
intended to convey the meaning of such a word.".
(The underlining is aine)
in my opinicm, therefore, the vord “butterfinger” should be treated
Bot as the word "butterfingers® having the speclal msaning "s
butterfingared person® but ss the separate words “buttes” and
n"finger”, and for the reasons given In the passages from the
Solio eﬁae saet forth above, I do not consider that the single

word can be treated as an lnvented word.



m-qmmuthmmzhuthwﬁahmadm
roference to the character op the quality of the goodss In
Webataor's Third Kew Iqtmatl&ml Distlionary “batter” is defined
inter alia as “1. an important food consisting of a solid
ezulsion seinly of fat globulas, alr bubbles, and water droplets
mads o coalescs by churning the oroaa odtained froo milk and
used esp. 28 & spread on bread and in cooking 2: a sabstance
rosesbling butter esp. in consistency: as <... ¢i a smooth
food sproad nade {rom frult, nmuts, or other food®., I think that
this definition 1s vide snough to embrace the peannt buttar used
by the Applicants in manufacturing their product. Mr Turnbull
drew ay attentlion to the word "butterscotch® in Webster's uhere
it 13 doefinad as "a hard cpndy asde by bolling together brown
sugar, corn syrup, and water®. However, the Shorter Gxford
Engligh Dictionary definos "butterscotch® as having a butter
content, and this 1s borne out by the definition in Chalder's
Twentleth Century Dietionary. Regrettably, we hlad no opportunity
eithor $0 sample or tO snalyss butterscotch and 1 caupt therefors
say whethep or not butterscotch, in fact, containg any butter.
However, I do not conslder that the compositiom of btutterscotch
is iaportant for two reasons, JFirstly, as I have aentioned
above, the dafinition of "butter? given in wedster's includes a
substance resembling butter cspeeially in consistenay, and also
a smooth food spread made froa fruit, nuts, etc. Secondly, the
vording of section 9(1)(4) of the Trade Harks Ordinance pro-
hiblss the registration of words hsaving a direct reference to
the “gharacter or quality® of the goods. I think that the vord



could have a direct roference to' the character Q:Zhe om mt—
vithsgtandaing the fact that it 4ié not give an oxact ami MM!
fic description of those goods. I think that the word "hnttor"
could therefore indicate the character of the goods even though
thore was no actual butter content. XL 1 ea wrong in this a
A the definition of "butter® could not be taken to include
poanut butter I conslder that the mark applied for would offend
the provisions of sgsection 12(1) of thae Trade Marks Ordinance
which provides 1

"12(1) 1t shsll not be lavful to registaer ag a
trade mark or part of a trade aark any mattesr the
uge of which would be likely to deceive or wuld
be disentitled to protaction in a court of justice
or would be contrary to law or morality, or any
scandalous design."®.

~ As far as the word "finger" is concerned Webgter's

gives azongst others these definiticns : "one of the five
termninating members of the hand; soaething that rosembles or
does the work of a fingar (a finger of toast) (a finger of lend
extending inte the sea) (a finger of a clock)". In the Ribbon
cage - Col.gah & CO.‘s‘ Appueatm [19117 30 R.PeCe 262 at
page 265 ir Justice Parker said:

"It appears t0 me that it is absolately clear that
the word "Ribbon,” as already in use by the Appli-
cants, is descriptive of the form or eharacter of
thelr goods. 1t ig Jdascriptive of their form or
charactor in this respect: that it in effect states
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the manner in which the crean ¢omes out of the tube,
and lias upon the brush, namely, in the shape of a
ritbhon."”.
Clearly, the use of the word “finger" in the present application
is designed to indlicate the shape of the product, and the use
of the vord therefore has a diract reference to tho character
or quality of the goods.
Por tho gbove reasons I hold that the mark cannot
ba #reated as an invented word under para. (¢) of subsection
(1) of section 9 of the Ordinance and that the word "Butterfinger"
has a direct reference to the character or quality of the goods
and 1s therefore not rogistrable under para. (d) of subsection
(1) of soctien 9 of the Ordinsnce. Alternatively, if I anm
wrong in 2y roasons glven above regarding the definition of
"butter®, the xzark would not be registrable by virtue of sec~
tion 12(1) of the Ordinance.

1 aceordingly refuse the application.

/

(Pe Jacobs)
Assistant Reglstrar Genoral
10th Qctober 1970
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