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File Ref. 54D of 1971

IN THE MATTER of the Trade Marks
Ordinance

AND
IN THE MATTER of an Application
for the registration of the
Trade Mark "1000000 and Globe
device" in Class 17 for electrical
insulating tapes; elastic bands
(not being stationery); rubber
threads" in Part B of the
Register by Kabushiki Kaisha
Kyowa

AND
IN THE MATTER of an Opposition
thereto by Globe Industries
Corporation

DECI SION
of

Miss A.C. Waters acling for the Registrar of Trade Marks
at a Hearing held on the 30th November 1982,
Mr. Peter Garland instructed by Messrs. Deacons appeared for
the Applicants.
Mr. Paul Chan instructed by Messrs. Johnson Stokes & Master
appeared for the Opponents,

On the 15th January 1971 Kyowa Gomu Kogyo Kabushiki
Kaisha a company organised and existing under the Laws of
Japan of 7 Sakuadori 8 Chome, Nishinari-ku Osaka, Japan
(hereinafter called "the Applicants") applied, under an
application dated 13th November 1970, through their agents,
Messrs. Deacons, Solicitors, to the Registrar of Trade Marks
(hereinafter called "the Registrar") for registration of the
mzrk "1000000 and (ilobe device" in Class 17 in respect of
"Insulating tapes nnd insulating materials, rubber gloves,
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rubber threads, rubber bands and all other articles made of
rubber for packaging, packing, stopping, fastening or
insulating" in Part A og_the Register.

£

On the 28th June 1974 Messrs. Deacons lodged Form
33 to record the change of name and address of the Applicants
from “Kyowa Gomu Kogyo Kabushiki Kaisha" to "Kabushiki Kaisha
Kyowa" of 20-28 Tachibana 3 Chome, Nishinari-ku, Osaka, Japan.

The Applicants lodged a Statutory Declaration in
support of the application on Trade Mark Form 4 on the 15th day
of January 1971 which was made by Mr. Harumi Ueno and which
declared, inter alia, that the Applicants had used the mark
in Japan and Hong Kong since 1947 and that the trade mark
was registered in various countries which included Great
Britain, which latter registration was in Part B of the U.X.
Register. No claim to registration in Japan was made in the
Form 4,

On the 17th May 1975 the Applicants requested,
through their agents, Messrs. Deacons, that the mark be
transferred to Part B of the Register pursuant to S. 13(3)
of the Trade Marks Ordinance. The Applicants also lodged
on the 17th May 1975 a Statutory Declaration in support of
their application which had been sworn by Mr. Ueno on 15th
July 1971. A further Statutory Declaration in support made
by Mr., Sadac Mural on 20th June 1977 was lodged on the 8th
July 1977.

On the 12th July 1978 leave to advertise in the
Gazette the mark "1000000 and Globe device" in Class 17 in
respect of "electrical insulating tapes; elastic bands (not
being stationery); rubber threads" in Part B of the Register
was given by the Registrar., Such leave to advertise was
stated toc be subject to association with other marks of the
Applicants and subject to disclaimer of the right to the
exclusive use of the numeral "1" and the numerals "0O". The
mark was advertised in the Gazette on the 8th September 1978.
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On the 12th day of July 1977 Globe Industries
Corporation, a corporation organised and existing under the
Lews of Taiwan of No. 332 Min-Shen West Road, Taipei, Taiwan,
Republic of China (hereinafter called "the Opponents") applied
through their agents, Messrs. Johnson Stokes & Master, to the
Registrar for registration of the mark ";g;ﬁi& Globe Device"
in Class 17 in respect of "adhesive plastics tape" in Part
A of the Register under Pending Application No, 1129 of 1977.

On the 26th March 1979 the Opponents lodged a Notice
of Opposition through their Solicitors, Messrs. Johnson Stokes
& Master. The grounds of Opposition as set out in the Notice
of Opposition are as follows :

"l1. “e are the proprietors of the trade mark com-
prising "GLOBE in Chinese characters & Device"
under Application No. 1129 of 1977 in Class 17
proposed to be registered in respect of "Adhesive
plastics tape'",

2. The said trade mark applied for by us has been
used by us in respect of the goods sought to be
registered for many years throughout the world
including in Hong Kong.

3. The applicant is seeking to register the "Globe
Device" with the numerals "1000000" the subject of
the application herein in Class 17 in respect of
"Electrical insulating tapes; elastic bands (not
being stationery); rubber threads".

4. The proposed mark which the applicant has applied
to register so resembles our said trade mark which
has been used by us for many years in respect of
the same gocds for which the applicant has applied
to register its mark as to be likely to deceive.
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5. The proposed mark which the applicant has applied
to register so resembles our said registered trade
mark as to be likely to lead the public into believing
that the apolicant's goods are our goods.

6. The use of the proposed mark "GLOBE Device &
1000000" by the applicant will constitute an
infringement/passing off of our rights in our said
trade mark, which has become well known in distin-
guishing our products,

7. By reason of the matters set forth, the proposed
mark is not a registrable trade mark within the
- terms of the Trade Marks Ordinance.

8. The Registrar should exercise his discretion
adversely to the Applicant and we ask that Applica-
tion No. 54D of 1577 be refused with costs against
the applicant.®

On the 30th July 1979 the Applicants lodged a Counter
Statement through their Solicitors Messrs. Deacons which set
out the grounds in support of their claim as follows

"l. The trademark which we are seeking to register
comprises the number "1000000" superimposed over

a Globe device, and does not so nearly resemble
the trade mark "Globe in Chinese characters and
device" proposed to be registered in respect of
"Adhesive plastic tape" under application No. 1129
of 1977.

2. The submissions made by the opponent in his
Notice of Opposition are not admitted except as
expressly stated herein : the opponent is put to
strict proof of its use of and reputation in the
trademark "Globe in Chinese characters and device"
proposed to be registered under application No.
1129 of 1977 in Class 17.
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3, 1t is denied that the goods in respect of which
our said trademark is sought to be registered are
goods of the same description as the goods in
respect of which the opponents are seeking to

register their mark.

4, It is denied that there is any visual or
phonetic similarity between the opponents' said
mark and our mark and further it is denied that
there is any likelihood that the use by us of our
said trademark will lead the public into believing
that our goods are the opponent's goods.

5. We are the proprietors of Hong Kong Registered
Trademarks Nos. B1799 of 1978 in respect of
electric wires and cables in Class 9 and B1800 of
1978 in respect of adhesive tapes of cellulose
base; elastic bands for office use in Class 16;
both of the said trademark registrations date from
15th January 1671 and are identical trademarks to
the trademark the subject of these opposition

proceedings, Both of the said trademark registrations

are associated with our registered trademarks Nos.

1238 and 1240 of 1965 consisting of the word "Million"

and registered in respect of rubber thread (Ciass
17) and electric insulating tapes, plastic wires
and cables (Class 9) respectively.

6. We have used the said trademarks in Hong Kong
since May 1847 in respect of thHe goods designated
and by virtue of the sald use and registrations
we have achieved considerable reputation in the
said trademarks in Hong Kong.

7. We have registrations of the said trademark
11000000 with Globe device" throughout the world
including Japan (country of origin), U.K. (No.
B895415 in Classg 12), Cambodia, Taiwan, Canada,
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ITndia, Argentina, Australia, Brazil, Denmark,
West (Germany, Iceland, Tran, Malaysia (Malaya,
Sabah, Sarawak), the Philippines, Singapore,
Syria, UH.8.A. and Vietnam.

8. The device of a Globe is a common device and
has been used by a considerable number of traders
for many years in Hong Kong and throughout the
world; the Globe device is the subject of many
trademark registrations in Hong Kong, including
Trademark Registrations Nos. 311 of 1951, 79 of
1929, 154 of 1941,

9. The principal feature of our said trademark is
the number "1000000" and our goods are referred to
as the "Million brand"; the device of a Globe is
only a secondary feature of our mark and our mark

is therefore unlikely to be confused with the
opponent's said mark even if it were admitted {(which
it is not) that the two marks are used on goods of
the same description and even if it were admitted
(which it is not) that the opponent had a monopoly
in, or a prior right to, the device of a Globe.

10. We submit that our trademark "1000000 and
Globe device™ is a distinctive trademark vig-a-vis
the trademark "Globe in Chinese characters and
device"” and contend that the use of our trademark
in the course of trade has not and is not likely
to lead to confusion and deception with the
Opponent's said trademark since the opponent has
little or no known reputation in its said mark in
Hong Kong or elsewhere.

11. The opponent is applying to register its said
mark in Hong Kong under application number 1129 of
1977. Their solicitors wrote to our solicitors,
Messrs, Deacons, on 3rd October 1978 requesting
our consent to their clients' said trademark

“ application. We refused to give our consent on
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the grounds that we considered the registration
of the opponent's said trademark would render our
marks less distinctive. The opposition to our
application was filed as a direct result of our
refusal to the registration of their said mark
and is therefore to be rejected on the grounds
that it is a tactical ploy without any basis in

law,

l2. In the event that confusion will arise or

has arisen between the opponent's goods and our
goods as a result of the use by us and the opponent
of a Globe Device, it is submitted that we have
prior rights in the device of a Globe by virtue of
use of our said trademarks in Hong Kong and overseas
for over 20 years.

13. By virtue of the foregoing we ask that the
Registrar should exercise his discretion in our
favour, dismiss the opposition and allow our
application to proceed to registration and that
the costs of these proceedings be awarded against
the opponent,

14. We admit paragraph 3 of the Notice of Opposition.®

On the 24th May 1980 the Opponents, through their
agents, Messrs. Johnson Stokes & Master, lodged, by way of
evidence, a Statutory Declaration made on the 6th May 1980
by Mr. Tien-soon Chanr a Director of the Opponents,

This Declaration contained, inter alia, the following
statements and information :

(1) In Clause 4 Mr. Chang stated that the Opponents had
first adopted and used their mark in Taiwan in relation
to adhesive tapes for various purposes in the year
1960 and it had been used extensively and continuously
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(2)

(3)

(4)

since that date and that the mark had been duly

registered in Taiwan in respect of the said goods.

In Clnuse 5 he stated that the mark had been in
use in Hong Kong in connection with the sale of
"Adhesive plastic tapes" in Class 17 since the
year 1972. He set out the approximate cash turn-
overs of such products bearing the Opponents'
mark marketed in Hong Kong as follows :

Year Annual Cash Turnover

1972 HK% 73,320.00

1973 228,940,00

1974 48,547.00

1975 172,460.00

1976 363,424,00

1977 223,197.75

1878 272,265.45

1979 (Jan. - Aug.) 300,800.75

In Clause 9 Mr. Chang referred to paragraphs 1,

3, 4 and 10 of the Applicant'’s Counter-Statement,
He gave his views on the similarity of the two
marks and took the view that the marks were
similar and might be confused particularly if

the marks could not be compared together. He was
supported in this view by the letter from the
Registrar dated 16th Octcober 1974 rejecting their
application on the basis of its similarity with
the Applicants' mark.

In Clause 9 Mr, Chang asked for the Applicants to
clarify the apparent inconsistency between the
letter from Deacons dated the 16th October 1978,
which was exhibited to the Declaration and the
contents of certain paragraphs of the Counter
Statement,
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(5)

(6)

(7)

- 9 -

In Clause 11 Mr, Chang made the point that the
Applicanls' associated marks are registered in
different classes and for different goods.

In Clause 12 Mr. Chang questioned whether the
Applicants' goods were always referred to as the
"Million brand” and never as the "Globe" brand.

In ClAruse 14 Mr., Chang expressed the view that
the trade channels through which both the Opponents!

and Applicants' goods would pass would be the same,

The following matters were exhibited to Mr. Chang's

Declaration

(1)

(2)

(3)

(4)

A catalopue showing the Opponents' mark used, in

the form applied for, on various items but in
particular on items described as "Plastic Industrial
Tapes."

Copies of invoices dated 25th April 1974, Gth
September 1975, 13th January 1979 and 25th October
1979 showing shipment to Hong Kong by the Opponents
of electrical insulating tape, electrical tape and
packaging tape all marked as the Globe brand. 1
note as an example that the first invoice shows a
sale of 50,000 rolls of PVC Electrical Insulating
tape at a price of HK$0.506 per roll,.

Copy letter dated 16th Cctober *'1974 from the
Registrar refusing the mark for registration of
the Opponents mark under ref. 1076/74 on the
ground that it was considered to be in conflict
with the Opponents' mark under Pending Application
No. 54D of 1971.

Copy of the letter from Messrs. Deacons dated 22nd
November 1978 referred to in Clause 9 of the
Declaration.
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~ ‘ - 10 -
) On the 13th April 1982 the Applicants through

their agents Messrs. Deacons lodged by way of evidence a
Statutory Decleration made on the 15th July 1981 by Mr.

Sadac Murai, the Opponents' President. This Declaration
contained inter 21149 the following statements and information :

(1) In Clause 3 Mr. Murai set out the history of the
Opponents and stated that the Applicants were
incorporated as a company with limited liability
under the laws of Japan on 21st December 1931 under
the name Kyowa Gomu Kogyo Kabushiki Kaisha, He

. also stated that since incorporation the Applicants
had carried on business as the manufacturers and
vendors of, inter alia, electrical wires and cables,
insulating tapes and other insulating materials,
tyres, tubes and other rubber products for vehicles,
stationery and office renuisites, insulating tapes
and insulating materials, rubber gloves, rubber
threads, rubber bands and all other articles made
of rubber packaging, packing, stopping, fastening
or insulating.

(?) In Clause 4 he stated that the use of the trade mark
*1000000 and Globe Device" was first conceived in or
() about 1947 and he further explained that at that
period the Japanese Government promoted a plan to
export one million bicycle tyres and the Applicants
"having successfully renovated its production
facilities was instrumental in the success of that
plan. Accordingly, bicycle tyres manufactured by
the Applicants came to be known and sold under
the trade mark "MILLION" and, thereafter, the trade
mark "MILLION" was adopted for use on other products
manufactured and sold by the Applicants. He stated
that the range of goods sold with reference to the
trade mark "MILLTIONY" had expanded as the range of
/1lec...



(3)

(4)

\

- 11 -

goods manufactured and sold by the Applicants over
the years had expanded. He claimed that the mark
applied for was first used on goods sold by the
Opponents in Hong Kong in 1953 and that as a result
of the successful use of the mark all poods manu-
factured by the Applicants now bear or, are sold
under, or by reference to, the mark applied for
which was now considered to be their "house mark!.
He stated that the mark was used on all packaging,
advertising material, promotional material,
business forms, publicaticns and other printed
matter inssued, sold or otherwises used by the
Applicants. He exhibited to the Declaration samples
of the packaging currently used by the Applicants
and a photocopy of the packing lists and envelopes
used by the Applicants before it changed its name.
He explained that the name Kyowa Rubber Industry
Company Limited, which appeared on the copy
envelope and packing list was a literal translation
of the Applicants' former name of Kyowa Gomu Kogyo
Kabushiki Kaisha,

In Clause 5 he stated that the Applicants did not
advertise products bearing the mark in Heong Kong

as all sales of their goods in Hong Kong were
conducted through a number of agents in Hong Kong.
He exhibited a copy of a promotional leaflet entitled
"Guide to Kyowa Limited" which was distributed to
the Applicants' agents in, inter alia, Hong Kong
for onward distribution to retailers in Hong Kong.
He estimated that since the leaflet was produced

in October 1980, some 50 copies had been circulated
to agents and retailers in Hong Kong.

In Clause 6 he stated that the Applicants had used
the mark in Hong Kong since 1953 and he exhibited
a copy of his Statutory Declaration made on 20th
June 1977 in relstion to the Application for
registration of the mark applied for in PartB. He

. confirmed the accuracy of the contents thereof but
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(5)

(6)

(7)

- 12 -

explained that as far as the fTipgures relating to
elastic bands referred to in that Statutory
Declaration were concernerd, the figure for 1965
was ¥617,000 and for 1664 was ¥180,000. He
explained that no sales figures prior to 1964
were now nvailable a<~ all the relevant records
hatl been destroyed.

In Clause 10 Mr. Murai expressed the view that
user in Taiwan was not relevant as the relevant
date was the date of first use in Hong Kong and
that in any event, the Applicants' use of its
trade mark pre-dated the Opponents' use of its
mark in Hong Kong by some 19 years,

In Clause 11 Mr, Murai dealt with the question

of the similarity of the marks and explained the
reacans for the letter sent to the Opponents by
Messrs. Deacons dated 22nd December 1978. He
stated that he was unaware of any actual instances
of confusion which had arisen since the date of
first user of the Opponents' mark in Hong Kong,

In Claure 12 Mr., Mural set out salesfigures in
respect of (inter alia) *"flectrical Insulating Tape",
"Elastic Bands" and "Rubber Thread" since 1974.

He stated that he was unable to confirm any of the
earlier figures as all records prior to 1974 had

also bheen destroyed. The details are as follows :

RLECTRICAL TNSULATING TAPE

YEAR VALUE IN YEN
October 1974 to Sept. 1975 192,000.00
October 1975 to Sept. 1976 19,000.00
October 1976 to Sept. 1977 Nil
October 1977 to Sept. 1978 Nil
October 1978 to Sept. 1979 £,390,000.00
October 1979 to Sept. 1980 8,709,000.00
October 1980 to Dec., 1980 9,450,000.00
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- 13 -

ELASTTC BANDS

YEAR VALUE IN YEN
October 1874 to Sept. 1975 1,4%0,000.00
October 1975 to S.pt. 1976 628,000, 00
October 1976 to Sept., 1977 1,069,0C0.00
Octoher 1977 to Sept. 1978 803, 000.00
October 1978 to Sept. 1979 1,538,000.00
Oclober 1979 to Sept. 1980 1,185,000.00
October 1980 to Dec., 13580 Nil

RUBBER THREADS

YEAR VALUE IN YEN
October 1974 to Sept. 1975 36,000,00
October 1975 to Dec. 1980 Nil

Mr. Murai exhibited to his Declaration the following :

(1) Samples of the packaging currently used by the
Applicants and a photocopy of the packing lists
and envelopes used by the Applicants before they
changed their name. These samples showed the mark
used in respect of, inter alia, elastic strap,
electrical tape and cellulose tape and rubber bands.
In some cases the mark was used on its own and in
other cases with the marks "Million" or "Milliontex"
or "Oiband", The photocopy of the packing lists
and envelopes shows the mark and also refers to
the name Kyowa Rubber Industry Co. Ltd, The address
on the envelope is the same as on the original
application., Reference to "Kydwa Ltd." appears on
some of the samples referred to.

(2) A copy of a promotional leaflet produced in 1980.
This sets out the history of the company as already
referred to by Mr. Mural and shows the mark in the
form applied for.
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(3) The “tatntory Declaration of Mr. Murai dated
20th June 1977 which was lodged in support of
the Application in Part B. 1 set out Clauses
3 and 4 of Mr. Murai's Declaration as follows :

"3. lUpon reviewing my Company's sales records,
I find that, by virtue of the manner in which
sales Lo Hong Kong were conducted, 1 am not
in a position to give appropriate break down
of the values of sales appearing in Paragraph
4 of said Principal Declaration. My Company's
sales relating to the goods bearing the mark
"1000000 & Globe Device" covered in the said
Applications were generally made to more than
one intermediary distributors or agents in
Japan who in turn made arrangements for export
to Hong Kong.,

4, 1In view of my Company's records which are
available to me, I set out the break-down of

my Company's sales to said Japanese distributors
or agents made for export to Hong Kong during
the years 1966 to 1970 in respect of each item
of the goods below

(Inter alia)
Elastic bands

Year Value in Yen
1966 ¥300,000.00
1967 ¥860,000,00
1968 ¥650,000.,00
1969 ¥1,120,000,00
1970 ¥2,652,000.00
Added by Mr., Murai's Declaration of 15th July 1981
1964 ¥180,000.00
1965 ¥612,000.00
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Klectrical insulating tape

Year Value in Yen
1966 uncertain
1967 1"

1968 " _
1969 ¥910,000,00
1G70 ¥500,000.00

Rubber thread

Year Value in Yen
1566 uncertain
1967 "

1968 ¥500,000.00
12969 ¥560,000,00
1970 ¥550,000,00

(4) A sample of a promotional leaflet used by the
Applicants to promote its goods in 1965. As this
was dated prior to the application it is partie
cularly relevant to these proceedings. I note
the reference to the mark applied for and that the
Foods shown include, rubber tyres, plastic and
rubber electrical insulating tape, electric wires
and cables, cellulose tape and rubber thread and
elastic strap. The chart -hows sales to Asia
but does not refer to Hong Kong in particular,

On the 5th July 1982 the Opponents lodged through
their agents, Messrs. Johnson Stokes & Master, a Statutory
Declaration in reply made on the 1st July 1982 by Mr. Tien-
Soon Chang which refuted the view of Mr. Murai as to the
similarity of the marks and the reasons given by Mr. Murai
for bringing the Opposition proceedings,

No further evidence was submitted by either party.
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_ The Statutory Declaration made by Mr, Ueni made
on the 15th July 1971 in support of the Part B Application
was not submitted as evidence in these proceedings.

1 consider I should first clarify one point.
The Opponents first applied for their mark in Class 17 on
23rd August 1974 under Pending Application No. 1076/74
and it was this application which was refused by the
Registrar by the letter dated 16th October 1974 exhibited
to Mr. Chang's Declaration and referred to in para., 9 of
the said Declaration. This application was treated as
abandoned by the Registrar on the 13th October 1974 and the
subseauent application No. 1129 of 1977 was lodged by the
Opponents on the 12th day of July 1977 as stated above.

T note the reference in the evidence to the letter
from Messrs. Deacons dated 22nd November 1978 and the appa-
rently inconsistent views taken by the Applicants on the
similerity of the marks and I alsoc note the Applicants!
views as expressed in the evidence, Mr. Chan referred me
at the Hearing to the KIDAX case ((1953) 12 RPC 295) where
it was observed that the question of the likelihood of
confusion was for the Court to decide. I agree with that
observation and have borne this in mind when considering
the views of the parties.

The evidence reveals that the Cpponents' mark has
not yet been registered and the matter cannot therefore be
considered under s. 20 of the Trade Marks Ordinance (here-
inafter called "the Ordinance") as S. 20 only applies where
the Opponents' mark had been entered on the Register at the
date of the Arplication by the Applicants i.e. in this case
the 15th January 1971,

Accordinply this casse ean only be considered under
the provisions of s. 12(1) of the Ordinance,
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At the Hearing Mr. Ch~n referred me to the "Piano-
tist" case (Pianotist Co. Ltd.'s Application (1906) 23
RPC 774) and to Parker J's statement at p, 777 which is
referred to in para. 17-07 of Kerly and vhich I set out as
follows

""Y ou must take the two words. You must Jjudge them,
both by their look and by their sound. You must
consider the goods to which they are to be applied.
You must consider the nalure and kind of customer
who woutld be likely to buy those goods. In fact
you mu~t consider all the currounding circumstances;
and you must further consider what is likely to
happen if each of those trade marks is used in a
normal w1y as a trade mark for the goods of the
respective owners of the marks,""

The Applicant's mark PA No. 54D of 1971 is "1,000,000
& Globe Device" and was applied for in respect of "electrical
insulating tapes, elastic bands (not being stationery) rubber
threads." in (1~ss 17 in Part B. The mark is in the follow-
ing form

The Opponents' mark PA No. 1129 of 1977 is "4@;£:& Globe Device
and was applied for in respect of "adhesive plastics tape" in
Class 17 in Part A and the Mark is in the following form :
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) In considering the two marks I note that the
Applicants' mark consists of an elongated globe device
superimposed across the middle with the numerals "1000000",
These numerals have been disclaimed.

The Opponents' mark consists of a round globe
device and with a blank strip in the middle which contzins
a star device and the Chinese charscters 5@?ﬁJ The trans-
literation of the Chinese characters is "Tel Kau™ which

means "Globe".

The main similarity between the two marks is the
device of a globe and in particular the possibility of both

marks belng described as "Globe" mark or brand.

Mr. Muraj sets out in his first Declaration the
history of the Applicants and the historical background to
the use of the mark in the form applied for. This background

is also given in the two brechures exhibited to the Declarations.

In view of the historical background and the use
of the word "Million" as their first trademark the Applicants
take the view thatlt their mark would be described as "Million
Brand" rather than "Globe Brand" which view was disputed by
Mr, Chanp in his Declaration.

I consider that orn loocking at the mark in the form
applied for anyone familiar with the Applicants' goods and
their other marks might well refer to this as "Million brand"
however I also con~ider that any person looking at the mark
for the first time might not immediately associate the '
figures with "a million" and might well refer to it as the
Globe brand. l

In considering the goods to which the two marks are
applied I hrve noted from the evidence the following points.
The exhibits to Mr. Murail's declaration show examples of
packaging, on which the mark is shown, in respect of the
following goods used by the Applicants:
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