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File Ref. 54D of 1971

IN THE MATTER of the Trade Marks
Ordinance

AND
IN THE MATTER of an Application
for the registration of the
Trade Mark "1000000 and Globe
device" in Class 17 for electrical
insulating tapes; elastic bands
(not being stationery); rubber
threads" in Part B of the
Register by Kabushiki Kaisha
Kyowa

AND
IN THE MATTER of an Opposition
thereto by Globe Industries
Corporation

DECI SION
of

Miss A.C. Waters acling for the Registrar of Trade Marks
at a Hearing held on the 30th November 1982,
Mr. Peter Garland instructed by Messrs. Deacons appeared for
the Applicants.
Mr. Paul Chan instructed by Messrs. Johnson Stokes & Master
appeared for the Opponents,

On the 15th January 1971 Kyowa Gomu Kogyo Kabushiki
Kaisha a company organised and existing under the Laws of
Japan of 7 Sakuadori 8 Chome, Nishinari-ku Osaka, Japan
(hereinafter called "the Applicants") applied, under an
application dated 13th November 1970, through their agents,
Messrs. Deacons, Solicitors, to the Registrar of Trade Marks
(hereinafter called "the Registrar") for registration of the
mzrk "1000000 and (ilobe device" in Class 17 in respect of
"Insulating tapes nnd insulating materials, rubber gloves,
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rubber threads, rubber bands and all other articles made of
rubber for packaging, packing, stopping, fastening or
insulating" in Part A og_the Register.

£

On the 28th June 1974 Messrs. Deacons lodged Form
33 to record the change of name and address of the Applicants
from “Kyowa Gomu Kogyo Kabushiki Kaisha" to "Kabushiki Kaisha
Kyowa" of 20-28 Tachibana 3 Chome, Nishinari-ku, Osaka, Japan.

The Applicants lodged a Statutory Declaration in
support of the application on Trade Mark Form 4 on the 15th day
of January 1971 which was made by Mr. Harumi Ueno and which
declared, inter alia, that the Applicants had used the mark
in Japan and Hong Kong since 1947 and that the trade mark
was registered in various countries which included Great
Britain, which latter registration was in Part B of the U.X.
Register. No claim to registration in Japan was made in the
Form 4,

On the 17th May 1975 the Applicants requested,
through their agents, Messrs. Deacons, that the mark be
transferred to Part B of the Register pursuant to S. 13(3)
of the Trade Marks Ordinance. The Applicants also lodged
on the 17th May 1975 a Statutory Declaration in support of
their application which had been sworn by Mr. Ueno on 15th
July 1971. A further Statutory Declaration in support made
by Mr., Sadac Mural on 20th June 1977 was lodged on the 8th
July 1977.

On the 12th July 1978 leave to advertise in the
Gazette the mark "1000000 and Globe device" in Class 17 in
respect of "electrical insulating tapes; elastic bands (not
being stationery); rubber threads" in Part B of the Register
was given by the Registrar., Such leave to advertise was
stated toc be subject to association with other marks of the
Applicants and subject to disclaimer of the right to the
exclusive use of the numeral "1" and the numerals "0O". The
mark was advertised in the Gazette on the 8th September 1978.
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On the 12th day of July 1977 Globe Industries
Corporation, a corporation organised and existing under the
Lews of Taiwan of No. 332 Min-Shen West Road, Taipei, Taiwan,
Republic of China (hereinafter called "the Opponents") applied
through their agents, Messrs. Johnson Stokes & Master, to the
Registrar for registration of the mark ";g;ﬁi& Globe Device"
in Class 17 in respect of "adhesive plastics tape" in Part
A of the Register under Pending Application No, 1129 of 1977.

On the 26th March 1979 the Opponents lodged a Notice
of Opposition through their Solicitors, Messrs. Johnson Stokes
& Master. The grounds of Opposition as set out in the Notice
of Opposition are as follows :

"l1. “e are the proprietors of the trade mark com-
prising "GLOBE in Chinese characters & Device"
under Application No. 1129 of 1977 in Class 17
proposed to be registered in respect of "Adhesive
plastics tape'",

2. The said trade mark applied for by us has been
used by us in respect of the goods sought to be
registered for many years throughout the world
including in Hong Kong.

3. The applicant is seeking to register the "Globe
Device" with the numerals "1000000" the subject of
the application herein in Class 17 in respect of
"Electrical insulating tapes; elastic bands (not
being stationery); rubber threads".

4. The proposed mark which the applicant has applied
to register so resembles our said trade mark which
has been used by us for many years in respect of
the same gocds for which the applicant has applied
to register its mark as to be likely to deceive.
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5. The proposed mark which the applicant has applied
to register so resembles our said registered trade
mark as to be likely to lead the public into believing
that the apolicant's goods are our goods.

6. The use of the proposed mark "GLOBE Device &
1000000" by the applicant will constitute an
infringement/passing off of our rights in our said
trade mark, which has become well known in distin-
guishing our products,

7. By reason of the matters set forth, the proposed
mark is not a registrable trade mark within the
- terms of the Trade Marks Ordinance.

8. The Registrar should exercise his discretion
adversely to the Applicant and we ask that Applica-
tion No. 54D of 1577 be refused with costs against
the applicant.®

On the 30th July 1979 the Applicants lodged a Counter
Statement through their Solicitors Messrs. Deacons which set
out the grounds in support of their claim as follows

"l. The trademark which we are seeking to register
comprises the number "1000000" superimposed over

a Globe device, and does not so nearly resemble
the trade mark "Globe in Chinese characters and
device" proposed to be registered in respect of
"Adhesive plastic tape" under application No. 1129
of 1977.

2. The submissions made by the opponent in his
Notice of Opposition are not admitted except as
expressly stated herein : the opponent is put to
strict proof of its use of and reputation in the
trademark "Globe in Chinese characters and device"
proposed to be registered under application No.
1129 of 1977 in Class 17.
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