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IN THE MATTER of the Trade Marks QOrdinance

F e rho. 4&&("?7:? \

o —

AND

IN THE MATYER of an Application by
Bracco Industria Chimica S.p.d.
to register the word "TEQNICON"
in Class S in respect of
pharmaceutical preparations

AND
IN THE HATTER of an Opposition by

Ethicon Inc.

DECISION
of
M P, Murphy acting for the Registrar of Trade Marks,
Hearing on 22nd April 1975.
Mr R.I. Campbell of Messrs Johnson, Stokes & Master appeared for the
Applicants.
Mr 4.J. Sakhrani, instructed by Messrs Uilkinson & Griet, appeared for

the Oppononts.

On 31at December 1971, Bracco Indugtria Chimica S.p.A., & company
organised ond existing under the laws of Italy, with its registered office
at Via Dgidio Folli 50, 20134, Milan, Italy, (bereinafter referred to as
“the Applicante') submitted through their then agents, Messrs Brutton &
Stewart, an Application to the Registrar of Trade Marks (hereinmafter
referred to as “the RegistrarY) for the registration in Part A of the

Regicter of the word “TEOITICON® 4n Class 5 in respect of pharmaceutical

proeparationn,



The supporting Statutory Declaration made by Dr.ssa Dianz Bracco
De Silva, a Director of the Applicants, on 22nd December 1971, stated that
the trade mark had not hitherto been used by the Applicants either 4n a
country or place other than Hong Komg, or in Hong Kong itself, in respect
of the goods mentioned in the application but that the Applicants intended
to use it in Hong Kong if and when it was registered (The statement that
the mark had not hitherto been used by the Applicants in a country or place
other than Hong Kong in respect of the goods mentioned in the application
appears to be incorrect and, 4f eo, is another example of the somevhat
haphagzerd way in which trade merk epplication forms and supporting documen~
tation arc sometimes completed).

On 14th Jamary 1972 the Registrar wrote to Messra Brutton & Stewart
granting consent to advertisement of the application for registration of
"TEONICON" in the Gazette and the mark was duly advertised in the Gazette
of 18th Jamary 1972, page ¥V 152.

On 20th March 1972, Ethicor Inc., an Americon corporation organised
and exioting under the laws of the State of New Jersey and having its
registered address at U.8, Highway No.22, Bridgewater Toenship, New Jersey
U.S.A. (hereinaftor referred to as "the Opponents") indicated through their
agents Hesf:mg Uilkinson & Grist that they intended to oppose the application.
Forrpal Notice of Opposition was filed on 27th December 1972. Thé grounds of
opposition to the mark were §

“9. The mark app}ied for, "Teonicon, so nearly resembles the Opponent!s
mork, YEthicon', in respect of the same deseription of goods as

to be likely to deceive or cause confusion. The Opponentts sald

mork is alreody on the Register, being No.613 of 1956 in Class 5

and hos been advertised in the Gazette on 29th June 1956,

2. The Opponent's said mark has been in contimucus and extensive use

in this Colony since January 1937 by reason of which the same has
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become woll known in this Colony. By reason of such reputation,
use of the mark applied for would be so deceptive and confusing
as to bo disontitled to protection in a Court of law.

Further to 2 hereof, both tke Opponent's said mark and the mark
applied for are in respect of pharmaceuticals by reason of which
use of the mark applied for would be so deceptive and confusing,
alternatively would be so likely to deceive or cause confusion,
thet such use would be disentitled to protection in a Court of
law.

The nature of the use of the mark applied for, mamely upon
phormeceuticals, is cuch that in all of the foregoing circumstances
the Registrar should refuse the application in the exercise of
his discretion.”

the specification of poods for the eaid registered mark No.613 of 1956 is

"Fharmaceutical, veterinary and sanitary substances, ligatures, bandages,

dressings, and other materinls for medical, surgical, dental, gynecolegical,

obstetrical and vetorinary use®,

The Counter-Statement filed by the Applicants on 13th July 1973

sets out the grounds on which they relied as supporting their appli.cq.tion

as follows 1

ll1.

e

The trade mark which we are applying to register on this application
does not so naarly resemble the said registered trade mark No.
612/56 of the opponont as to be calculated to deceive or camse
confusion.

The word “TLDONICON™ which we are applying to register is not liable
to be confused with the opponent's sald registered trade mark

No. 613/5 consieting of the word "ETHICOK". The words themselves
are sufficiently different and distimct to avoid any probability

of deception or confusion even if used for the same goods or goods

of the sane description.
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3.

Se

The goods for which the opponent's said registered trade mark is
rogistered are not the same goods or the same description of goecds
as those for which we are on this application applying to register
the said word "TBEONICON™. To the best of our knowledge and belief,
the opronents uce their mark in connection with surgical sutures,
Q.0s catgut which is an entirely different déscription of the

goods to those in respect of which we are applying for registration.
A description of the nature of gur goods and their use is attached
hereto end marked ©AR,

Even if the goods for which the opponent's sald trade mark is
registered are the same description of goods as those included in
our application, yot having regard to the goods not being the same
pgoods but different goods and having regard to the differences
botwoen the said word "PEONICON® and the word '"ETHICON®, there is
no probability of deception or confusion between the said words

or rArks or of the goods of the applicant being passed off as or
mistaken for ths goods of the opponent.

The only rescmblance between the two words is the use of the suffix
HICON", In itself, this mmffix is meaningless and when used in
connoction with the respective words, does pot result in them
bedng in any way similor. In support of this, we cite the following

trade marks now standing in the trade marks register of Hong Kong t-

HAME ?.M. No. Class
LOTEOROSTICON 21-1970 5
QUBLZ0STICON 1603-1971 5
THERICON 617-1968 5
TR ICON 1029=1965 5

JNTERICON 211-1960 g



The Opponents' evidence consists only of an Affidavit dated 4th
Jamary 1974 by Mr Anthony J. Atbruzze, Chairman of the Opponents, in which
he states inter aliat: "The Oppoment has been producing surgical sutures and
ligatures for 44 years and for some 20 years or more has been the leader in
this particular field. The Opponent has also been producing surgical soaps
and pharmpccutical powder, waxes apd pastes for, at least 25 years. In Hong
Kong alono, the volume of imports and sales over the last 44 years has been
more tham 95,000 pounds sterling. Most hospitals and doctors know of and/or
are using products of the Ethicon name.". He also states that the Opponents
bave an educational programme concerning new surgical operations invelving
sutures and/or lipatures and that this programme extends to Hong Kong where
efucational literature is distributed, but no further details are given.

4th regard to the information given about sales #n Hong Kong,
it will be noted that (a) sutures bvelong to Class 10 and are not included
in the specification of goods in the mark applied for and that, similarly,
surgical scaps belong to Class 3 and (b) that no breakdown of sales figures
is given for each type of goods sold.

The Applicants! ovidence consists only of a Statutory Declaration
by the sald Dressa Diana Bracco De Silva who, inter alia, annoxes to the
Declaration a copy of a Decision dated 13th June 1974 by the Registrar of
Trade Marks in london in the matter of an application by the Applicantes for
the registration of "IEGHUICON" in Class 5 in raspect of "Fharmaceutical and
veterinary preparations and substances™, and in the matter of an opposition
thereto by the Opponents. The Decision was in favour of the Applicants.

The Bong Hong Trade Marks Registry is an independent registry and I am not
legally bBound by the London decision but, of course, I attach great weight
to it-becanse both Registries operate under the same legislation, subject
to certain excoptions vhich are not of any great importance in connection

with the present case.



Dre.ssa Bracco De Silva states that the goods in respect of which
the Opponents claim use of the mark WETHICON® are mostly outside the ::
specification of poods in its registered mark. She alsc states that no
evidence of sales of goods bearing the Oppoments' registered mark on the
items included in tho specification in the present application has been
produced.

Having regard to all the circumstances, I have decided, as did the
Registrar in london, that cscentlally this objection must be considered
under Section 20 of the Ordinance because there is no doubt that the
specification of goods in the Opponents' registered mark completely overlaps
the specification in the application under consideration.

The questions to be considered urder the corresponding Sec.12(1)
of the Trade Marks Act 1938 were authoritatively summarised in Smith Hayden
& Cos Ltd.'s Application (1946) 63 HPC 97 by Evershed J. and are reproduced
in "Kerly's law of Trade Marks and Trade Names", Teath Edition (hereinafter
referred to as "Kerly"), section 10-02 (pages 172-174).

I consider that the first point to be decided in comsidering tnis
case is whether the two marks are to be used on the came goods or goods of
the same description. The matters to be taken into account in considering
this question are set out in Jellinek's Application (1946) 63 RFC 59 and
are repected in Kerly, 10-12, (page 162). However, I do not think that in
thic case there is any difficulty in deciding that the goods covered by the
mark applied for are tho same as the goods covered by the registered mark.

1 also consider that the omus is on the Applicants to prove that
the Opposition is not justified. I base this on Kerly; 17-03, (page 451) 3

"(1) On an application to register, the Registrar or an opponent

may object that the trade mark is not registrable by reason of

section 11 and of section 12(1).

In such cases the oms 415 on the applicant to satisfy the Registrar



that the trade mark applied for is not reasonably likely to

deceive or canse confusion, so that refusal to register doea
not involve the conclusion that the resemblance is such that
eithor an infringement action or a passing-off would succeed.
In cases in which tho tribunal considers that there is doubt
as to whethor deceptign is likely the application should be

refused.". ,

The rules for comparison of two words alleged to have a deceptive
recemblance are set out in Chapter 17 of Kerly.

The first important question iss '"Aho are the people whom the mark
mst be calculated to deceivel. In Kerly, 17-05 (pages 453 and 454) the
answors given by the Courts in past cases ere summarised asi- YAll of those
who are likely to bocome purchacsers of the goods upen which the marks are
used, provided that such persons use ordinary care and intelligence'. At
17-06 (poge 454) Kerly statess

“It is cloarly mot enough to show that retail deplers buying

goods for resale would not be deceived, since they might themselves

fraudulently or carclessly make use of the ambigucus character

of the trade mark to deceive their customers, the ultimate

purchasers.s
In this cose, I do not think that there is any likelihood of the retail
dealers, i.o. retail chemists or pharmacista, being confused by the two marks.

Uith regard to tho public, I comsider that I must take into
account the fact that the Opponents have registered the mark in respect of
"Pharmageutical, veterinary and sanitary substances™ ete. and that there is
no legal resson why they should not in a few months time stert marketing a
completely mew range of preparations which will be sold in cordinary chemists
shops ond which do not reoquire a doctor?s prescription. In short, I

consider that I msot consider all the members of the pablic who at any time



use a chemist's shop, which means a very large cross-section of the
sommnity. I find support for this view in the Bayer Products Ltd.'s
Application ("Diasil™) (1947) 64 REC 125. At pages 127 amd 128, there is
the following extract from the Registrert's original decision:
"From a purely commeréial point of view I should imagine that
under these circumstances the Opponents are unlikely to apply
the mark "Alasil" to goods other than those in respect of which
it has established its reputation, but however that may be, the
mark is reglstered in respect of all "Chemical subsotances prepafed
for use in medicine and pharmacy" and I must consider the applie
cation and opposition only on the basis that the Opponents' mark
may be applied to any goods within the ambit of this specification".
tynn « Parry J. also states at page 134 ¢
"5ti11 considering the matter under Section 12 I have, &8 regards
the Appellants, to postulate a wide range of customers, because
I have to poetulate the use of the mark "Alesil" in relation to
all goods fa)ling within Class 5, and I have to postulate cuctomers
parchasing over the counter goods within the class not requiring,
as a condition of their being supplied, the production of a doctor's
written prescription as well as purchasers who require such a
wescription,.”,
Having decided on the persons to be considered the second
important question which Kerly states I must consider is "Uhat amount of
resemblance is likely to deceive™, Kerly points out at 17-07 (page 455) e
Az XLord Cranworth scid in Seixo -v- Provegende 'ihat degree of
recemblance ic neceosary ... i from the nature of things incapable
of definition 8 _priori. HNor is the standard always the sames thus
in the case of pharmaceutical products, in the absence of restrice

tiorns upon their distribution, it 4s the more important that the



public should be protected from the consequences of deception

and confusion.".

Kerly also goos on to state at page 456 te

"In comparing the marks, the Registrar or the court, as the

case may be, must, as appeers from the authorities referred to

below, take into account all the circumstances of the case, and

mst consider whether, as a whole, the applicant's mark is
substantially different from the opponentt's.
The onus of proof in relation to the reasonable probability

of section 12(1) of the Act of 1938 was summed up by Parker J.

in a2 caso involvins the comparison of two words, as followss

"You rmet toke the twe words. You must judge them, both by

thedir lock and by thelr sounds You must consider the goods to

which they are to be applied. You must consider the nature and
kind of customer who would be likely to buy those goods. In fact

You must consider all the surrounding circumstancesy and you must

further consider what is likely to happen if each of those trade

marks is used in a normal way as a trade mark for the goods of
the respective owners of the marks.".

At the Hearing, Mr Campbell reminded me that the Registrar had
granted consont to advortise this Application without citing any conflicting
warks. He argued, in summary, that I should have particular regard to the
respective first syllables of the two marks and that, on this basis, there
is no danger of confusion between the two marks. He pointed cut that the
Opponentd figures as to sales of thelr goods in Hong Kong were not at all
precises, He also referred to the Opronents® educational programme here and
asked whother surgecons, doctors and mirses would be confused by the marks.

Finally, he asked me to be influenced by the U.K. Registrar's decision.



lr Sokhrani for the Opponents argued to the general effect (a)

that the prinmciples laid down in decided cases showed that the mark applied

for sheould be refused becouce there is a danger of confusion with the

registered mork and (b) that I should be partieunlarly strict in deciding

whether or not there is a danger of confusion in this case becamse it

involves medicines. He also reminded me of the danger of imperfect recollec-

tion apd reforred mo to tho releovant section 17-23 in Kerly (page 469).

llo sugrested that the mark applied for could be pronounced

"Ten~ce~con” but 4id not produce any evidence to that effect. I peresonally

rogard the possibility of ouch a promuncistion as rather remote but, even

if the mark werc so pronouncedy I do not think that it would increase the

mark's phonctic resemblance to the registered mark.,

Uith regard to point (a) above, Mr Sakhrani referred to a number

of wellsknown cases -

(1) Hagdalenn Securities Itd.'s Application (1931) 48 REC 477,

(i1)

(ii1)

"OCOLITE" was refused registration because of danger of confusion
with the registered mark "COALITE®. However, I agree with the
proint mede by Mr Campbell in reply, that the degree of resemblance
botween those two marks was very obvious and far greater than in
thio case,

"Buler®? Trade Mark Application (1966) RPFC 141 and "Bulova Accutron"
Trade Mark Application (1669) RPC 102. I regard both those eases
oo ctvessing the importance of the first syllables of a mark and

I note thet tho “Buler" case is included in footnote 31 to Section
17-20 in Kerly (page 467) as an illustration of this primciple.
Since the first syllables in the two marks under consideration are,
in my opinion, very different I think that these cases tend to
support Mr Cempbellts arguments,

Reynolds v Iaffeaty limited (1957) RPC 311 and (1958) RPC 387 where

an interdiot was granted against "Watermatic” as an infringement



of Y"Aquamatict, This case was umsual in that there were no
obvious similarities between the respective firet syllables of
the marks. Jenkine L,J. states at p.312 of the report on the
1957 preceedings ¢
"It will be seen that the two words both end with the
syllable 'matic', btut that, while the Flaintiff's mark
begins with the word 'Aqua', making 'Aquamatic', the
Defendants' moxk begine with a different word, namely,
‘ater?, to make 'Watermatic'. As to this difference
it is fair to add that 'aqua' is the Latin equivalent of
‘water', It may be sald, therefore, that the general
idea underlying the two names is the same. Horeover thers
is certainly some resemblance between the two as seen written,
mare especially if seen written one after the other at some
interval of timej and, although perhaps the words ‘Water!
and ‘Aqua‘', pronounced in the ordimary way and taken by
themselves, are not phonetically very similar, the some
camnot be said with equal force when they are uttered ae
part of the respective trade marke, ‘'Vatermatic' and 'Aquamatict."
Upjohn I, said at p.388 of the report on the 1958 proceedingss |
"The Plaintiff says that he camnot claim, and deoes not
claim, an escential feature of his mark in the prefix
Aqua®, He said he could not do that; nor in the suffix
"matict, But he says he is entitled to have the whole word
"Aquamatic" protected, and bearing in mind that "Watermatic"
has the same idea to anyone with the least knowledge of the
latin tongue, there is a complete aimilarity of ideas, as
was pointed ocut by Jemkins, L.J. Indeed, there is evidemse

of the Flaintiff that in the trade you do not have to have



knowledge of the Iatin tongue to know that "agqua™ means
water, and that seems to me plainly right. In this day
and age every child must know that *"aqua" has something
to do with water, ©5otlhereal point the Flaintiff makes
there 45 that the idea underlying these two words is the
same, ahd applying ordinary tests he would say that a pur-
chaser with a memory but, as Lord Russell pointed out in
the Coca~Cola c¢ase, & person of average memoryl but w;tixl
. his usual imperfsctions, might, on making a esecond o
purchase, easily confuse Miatermatic" with "Aquamatic",
both bringing the same idea to mind.”
It ceems to me that both the learned judges were very conJaidarably
influenced by the fact that "agua" is the weil-kmwn latin equi-
valent of "water" and that the general idea of the two marks is
therefore the seme. As I shall explain later, I consider that .-
in the Application under consideration the registered mark strongly
ougpests "ethical" apnd I am sure that this is the "idea" which
. remins in the mird of a purchaser, "TEONICON" on the other hand
appears to me to be an invented word which does not convey any
opecific "idea'" to a purchaser. 1 therefore consider that this
case cannot be regarded as a precedent for refusing the preseat
Application.
Uith regard to point (b) above, I have already indicated from
my reforence to 17-07 of Kerly (page 455) that I agree that in the case of
pharmaceuticals At is even more important than usual that the public be
protected from the consequonces of deception and confusion. Mr Sakhrani
emphasized the point by referring me to Edward's Application (1945) 63 RPC
19 ghere "Jardex" was refused registration in respect of 'disinreciants'

because of the registered mark "Jardox™" in respect of 'extract of meat*,



even although the two marks were in different classes. However, as
Mr Campbell pointed eut in his reply to Mr Sakhrani's argument, the
eimilarity betweon those two marks could hardly have been greater and I
do not think that the degree of similarity between the two marks under
conslderation is comparable.

Nr Sakhrani also referred me to the Compagnie Industrielle des
Petroles' Application (1907) 24 RPC 585 where "Motricine” was refused in
roegpect of petrol becanse of the registered mark 'Motorine™ in respect of
lubricatinz oils. Here again, however, I feel that the degree of resemblance
between the merks was great and that no such resemblance exists in this case.

Havinp carefully considered the evidence and the points put to me
at the Hearingy I have reached the conclusion that the possibility of
confusion between the two mérke is so small that I would not be justified
in refusing registration of the mark applied for. It is generally accepted
that the first syllables of a mork are thbé most important and I do not see
how anyone could confuce "Eth" and "Teon™ visually or phonetically even if
one accepts, which I do not, Mr Sakhrani's claim that the latter could be
pronounced “Ten”, It is true that "dcon' is common to both marks, but I am
satisfied that the suffix is used fairly often in Class 5 marks and there
was no evidence to the offect that the public associate the suffix exclusively
with the Opponents' goods. As the Registrar in London pointed out in his
decision, the Opponents' mark is close to "éthical" which is used as a
deseriptive word in the medicines field and, like him, I think that the
"athiY¥ profix will stay in the mind of & person who has seen or heard the
marike On tho other hond, "teon' doese not convey any such idea.

I therefore de not think that there is any danger that the two
marks will be confused either visually or phonetically or because of imperfect
recollection, even bty ordinory members of the public.

I take the samo view in so far as the objecticns apply under



Section 12(1) of the Ordinance, because even accepting that "Ethicon" has
acquired a substantial reputation in Hong Kong, it appears thot its use has
to a large extent been in respect of goods cutside 'pharmaceutical
preparations' in Class 5.

I find that the Applicents are entibled to an award of costs, that
any reprosentations which either party may wish to make as to the amount of
these costs will be considered if received within 21 days from the date of
this Decision and that failing such representation or subject to any repre-
sentations ¢alling for special treatment, costs will be calculated on the
usual scale.

b

Senior Solicitor
18th July, 1975.



