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IN THE MATTER of the Trade Marks
Ordinance
AND
IN THE MATTER of Applicationg hy Cluett
Peabody & Co. Inc. to register the trade
marks "INTERNATIGNALIST™ and "INT" in
Class 25 in respect of Wearing apparel.
DECISI(N
of

lr. P. Hurphy, acting for the Registrar of Trade Marks.

Hearing on l4th December, 1973.

¥r. Rsl. Campbell of Hessrs. Johnson, Stokes &Master appeared for the

Applicants.

On 19th April 1972, Cluett Peabody & Co. Inc., a corporation
organised under the laws of the State of New York, United States of
America, whose trade or btusiness address is 433 River Street, Troy, New
York, Unjited States of America, (hereinafter referred to as "the
-Applicants®) submitted through their Agents Hessrs. Johrson, Stokes &
Haster, Scolicitors, Hong Kong, two applications to the Registrar of Trade
Harks, Hong Kong, (hereinafter referred to as "the Registrar®) for the
registration in Part A of the Registor of the maris WINTERNATICNALIST® and
nINP" respectivaly, both in clasas 25 in respect of Hearing apparel.

The supporting statutory declargtion in both cases was made

by Hr. Leo Fornero, Assistant Seoretary of the Applicants, on 19th April

1972 and was in the same terms, i.e. it stated (a) that the mark had been
used by the Applicants in the United States in respect of the goods mentiomed
in the application since Jamuary 19723 (b) that the mark had not hitherte been
used by the Applicants in Hong Kong in respect of the goods mentiomed in the
application but that it was the Appliéants' intention so to use it if and when
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it is registered and (o) that the mark was at that time in the procaess
of being registered in Korea, Japan, Taiwan and Singapore.

On 15th August 1972 the Regiatrar wrote to Messrs. Johnson,
Stokes & Haster with regard to the "INTERNATIONALIST® mark refusing
registration on the ground that it was considered to have a direct
refarance to the character or quality of the goods and was therefore
unregistrable under Section 9(1){d) of the Trade Harke Ordinance, Cap.43,
{hereinafter referred to as "the Crdinance"). In the same letter the
Registrar also refused registration of the "INT" mark onr the grounds (a)
that it is an abbreviation of "INTERNATIONAL® and open to the same
objeotions as the f:ll word and {b) that it could alaso be treated as
consisting of three letters of the alphabet "LiT" which are indistinctive

and prima facie not registrable.

Some ocorrespondence followed in which Messrs. Johnson, Stokes
& Haster tried unsuccessfully to persuade the Registrar to withdraw
his objeotions to both applications and eventually they asked for a Hearing
under Section 74 of the Ordinsnce and #ula 18 of the Trade Harks Rules,
This was duly held on }4th December 1973 and Mr. R.I. Campbell of Hessrs.

Johnson, Stokes & Haster appeared for the Applicanta.

Hr. Campbell referred to the terms of Section 9(1)(d) of the
Ordinance and stated that if a mark is unregistrable under this provision
then it must have a direot refarence to the character or quality of the
goods concerned. He said that his basio argument against the Registrar's
refusal to register was that "DNTERNATIONALIST® refers %0 a person and
never to an object. He handed over a photocopy of page 1030 of the Shorter
Cxford English Dictionary, 3rd Edition, which is reproduced as the
Appendix hereto, and pointed cut that all four meanings given refer to

pexwns. He argued that cme would never hear the word used in respect of
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material objocts. PFor axample, one would never hear of "Internationalist
Building". He stated that the adjective "cosmopolitan® would be used in

respact of objects.

Mr. Campbell then submitted that, if it is accepted that the word
“INTERNATIONALIST™ gan refer only to persoms, he could not see how it could
be held to have a direoct reference to the sharaoter or quality of clothing.
He said that the fact hat a person is an internmationalist does not form a
basis for assuming the type of clothing he may wear. He did not agree
that it could be assumed that an internationalist would wear clothes which
carry on international flawour. He claimed that clothes are basically the
samo wherever purchased or designed. One cannot point to a shirt or
pullover and say *This has an international flawour®,

He them_raised the possibility that the Rezistrar might feel
that "INTERNATIONALIST® is too close to "Intermational" but submitted that,
if go, this view would be wrong because the "IST® at the end of the mark
clearly differentiates between the two words.

Turning to the "INT™ mark he said that the Applicants would have
%o rely on "INTERNATIONALIS™ being acceptabla and "INT" being registered
in association with it. He recognised that if he olaimed that it ia not
an abbreviation then the objection that it consiots merely of letters of

the alphabet and is therefore indistinotive would arise.

Finally, Ar. Campbell asked whether, if the marks are not
acceptable now, thay would be acceptable at some future date om produotion
of evidence of user in Homg Kong. He confirmed that the marks have not been
registored elseshere since the Applications were made.



I agree with Xr. Campbell’s argument that if a mark is to be
refused reglstration under Section 9(1)}(d) of the Ordinance themn it must
have a diroct.refemoe to the character or quality of the goods on which
it is used. The difficulty, of oourse, lies in deciding what amounts to
a direot reference in apy particular case., I am guided in this matter
by the following exoerpt from "Kerly's Law of Trade Marks and Trade
NHamesn® , mn Edition, pages 11l and 112 regarding decisions on the
oorresponding pro_v:lai.ons in the United Kingdom Aot:

*The various decisions are listed below. Few of them

are of value as laying down any definite principle; nor

would they seem to imply any very consistent practice.

One reason may lie in this, that almost every immediately

attractive trade mark is, in same sense, deseriptive or

laudatory of the goods and so in some degree has referance

t0 their character or quality. The difficulty is to

decide whether that reference is a direct reference: one

that seriously affects the word's capacity for distinguishing

goods from a particular source, as distinct from the sort of

refaraence that can bda found only as an mademic exercaise. This
is at best a somewhat metaphorical question and one depending
ultimately upon the reaction of the public to the chosen word.

In these olrcumstances, the Reglstrar, who has a duty to

maintain the purity of the Register, may well incline to

rely upon possibilities of interpretation of a mark whioh

later experience may show to be fanoiful. Sometimes, he

can be persuaded by argument; but in general, the applicant's

proper course is to apply azain when the mark has been tested

by use. This is by no means to be regarded as a hardship
npon applicants: it must not be forgottem that if the

Registrar registers under Section 9{1){d), without evidence

of distinctiveness, a mark that is later held to be direectly



descriptive, the mark may {(until seven years have elapeed
since reghtiation) be struck off as wrongly registered.”

With regard to the dictiomary meanings of ®INTERNATIONALIST®
" the Registrar pointed out to Messrs. Johnson, Stokes & Raster in his
letter of 18th November 1972 that asccording to Webster's Third New
International Diotionary the word can alas be used adjectivally as
meaning "advooating or influenced by internaticnalism”,

I take the view that anything involving the word international
or its derivatives has a strong amotional appeal to the public nowadays.
Internationaliam is regarded by most people, and certainly by the great
majority of the young, as a praiseworthy philosophy and the internaticnalist
as & person to be admired and, if possivle, emulated. It is a brave
public figure who publicly, as distinot from privately, dencunces inter—
nationalism and advooatqs nationalism. On the economic plane, the fact
that a prodnot is kmown to be sold successfully world-wide is generally
aggapted as evidence that it is the best of its type. The reasonable

@ déduction 1s that if it can be sold in many countries against the locally-
produced artiole then it muat have inherent advantages which make it
highly desirable.

I therefore agree with the Registrar's statement in his letter
of 18th November 1972 4o ¥ossers. Johnson, Stokes & Kaster that the mark
when used on clothing would convey the idea that the goods hava an
international stamnding and would appsal to people of different nations.
Also I agree with his statement that even if the mark asust be taken to
indicate the kind of parsons who migzht wear the clothing it is satill
direotly desoriptive of the goods becausa it shows the purpose for which
the clothing is made. I would go further and say that the mark is also



landatory in such ciroumstances becamse of the gemeral esteem in
which the internationalist is held and the implication that such a

person would tand to wear the most suitable clothing available,.

An 1 oonsnider that there is a direot mferonce to the character
or quality of the goods I therefore have to refuse the applioation for
*INTPERNATIONALIST™.

(I have oonsidered the oireumstances of National Cash Registerts
Applicaticn (1917) 34RPC in whioh "NATIORAL® was allowed in respect of
cash registering machines and other goods but it seems to be that they
ware completely different from the circumstances applying in this case
and do not consider that that case justifies me in departing from my

view that "INTIRNATIONALIST® muat be refused in this oase),

With regard to the application for "INT"™ I am not satisfied that
it would be taken as an abbreviation of "International®™ by the public
btat, on the other hand, I consider that it must be refused because the

mark oconsists merely of letters of the alphabet and is indistinotive.

There can be no question of a Part B registration under Seotion
10 of the Ordinance for either mark at present as there has not been two

years bona fide user in Hong Kong in either case prior to the date of
the applications.

As to whether the marks would be acceptable at a future date on
evidence of user, this would of course depend on the nature of the
evidence but my present view is that the marks are not ones which I
personally would be prepared tc approve sxcept on evidence of massive

(P. Murphy)
Senicr 3olicitor
7th Februarvy 1G7a
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STIONAL + <1sM.]

INTERNALLY

Hence Interma’lity, the quality or fact of being bt
gl wih an and pl ;

Iaternally (intémiii), ode. 1597 1L

1. 1o, on, or with respect 10,
the tnside or interor. 2. With respect to the
inner nature of relations of anything. €5p- the
fniernal affairs of & country, &tc. 179t 3.
Meatally, spiritually 1646.

Interna-sal, . 1866 [f. TNTER- Il.aa
+ L. nasus.] = intranasal (sec INTRA)

International (inl:rn.—z'janfﬂ). 1480, [IN-
qer- 1. 2} A adf Fxisting, constituted,
or carried oo between different nations; pers
tining @ the relations bstween nations. b.
{with capital 1.} Belonging 10 the International
Working Men's Assaciation, a society of work-
intt-men founded in London in 1894 (and dis-
solved in 1874), the objects of which were
identified with those of the socialism of Mars.

I'be preat science of Llaw, the dz_:e:m'ming authonty
in questions of right between independent Stated
Hattam. Anl E xbibition 1361, yacht mce 1888,

B. 53, a. A persen belonging to two different
pations e £. native of one and resident in
another) 1370, one who takes partin.an inter-
national contest 1893 p. (with capital /,
and sometimes in Fr form -ale) = International
Working Men's Association {se¢ A« b); also, a
member or adnerent of this.

B. First £ that of 1864-741% Second I, formed in
183, at Paris and having later its 3eat in Brussels;
Third £, formed in 1919 by the Russian cOmMuURnists
{olcheviks) on & revolutionary ha-is
1Internationale {-pafiFoi’l,
syonalj. [Fr {se- chansen song).] A revolu-
tionary hymn.composed by Eugene Pottier in
1371 and adopter by French socialists and
later by others. [See also pres. B. b.)

Interna-tionalism. 1877 [f. INTERNA-

1 [nternational character or
spirit; the principle of communily of interesis
or action between different nations; spec. (with
capital £.) the doctrine or principles of ihe in-
ternational Working Men's Association,

tignalist,. 1864. [f. as pree +
TisT.] 8. Anacvocats of or believer in inter-
nationalism; fpec. wr of or sympathizer
with the [nternational Working Men's Associa-
tion.. b.Qosversed in international law, €.

} ®ntgma-

Lze, who takes part in an international contest,

Toternationality. 1864, {Bee -17Y.}
Iniernational quality, condition, or character,

Interna-tionalize, v. 1864, [See #122.)
trans, To render international in character of
use; spec. to bring {a country, territory, ete.)
under tire combined government or proteciion
of two or more different pations. Hence Ioter-
pationalizattion.

1niorna-tionally, ado. 1864. (See -Lv 2]
In an international manner ; between or among
different nations.

Interne: sece INTERN. ~

Internecine (intamisain), & 1663. [ad.
L. indermecinus, fo inferneciuw  slaughter,
destruction, f. internecare; see next The
etym. pronunc. would be sntermecine) 1.
erig. Deadly. destructive, characterized by
great slaughter. 3. 219, {In mod, use.} Mutu-
ally destructive, aiming at the slaughter or de-
struction of each other 1755,

1. [, war, war for the sake of slaughter, war to ihe
death, =. Eight thousand Zealots, who stabbed each
other in L massacre Fanasr

Internecion (intami-fan). rare. 1610, [2d.
L. internecionem Tassacre, Sic., f. fmternecare
1o kill, destroy, f. fnler {as in interficere) +
RBecare 1o %ill.]" Destruction, MassAcre.

Internecive (intaznlsiv), @ rare. 1810
fad. L. intermecizus, {scribal) var. of interneci-
sus.) = INTERXECINE 2.
+Interne-ct, o. 1694 [ad. L infernectere o
biad te each other, £, iafer + meclerel  trins
To interconnest. =0 1Internes xion, -nzction,
mutul connexion 19354

Interneer. 1g2o ([ INTERNZ.2+ -zxl,])
Anintesned persan.

Sina Fein internees. Newspaper

Interneural (intamiteral}, 4. (:3.) 1845,

f IsxTeER- 1. 2 2 + Gr. yeupoy Rnerve; sece

{EURAL.] Anal and Zeol Situaed between
nerves, of between meural spines or arches:
applied spec, to the dermal spines or bones

¥ i semonce, ad. La salernurding (-nuncius}y

1030

supporting the dorsal fin-rays in fishes {cf.
INTERSFINAL), Do 8S sho (L) = Interneural
spines 1880.
+Inte-rnity. rare, 1760 [f. L internus +
-11v,] The quality of being internal, inward-
pess ; something internal. H. BRUOKE.

Interument (intdanment). 1870, [f. IN-
TERN v. 2 + mexNT.] Theactionol interning:
conhning within prescribed Limits.

Interno-, comb. advl form of L. infernus
[xTERNAL; 85 in intc:rno-me-dial, -me-dian
&.ij5., Entom. situated within the median 1ne
or nervure, or between the internal and median
nervures, of the wing 3826,

Interpodal (intamdw-dil), o 1835 (I
INTER- Ik @ 3 + L, modusi o, nodal.} Bel.
and Zeol. Situated between podes ; belongidg
1o or coastituting an jnternode. .

Internode (i-awmndd). 1667, (ad. L. dnter-
modium (see below).] 1. Bot. That part of 2
ctem or branch intervening between two of the
nodes or knots from which the leaves anse.
a. Zool, and Anat. A slender part interveaing
between two nodes of joiots; each bone of 2
finger or toe 1722
+Interno-dial, & [L next +-AL.] = INTER-
NODAL. Sir T. BROWKE. .

i Laternodium (inmnﬁu-diiim). PL -ia.
Now rares 1044 L. L inter + modusi j see
INTFR- 1L 1.} = INTERNODE. {erren. A joint.}
+I-nternunce. Also -nonce. 1647 Sa. F.

sec
[ STERNUNCIUS.} = INTERNURCIO. -1847-

Internuncial {intamp'nfial), & 1845, [f-
L. internuniius (see below) + -AL] Haring
the function ol conveying Ticssages betwecn
two parties, eic. used fg. of the nerves.
+Internumnciess  rare {irreg. L. IXTER-
xeoumeg +-Ess.] A female internuncio ©f
raessenger. CHAPMAN.

Internuncio (intsano nfio). Also +-tio.
1641 fad 1t infernunzio, at. La inlermuniing
{-nuncius}; se¢ next.] k. A messenger between
two parties. 2. A representative or ambassador
of the Pope at a foreign court while thers is no
nuncto, or at a minor court to which no nuneio
i3 gent 1670 3 A [minister representing a
government, €D that of Austria, at the Ctto-
man Pone 1700, Henee Internwncioships
the office or function of an i. ¢r go-between.
1Internu-ncius. 1675 [L. in med. spelling.
for ol. L. imfermuniius, {. inier between +
munfins a fessengel] = prec. I

Internuptial (luteinepfEl), & 18s0. [L
IstEx- L @ or 1L @ + L. mupliz; of. nuptial.}
1. Pertaining to intermarriage. 2. Intervening
Etstween two marriages oF married states 1883

Interoceanic interdefiy2nik), a. 1835
(InTER- Il. 2 b.] Situated between OCEans;
connecting two oceans; as a strait or capal.

Interocular, etz : zz2 INTER= pref.

Interopercular Jimtarepstikinlis), &
1834, [ next + -AR; cf. apcrcyiar.] Tehihyol
Lelonging to, or of the nature of, an interoper
culum : chiefly in & dome = next
i Interoperculum’ iintaz,op3-akidlFm). 1834-
iINTER- L. 2 &) Jehthyol One ol the bones
forming the gill-cover; usually situated below
the przopereulum, and partly betwesz this and
the gperculum aad suboperculuma. '

Interorbital (interFabitdl), & 2953,
{IsTER- IL 22] Anah Situated between the
eye-sockets.

Interosculant (interpskislintl, 2 18s5.
flxter- L 2a; of next.] Interoseulating ;
forming a connecting Lnk.

An‘i. mreup,—a party of genera and species which
eonnect {amiiics scientifically far apart KINGSLEY

Interosculate (intsr pkislet), o 1883
f. INTER-L 1 b + OscuLaTE.]  énrr 8. To
interpznetrate ar inosculate with each other.
b. To form a connecting link between 1wo
groups, Hence Interosculattion.

Interosseal, g, 1805. [f asnest + -ALD
= next.

Interosseous (inter,jsias), & 745 (L
iNTER- 1L 22 + La s, #55 bone, asac bony
+ -0Us]  Amat Situated between bones:

INTERPLANETARY

said of various li

B . us ligaments, muscles, perves, and

slaterzede, o 1553, (f InTE2-1 1w
.) I.lrans’lo inde b )

Heraldry; to altermate i vcrumu‘-".m

BRENDE. 2. = IMPALE ©. o Lot ELACE.

Interparietal (-pissithil), o. (383 " 1f

{inTER-11.22.] Anat, 1. bimued‘ln-r'

: 4 R
!he parictal bones of the skull. 2 i The
izjerparietal Lone. "
:tIntgrpau-se, v. 1534. [LINTEX-L.1 + Parea
».] intr. To pausein the midst of someti
MORE. So tlnterpause sf. 4 pause tetws "-
or in the course of sometiing 1399

Interpel (iataspel), ». Now oaly in 3o
Law, ME., [ad, L. snferpeiiart, 1. inter

llare, SecOn form of pcflere wo drive. OL,
F. interpeller) A1, fram. To sppeal 0. w
petition -1591. 13, To interTupt (a person) m
speaking ; to break in on or disturb <1657, B
Sc. law. To intercept, cul off, prevent 17z

2. No more now, for 1 am interpeli'd by sway
bu-incs~es HowrLL,

Interpeliant {intazpe-lant). 3866 L.. 7.
gnter poltani, pr. PplC. of interpeller, ad. ia mm
terpellare; see pree.} One who addiesses wa
interpellation (e. g in the French Chamberk

Interpellate (intaspelet), . 1599 L
ppl stem of L. :'ntard!arc.] +1. frazn e
interrupt or break in upon. 3. To addres xn
interpeliation 1o (3 minister in the French &
other Chamber) 1874,

Interpellation (imtarpelafam). 1526 [ad
L. dnterpellationem. Re-introduced from Fo
in sense 5 in 35th e} 4t The acton of
appealing 10 or entreating ; jntercession =iloo
42, A sSuDImnons, citation —1726. 3. Tiae
action of breakirginupon; interTuption =184
4. S¢. Law. Prevention, hindrance 1814 5
The action of interrupting \he order of the &y
{in a foreign legislative Chamber} by asi=g
{rom a mimster an explanation of some palLt
belonging to kis depanment 1337.

3. By the importunity of her i, Becow 3. Syt
reaschings, and sarcastic im.crpelluiam Tamos, :
An incessant fize of Queslons interpeilations,
jurgations CarLyLE

Interpenetrate (intaspe-niirelly ?- S0t
[IsnTER- L 1.} 1. trans. 1o penetrale Letweca
the parts'or particles of (anything); 1o pakh
through and through, permeate, pervace 1éih
Also Mnir. g, intr, To penetralc each ol el
to unite or mingle b¥ mutral peretration 130%
b. {rars, To pentiraic reciprocally 1843 #
Areh. (frans. and intr) 1o appear as W pese
trating or passing throvgh a moulcing, &=
18,40, .

o The water is everywhere inurpc.nﬂnltd Y j
which the fuhes breathe Meswis. x Law ¢
reiigion ibus interpenetsating neatralized each ot
COLERIDGE 3. Their shafts interpenelraimg
meuldings of the panels and tracery BouTelle

Interpenetration (intaspendusarfaa). 1800
{InTER-1, za.) 3. The action of pexeurs=™E
between or among . thnzough penetra:iioa i
a. Mutual penetration 180g. - 3- Ak, it
intersection of two forms; gpee. an independe=t
continuation of mouldings of other memtr™d
past their intersection, so thal the 1:'.::5:'!‘

a memier is presenved after it Las parily o=
incided with acother or bas beed saaloncd 5
in it 1B40n

Interpe-netrative, a 1860 (IsTIR-L 8
a.] Intimateiy of reciprocaily [eoesnssre
H Ienr:ce Inter;lenctratively :jlb \153:

terpetiolar, (intaspetiflaii, "
TInTER- M. 2 a; see PETIOLAR.] &+ "“;
1ed Letween petivles, of beiween a pruos
the axis. Also Iaterpetolary 4

Interphalangeal: ¢ InTER- el
Interpilaster (vntaspiler 2t 1823 (3
TER- 11, 1.] Arch. The space beimeea 189
pilasters.
fInterplace, o, 1548 [INTER Lt ".!:l
frans. a. To place between of in the i
b. ‘To place beuween each otber of erza g
{Only in arss} =1678. .
Interplait ‘(intaiple)s O Alnz P
1822, [INTER- L1 D.} trank Toplai toges=?i

s, J

1o intertwine, interweavd . P
Interplane {-plznéthnh g g
[1sTER- }l.22] Situated berween (B2 pu

& (mon). a (poss). eo Qoud)e o (cut).

¢ (Fr. chef), @ (ever). 9k ore)-

s (Freandewie). i (sith §(Psychede ¢ (whay ¢



