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(Cape 43) 3ection 13(4) and IN U MmaTRR OF
an Applioation Hee 216! 1975 %y T Dow
Chemieal Company to registex the Trade Mark
"BYLDAN" in olass §
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1e on the Tth ¥uy 1973 Messwm. Dezcons, Solloitors of Hong Xong, ating
as agents on bhehalf of "he Dow Chamicsl Coupany & coppoyation organined and
exinting under he lavs of the tats of Delawsre and having Ltg dusiness
address at “idland, Michigan, {n ‘he United States of Amerion the iprlicant
hereln submilted an aprlication for the registrvation of the Twede Yaxk
FELLTHT in olass 5 in respact of & speoifieatiocn of gouds reading "chemical
subntnoes used as 2 tive Ingredients in the msmufacture ef pentiatdeny
pesticidsl cremicaliy preparantioma for killing plants and deatroying animaiag
resticiies, sarasiticiies, inseciicides, miticides, lawveoides, fungioides,
aigrecids2, herbiciies mnd soll sterilants and Aunmigants”, On the 23rd July
1975 by request on Form 1,37, Ho. 33 this speoifioation of Soods wvis amended
"0 read "gesticidal producta®., The suprorting statutory declszetion datad 12th
durdl 1973 nle by “ra “illiam #iller Yates stated
{2} ‘bat the Trade Mugk hed been used by the Company in the United
»tatee of America in peapent of the gocds mentionsd in the
ap-licaticn zinca the 28th June 1972
{d} that the Trade Mark had not hitherto been used by the Apzlieant
in “ong Xong in rvespset of the gocds menticned in the sppliecation,
but that % vao the Applicans’s Intention to use the Tyade Nark b
12 snd vhen it is registered, and
(8) th ¢ the "vrade Mark wam at thetd time registered in Argmntine.
2. After lus consideration of the application {n yespeat of the original
srecifieation of guoda notifiestion vea sent on the 8th June 1973 to the
Solicitors that the mark wan considered to be in confliod with whnt wis at
that time I'nding Aprlieation Heo. 1612 of 1972, sincs mmtuwad into
regiztruticn Xos TO8B of 1973, contraxy to “eotion 20 of the Trade Marks
“riinaness Thia clted sark "ENLCOAN wag propomcd to be registeved in
resyeot of "chaycaceu'isal, veteri:ary and sanitary subs‘ancesy infants®
wd lavalide' focdsy plastsrs, ssterial for dandaging) material for stopring
toeth den‘al wax; disirfensantss preraretions for xilling veeds and destyoying
vorain®, Sul wag in fict subsequently registersd in vespest of “pharsacectiesl
sewzayations fer huusan ume™,
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3 In responze ‘o the letier of :he 8th June raferred to in parc, 2 abuve,
the requost for restricilon of goocds Wy the spplicants hexein was aubmitied
and the requoeted vestristion effected, and ot tho sume tisme the Applicants
subaitied & lestex of consent from the proprietors of the then prepoeed mawk
THILUDART to the regletration in Hong Kang of the applicants’ mapk "RILTAE™
in respect of "pes‘foidal pwoduots™,
4o Notwithatanding such westriction of goodo and letter of consent the
objectivn to the mask under Section 20 wam maintained %y a laot‘er dated the
8-h Auguut 1973 Sudsequent thereto, on the 16th Augusd 1974 an informal meeting
tock place between NMre ReMe Bridge of Nsasrs, Deaccns and myself at which
¥re Bridge submitted arguments i{n favour of the usceptonce of the mark.
iovertheloss I maintii-ed the objection to the application by lettor dated
*he 9th Jepteadex 1974 and cudaequent thareto Mesora, Dezcons sudmitted a
lat'x dated the t47h Sepisuber 1974 whish I take %o ba s coneidered reply for
the purvoses of Tyade Mapk Rule Ho, 20{1). Thereafteor, Yes.»s. ‘o:ucons by
acrlioaticn on Form 5 dated the Tth Cotober 1974 aukod oy this Statemant
of iroumia of solnicne There having Seen no formal earing in comeotiocn
vith the registrabilisy of this mapk, this Statement {s necessarily confined
"0 the mati rs raleed in corredpondesce between the jolistitars seting for
the aprlicants and the Tyude ¥arks Negistry, Furthermore, no ume of the mark
prior to the date of the appiloaticn for pugistration h.wing been oclaimwd 1n
Tong ieugy ond no wpecial oclrcumstances having been drought to my attention,
an regards the olted registered Trade Mark, considernticn umder the terme of
Geatien 22 of the Crdinunoe doow not exies, T relavant paxt, therefore,
of seotion 20 wih which this Ssatesent is concerced reads as follows:
"ess no trade mexi shall he reglatexed in respeot of my goods or descxription
of goods that ie identiosl with 3 ‘rade maxk belonging io a different proprietor
and already on the register in respect of the saxe goods or description of
go00de, or th:t 30 nearly resezbles cush a trade uark 8 te be likely ‘o
decsive or gause oonfusiom."s In sddition the Eegiaty:y say arercice his
discraticnary pover umder section 13(Z) of the vrdinunoe aiversely to sn
ap-lieant if he considors that {t vould be aguinat the public Intorest, o
oonsti‘uting a po'en-ial hasard to health, to registsr an aprlicant’s mark
if it {0 confusingly eimilaw to a murk registered in rompect of goods not of
the sume desoripsion tut likely to be a haxard 0 hzalth if cenfured with
those of the asplicant's mark, or vice voruss (see "dwsid's ‘prlication
(1946} 63 aPeCo 19)0
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Se There have been no submiseions in the corresrondecce be-ween the
jegliotry snd Hedsrwe Dosoons reganding the similarity of the applicants'
zark and the 3 ted mark and in the circumstaness of this qase I do not conmidey
thia cuwprieing. In sy view the slose WV betwecn ‘he wverds *Relidan”
and "Reledan” ic obwvious and I 4o not think that I nead to go to great lengthe
to eatadlish this pointe 1 must of couwss cousider the czue of telaphons
oxders and hendwritten orders :e well ay opders from a visual inspection of
the goods buaring the marks, and I do not think that in any of “hese sasoe
the presenos of the additficnal letter "0" (n the middle of tha olted mark
"Relodsn® will prevent the coufusion that I consider to e highly probdable.

I oonoeds that in somc cases tho addition of 2 single let-er, vhich mny

result in one mirk being cue syllable longer than another, may make a meaningful
differencs, Yut I do 0ot consider ‘hat to e the asse here,

S ‘he principal footor on which relisnce h:s deen bd-sced by tha ‘pplie:nta
f: urzing the soouptabilitly of the mark is the difference in the goods to be
coversd by thelir mark and those cowered by the cited nark, and ‘he granting

of amaent to the reglstration dy the -xopriotor of th:it ofted wak, Tiie
quastisn of whethoxr the goods of the applioation, "resticidal preduats™,

7ot baing the sane gocds as those in respect of which Teledan ig alreudy on
the legizter 1.8, "phaﬁn&eutiual preparations for human use", are of the
cane descyiption as thome goods 1t in my viev the important question for
deoinion under seotion 20, In conmidering this queaticn I also take inte
oonsideration that {¢ has been indicated that the applicants are willing

to reatrict thelir speeification of goods to those "for agrisultuwel use”

or ‘o "pesticidal products namely inaecodiocides for agriz.ltural uss", T™he
faators to be coneidewed in deciding vhothar specified goodn are of the

same description 26 othey specified goods wexe set ocut fn the judgeent of
“oue? Jo in Jellinek's Apvlisoztion (1946) 63 R, F.C. 59 at P.TO as follows:

(3) Ahe nature of the respective goods

{11) the uses of the respective goods

{1i1) the trade shannels through hitoh the respeotive gooda are

bought and sold,

In appiying these arit«ria, the practiocs of the 7.M. Reglstry in ong ‘ong
is b.asod on thatd estadblished and maintained over a period of many years in the
inited Xingdom, and to detail mmd explain this praosice I refer to the decision
of M-y Wapd Dyex in “7lozadix™ Trede Heaxk 1974 B.F.Ce 585 a% Fuy566 vhere
he statss
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“the Hezistyex holis, and hxo eonnistently held fowy meny years, that
all goods coveared MWy the class hesding to olasy % of schedule IV axoept
“slantors, matarisl for dandaging: material fow stopning teeth, dental
wax® ape gocds of the same desorigtian. The ressons for so holding sre
thot although the uses of the vide vange of poods cancerned vary their
sature is the same In that all of thom have or are intended %o have a
spocifio sffent or apeoific offects, curetive, pallistive, inhibitorwy,
d3asmoatilo, fortifying or gsytrygjive, in relaticn to living orgsniang)
and that all of them pass “hrough the same chennels of trade, far the
205t pawt at the mansufagturing level and vi<hout exception (in eo fax =9
theay as: traded in by wholemale or retail) a% the wholesale and retail
1avelse ¢ee 2aned as 1% is on acoapted testn for the raarpoce of seciion
12 the longe:anding praotice of the Reglstray so four xa congerns moat
of the gonds ineluded in alzss 5 of scheduls IV {(and in clreses 2 and 3
of cchedule I1Y) has the addiiicnal, if i oldental, adwant:ge that
Bo far @8 lise within the Tleglatrar's power 1t tends o reduce tho riss
of vhysiocal eonfuzfon bhetwden 4iff pent goois in this fleld, vith ros:ible
royefal rosulte, which would o horwise have 0 he sonafdered epuretely
undor the discretianary -8pa0ite
Some armupemt h:w be-n submlitod, in Vesars. Seccons letter of 1449.74,
regaxding the u:e of, and trcde channd: hrough which, ‘he respective guods
of the ap liosnt and yegistered proprietor of the oited mark would paese I
thevefore now consider the 3 factors ox ‘ests leid down in Jeilinek's
~priigationg slihough in diffexont oxder
(1) the usws of the respective Zo:ds « s stated above the applicint
has indiented its willingrneos to yeetwyiot the guods effeatively
tc pestioidal or insesticidal produsts for agriculiural use, whioh
15 & veasonably spooific «nd lintted rangs of goods. Infortunately
the specifisation of the cited resglatsred¥uk s far wider, covering
an 1% :oes “pharmegoutical prepasmtions for humen use”. 1 have no
svidence oF information def:ore me o8 to the aotual goods on vhioh
thnt =ark fe used, but the propriotor thereof Fe Holfmmmm-la Roche
& Soe 1.4, being & well known snd large pharmessudical manufagtvrer,
I coneider it likely ‘hat the rsnge of zoods now cowered, or likely
%0 be covored in ‘he futuve, Wy the mark 1u wides It oould fox
axomnle cower anthelmintias for humsan uze +Rich to wy mind, although
I heve no Imoxlodge of the resteotive chemical ccancei:ion of th
two 1'ems of guods, would be simdluy to vestioides or insecticideo,
in that their purpose is to destyoy lliving organizms.
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(2) ‘he nuture of the reapeotiwe gocds = ngain, os & result of no
evidonoe having been put Coarvapd to ma @ W the yreaiss goods
coverwd My the regiatered propwietor's cited mmrk, s comparison
of the natupe.of the respeotive guode i diffiouls, exd I 40 not
sonnider ©mt the application of this sub heading can be canclusively
decided ore way o» the other,

{3} the trrde chunnels ihrough Wiich he respective gocds arg bought
und s0ld « 1% has been subaitted that the goods the subject of the
aprlioation will e mawkoted through 4iffevent chamelu of commerce
or distridution and ¢o0 e different purchrsing public. It iw my
sxparienoe ip Hong Xong kat goode of Moth sorts vhieh 7 am now
considering are qommonly sold elide by side in the ssny storesz vhich
carry a vaust and vuried atoex of gocde, Purthormore I take into
agnount the recent inorease in the nunber of “supormaxkets™ opening
vhich as their name oo¥rectly implies atteapt to cell as meny
difsorent ftems s somsible nder one roofe I do not think therefore
shat £¢ oan ho apsumed that the resuveotive gooda il not prse ‘hreugh
the s:zae charmels.

loeordngly, cumaliering the abkove coints and 3lso faking in*o agoount

{1} :bhe pvrrotice of the “oglatrir in the Teke and

{2} the f20t that (¢ {2 not essen {al that all 3 oriteria sat out
{1 Jeilinek's Application be satiofiod {@se thit o ge at Y72
1ines 7=13)

I reanch the cubalusion that the go-do of the aprliuvation snd the goods covored
by the cited maxrk are gooda of the ssne dewvoripiion and that regiletwation of

the noxk sust be refused under sestion 20,

Te Iven assuming that I s woong in thut conciusisn, I connider that the
refusal of the apylioution wader the disoretion contulned in scotion 13{2)

1s ansiroly Justifisd, snd I ov turn to this porticular point, The appliecant
hag stated that the goods to de covered Yy the mark "Seldan" ave "pesticldal
pr-ducts” or "insegticidea” and I do rot think it ia necessary to soke detailed
regearch into the uses and purpoess of cush gocds « they axe intended o destroy
in the one 089 pentn vhieh I ‘ske to mcan plagus, plants or anisale de:srimmmial
to san) amd i the othor fngects. ha gocds coverad by the ci‘ed spplleaticn
sre lena spacifle and can cower 8 muliit de of phormaosutioal preparations
hich say be for intommal or extarnal use, It 1a therefors sbhvious thas4

‘hare {s a sericus danser ¢o humm hsalth £ go:da of the aprlicant, under

this snrk, saxe mistaken for geods of the proprietor of the ci'ed anrk which

are in‘andesd @¢ge for in-smal comaunption. Aa stated above, I considor such
eonfamion likely in viav of the wery cloge similarity tetween the 2 narks with
vhigh I em now soncered, 1o ay consideration uider this seation I 40 not
thizk that the conzent of the propris .or of the citad zark iz of any assistanee
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:6 4t does not remove *he possible risk of physioal confusion bheween ‘he
respoctive goods. I find euprort for this wviev in the sisteamt in the
10th Zditfon of Kerly at Parse 10.08 F. 178 uhish rends “the restrictions
on vegistretion of degeptive marks axe not only foy the protsotion af ownore
of marks on the Ragleter Yt elgo of the gublig. Therefore, notvithetanding
‘he eonuents of avuews who night opose ihe megiatration, a nark my be
refusod on ‘he grownd of the likelihood of cosfusion wvih their msrke, and the
congents &¥0 only some evidence ne to the prombility of deception™, 1 alao
note the remaxk of Mz, Waprd Dyer in the aited asee at Page 388 line 26 o3,
seg. whore he says “For the smm[s risk of phtysioal oonfusion
between the respeotive goods themselves vhieh ovould well result in ham %o
human hoalth/ I would not be willing %o sllow the aptlieatfon to proceed
over: if the written consent of the propristor of these rogisiraticns v«re
proffered, see®s 1t iz well satablished that in the case of products falling
vi-hin ol as 5 1% 18 all the move impartsat that the publio should be protected
from the gonssquenges of deoention ind confusion (Gorly ope cit. at Parae 17407
e 485 ) e
Be “he aptlicants have also informed e that the = rk applied for, "Reldan”,
haa been agoepted for registration in the U. +*e in 2pite of 2 onrke “readan®
mut “Reldar” existing on the Re juter there., These 2 sarks, of ccurpe, differ
from the present ofted nmark, I have no evidense before & :0 %o the detuils
of the goods covered Ly the respective zaxks, the b:sis en vhich the reyietesti-n
ware obtained or of the law subjest to vhich the rugiatrations were obtained,
1 do not thavefops congidexr that my precond decision omm be influenced Yy
shis conwideration, For suthority ! would refer to the diota of Buckley J.
in the Buler TJe (1966) ReFeCe 141 at Fo 144:"the fact that thowe registrations
gtand side by side in thome pegiotere doos not sprear to sash® we in any way,
for 1 do rot know vhat the lav may be in thowe wvarious oountries with regaxd
to registzation of simil:z mevke, ney de I knov what the alrcusstonses wo:ld
be in those poriicular countricu vhether ox not the maxks should de regurded
as siailar.®,
Fe Yinally the appliocanta alse suggested thay, in addition to zestrioting
the xoods &e men-ioned zbove, they would be preopared to label theiw prcduct so
that the nature of the goods and the aotiwe gonstituence (oonmtituents”) thereof
and speoific use of the produce with directions for employwsnt and ssble
giuti-ms are preminently dizplayed, s ! huve indicated above, I do not
consider such asasurea to ho of assistanoe insefar as the go:ds of the
regioteved propristor of the olted mark yemain of o vide categozy and slso
vithou* restriastims upon thelir distwibution, In any event I consider that
sy task is to eompore the raxk aprlied for with the clited mnxk and the
questisn of provosed labelling, which carmnot de enforoed Wy reatriation op
condi<lon on the Sexis:er, ie not a facter o be taken intc wooumt.
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10, recordingly, upon ihe grounis centicned above, the aprlication is
refu-cd wader seotion 20 of the 0xdinanse decause of the prusence on the
Foglater of the oited maxk lo, 700 of 1973, or altemnatively in exsroise
of the Registyax's disoretion under seoticn 153(2).

/M?@l
(=eXMa CHTLEY)

rating Senler Hollicitor

27th Januery 1977



