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IN THE MATTER of the Trade Marks Ordinance
| AND
IN THE MATTER of an Application by Prem
Jhamatmal Vaswani to register the
word "GIRALUX" in Class 14 in respect
of watohes, watch cases, watch dials,
watoh bands, watch crowns, and clocks
AND
IN THE MATTER of an Opposition by langel
¥atch Cosy Sede

DECISION
of
The Registrar of Trade larks, Mr P. Jacobs.
Hearing on 16th October 1975,
Mr WePsGes Double of Measrs Hastings & Co. appearsd for the
Applicant,
¥ P. Woods of Messrs Deacons appeared for the Opponents,

On 4th March 1974 Mr Prem Jhamatmal Vaswani of 108,
Lok Shan Road, 4th Mloor, D, Gee Chang Industrial Building,
Tokwawan, Kowloon, Hong Kong ("the Applicant®) submitted an
application to the Reglstrar of Trade Marks ("the Registrar®)
for the registration in Part A of the Register of the word
"GIRALUL" 4n olass 14 in respect of watchos, watoh ocases, watch
dials, watoh bdands, watch orowns and clocks.

The supporting Statutory Desclaration made by the Appli-
oant, also on 4th March, statsd that the trade mark had not




hitherto bsen used by the Applicant either in Hong Kong or in &
country or place other than Hong Konge The Applicant stated
that %0 the best of his knowledge and belief the trade mark was
not at that time registered elsewhere u respect of the goods
mentionsd in the application, |

| On 15th May 1974 the Registrar issued to the Applicant
a notice %0 advertise pursuant to section 14 of the Trade Marks
Ordinance, and the mark was duly advertised in the Gazette on
21s% June 1974, '

On 16th September 1974 Messrs Descons wrote to the
Registrar indicating that they had been instructed to act as the
agent of Langel Watoh Co,, SeAs {"the Opponenta”) in connection
with a proposed oppoaition to the application, and on 17th October
1974 a formal Notice of Opposition was duly delivered to the
Regimtrar pursuant to section 15 of the Ordinance. The Applicant
appointed Meosrs Hastings & 0o, to aot as his agents for pursuing
the application,

The grounds of opposition as set forth in the Notioce
are as follows ¢

"{. ¥e are the proprietors of the trade mark comprising
the word "VIALUX" which has been registered in our name in
Hong Kong under registration No, 1796 of 1972 covering a
specification of goods "Horologioal and ohronometric instru-
menta and parts and fittinga therefori watch draceleta™ as
of 9th June, 1972,

2., The said registered trade mark has been used by us

for many years throughout the world including Hong Kong.

3. The applioant is seeking to register the word

%GIRALUX", the subjecs application herein in class 14 in



respect of "watches, watch cases, watch dials, watoh bands,
. watch crowns, and cloclks®, .
| 4, The alleged mark which the applicant has applied
t0 register so rosembles our said trade mark as to de
1ikely to deceive, | .

' 5, The alleged maric which the applicant has applied
%o register so resembles our said ¢radehark ag ¢o be likely
40 lead public into believing tht the applicant’s goods are
owr goods,

6o The use of the proposed mark "GIRALUX* by the
applicant will constitute an infringement of our rights in
our said trade mark "VIALUX™,

7. By reason of the matters set forth the proposed
mark "GIRALUX" is not a registrable trade mark within the
terms of the Trade Mark Ordinance.

8., The Registrar should exercise his disoretion
adversely to tho applicant and we ask that the appliecation
No. 261A of 1974 be refused with cost against the applicant.™.
" The Counter-Statement filed by Mesmors Hastingn on behalf

of the Applicant on 29th November 1974 states as follows ¢

"{, Paragraphi1 and 3 of the Notice of Opposition are’
admitted.

2, Ko admission is mads to parapraph 2 of the Notloe
of Opposition and the Opponent is put to atrict proof thersof.,

3, Paragraphs 4, 5 and 6 of the Notice of Opposition

" are denied. In reply thereto we say t=

(a) LUX is & common suffix. for trade marks to which the

opposition cannot clainm exclusive use.
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(b) Visually the two marks are different. Owr mark is
"GIRALUX" eontaining 7 alphabets whilst the Opponent's
mari is "VIALUX® containing 6 alphabets., The Alphabess
G and R are dufficiently distinctive from V.

{¢) Phonetiocally the two marks are different. The pro=
nounciation of our mark 4a "GEE RA LUX". The pronoun~

~ ciation of the Opponent's ons is "VI A LUX",

() "GIRA" 4s an invented word "VIA" has a diotionary
meaning of 1ts own.

(e) Though the goods in respect of the two marks are
applied are in the same claas, the specification are
not the same, Our mark is for watches, watch cases,
watoh dials, watoh bands, watoh orowns and oclocks and
the Opponent's mark concern mors with the movemsnts of

watches,

4. In the premises paragraphs 7 and 8 of the Notice of
Opposition are denied.

5. Save as herein before expressly admitted each and
svery \ono of the allegations contained in fho Rotice of
Opponition is denied as if they have been set out and

 4raversed meriatim,".

During the course of the hearing Mr Double ¢0ld me that
the mark "OIRALUX® had been used for some time, He had ne spocifiec
records relating to the use of the mark, but said that a cortifi-
cate of origin was available, Apparently, the goods were mainly
exported to Saudi Arabia, I oonsideraed whether I should look at
this evidence., MNr Woods objected %o its production en the basis
4that the Applicant had had ample time in whioh to give details,
dus had chosen nos to 40 so, I ook the view that for the purposes




of ensuring that all information was befors me at the hearing

I should 1look at the evidence, However, an examination it
appeared that most of ths evidence related to user after the date
of the application, although the certificate of origin was obtained
before that date. Having regard ¢0 the fact that under section
20 of the Ordinance the enquiry embraces the notional use of the
goods in question it seems to me that the evidence produced by
Mr Double has no real bearing en the question befors me, and the
decision I have reached is not influenced by the production of
that evidencs, Subjeot to this neither party presented any

~ further evidence by way of Statutory Deolaratibm or otherwise,
Both relied upon the statements made in the Notice of Opposition
and Oounter-Statement in reply. Accordingly, the facts are very
simple, and at the Hearing I relied on the information contained
in the Application, the Statutory Declaration in support, the
Rotice of Opposition and the Counter-Statoment.

In view of the faot that the Opponents! mark is already
registored it appears that the objection must be dealt with under
seotion 20 of the Ordinance. This section provides as follows 8

#20, Except as provided by seoction 22 no trade mark phall
be registered in respect of any goods or desoription of
goods that is identical with a trade mark belonging to a
difforent propriector and already on the register in respoot
of the same gooda or description of goods, or that so
nearly resembles such a trade mark as to be likely to
deceive or cause confusion.".

It 48 made clear in paragraph 10-03 of Kerly, Tenth Edition,
("Kerly") that the enguiry under seotion 12 of the Trade Marks
Aot 1938 (being the equivalents of section 20 of the Ordinance),



embracing ag it does noticnal use upon any of the goods concerned,
13 wider than that under section 11 (the equivalent of section
12(1) of the Ordinance), Thus, if the Applicant succeeds under
seotion 20 of the Ordinance he will alsoc succeed under section
12(1).

At the hearing I invited the parties to sgree that the
gooag involved in these proceedings were of the same delao.rtption.
However, it wvas suggested by lxr Doubls that the specification of
the Applicant's goods and the Opponsents® goods were not the sams.
The Opponents' products were time pieces of great accuracy and
parte and fittings therefor, whereas the Applicant's goolds
congisted of simple watches, watoh oases eto, Ilir Woods on dshalf
of the Opponents argued that the speoifiéation of hims olientn!
g00dn including as 4t 4id all horological and chronometrioc inms-
truments and parts and fittings therefor and watch bracelets
embraced all types of time-lkteoping device. The spocification
wags not limited ¢o hipghly aoccurate time pieces, "Chronometry” is
defined in the Shorter Oxford English Diotionary as meaning the
art or soience of acocurately measuring ¢time; meamursment of timej
and "chronometric® moans of or pertaining to chromometry.

The test as %0 whether goods axre of the same desoription
1s dincussed in paragraph 10-12 of Kerly, X must have regard %0
the following matters 8

(a) the nature and composition of the goode}
(b) the respective uses of the articlesy and
{(¢) the ¢rade chanmels through which the commodities are
rospectively bought and sold,
In default of any evidence as to the aotual goods involvaed X
oonglder shat I must look only as the specifications in the



application and in the certificate of registration of the Opponents?
mark, Having regard to the meaning of the words used as indicated
above I am satisfied that boﬁh the Applicant and the Opponents
are engaged in the mamufacture or sale of time-keeping devices,
which are goods of the same description. As far as this poind
is concerned I rule in favour of the Opponents,
| The principles upon which the Tribunal should decide
cases of decdptive resemblance are sot out in Chapter 17 of Kerly,
and I shall refer briefly to thone whioch I think have partiocular
reference %0 'theso opponition prooesedinga,
In procesdings under secticns 12(1) and 20 of the
Trade Marks Ordinance, the onus is on the applicant to matisfy
the Rogistrar that the tradci mark applied for is not reasonably
1likely to deceive or cause confusion, In cases in which the
Tribunal insists that there is doubt as to whether deception is
‘1ikely the application should be refused (paragraph 17~03).
However, the question whether ons mark so nearly resembles another
as to be likaly to doceive is a question for the Tribunal and is
not a matter for a witneoa, Thus, where the case turns on
phonetio resemblance, onoe the evidence has established how the
mariks are pronounced in use, ths judicianl ear has the final say,
In the case of Fleotrolux Itd, v. Flsotrix Itd (1954) T1 RePeOs
23 the Master of the Rolls, Lord Evershed, stated @
"The quantion of infringement, the quastion whather one
marie 4a likoly to cause confusion with another, is a matter
upon which the judge must make up his mind and which, he
and he alone, mist decide, Hs cannot abdicate the decision
in that mattor to witnesses before him., On the other
hand, 1% is equally trus that he must de guided in all -

o ——— ——



thene matters by the evidence before him and where the
evidonce is that there has been no confusion that is a
materinal which the Jjudge must take into account.".
In these proceedings neither party has placed any evidence before
me, and I am faced with the problem of deciding myself whether
thers is any possibility of confuiton, The test was best summed
up by Mr Justice Paxrker in a cage involving the comparinon of
two words. Planotist Co. Ltd's application (1906) 23 R.P.C. T74
&% pe 777+ He soid
o wYou must take the two words. You zust judge them, both by
their look and by their sound, You must consider the goods
to vhich they are t0 be applied., You must consider the
nature and kind of customer who would be likely to buy
| thons goods, In faot you must consider all the surrounding
ciroumstancenj and you must further consider vhat is likely
40 happen Af each of those trade marks is used in a normal
way 88 a trade mark for the goods of the respective owners

of the maxks.", g
! Lastly, I must consider the ocase of imperfect rocol-
. lections Kerly in paragraph 17-23 gets out the principles upon

which I rely and quotaos from the case of Sandow's application
(1914) 31 R.PuCs 196 a3 follovs $
"The quention is no% whether if & person is looking at
two trade marks side by side thers would be a possidbility
of confusiony the question is whether the peranon who sees
g - the proposed ¢rade mark in the abuonce of the other trade
‘ ' mark, and in view only of hio general recollection of what
She nature of the other tride mark was, would be liable to
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be deceived and to think that the trade mark beforse
him is the game as the other, of which he has &
general recollection.”,

The learned Judge in the "Planotist" case em=
phasised that the Tribhunal must consider the customer who
would be likely t0 buy the goods and all the surrounding
oiroumstances. I must oonsidexr the attitude of potential
customers and the nature of goodas involved, It scoms to me
$hat having regard ¢o the fact that both marks are used in _
renspect of watches or other horologiecal instruments I must \
take into acoount the faot that customers are unlikely to buy
the goods without some fairly careful examination of what they
are buying. Accordingly, the risk of :Lnipertaat recollection
| is, in my viww, much reduced, When a person buys a watch
he is generally interested in the nams of the manufacturer
and that manufacturer's reputation. It was suggented to me
that the Applicant's products were not in the expensive range,
but neverthelanss, I think ¢that there is 1ittle doubt that a
customer would be concerned to some degree with the name of
the manufacturer and would distinguish 4hat name from names
on othexr goodsn of a similar charaocter, '

Mr Woods suzgested that if the marks were side by side
confusion could eanily result, As I have said, I take the view
that I must have some regard to the nature of the goods involved
in this aﬁpnoauon. The application deals with watches and
watoh cases etc, These are not goods bought on the spur of the
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moment by someone who is not interested in the make, When a
person buys a watoh, however cheap that watch may be, he will
normally examine it oaremny and will take ample time to ensure
that he is buying the watch he wants, Whilst he might not be
able to remember the name of the brand exactly I think there is
14tt16 doubt thas he would clearly see the mark on the watch he
was buying and satiofy himself that he was getting the brand he
wanted.

Mr Woods addreassed me regarding the similarity betweon
the two marks., He said that they were both visually and phone=
tically similars From the visual point of view it appears o me
that there is a dintinet difference between the two marks,
"Vialux" consists of six letters whereas "Giralux" consists of
poven « this in itsolf is a modest difference, However, the only
similarity in the first syllable 1lies in the letter "i%"., It is,
of course, trus that the suffix of the word is "lux", and further=
more the ietter "a" appears immediately before that suffix,
However, the visual impression made by the two marks is, in my
viow, quito different. Mr Woods stressed the difference in
pronunciations He said that both marke end in "alux" and that
the prefixes "Via" and "0ir" have a similar sound, He said that
the "r® sound in "Giralux® was slurred and that the prommeiation
of the word is therefore oloser to "Vialux". I think that this
view is incorrect. The letters "v* and ¥g" however pronounced have
an entirely different sound, Purthermore, the letter "r", whioh
appears in the Applicant's maxic, cannot be ignored. The word
would dbe pronounced either with a long "i" as in "gyro" or with
a shors "i" as in " jeexr™, However the *i" is pronounced, the
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wew 4 given diptinoct velue coming as 1% does before the vowel
wa®, This pronumciastion can be contraasted with that of the
Opponants? maric in which the word is pypnounced either "vie-a~lux”
as in "eye", or "vee-a=lux", In either case there is no "™

sound whatsoever. _

Kerly makes it quite clear that the resemblance between
the marks must be considered with reference %Yo the ear as well
as t0 the eye, but for the reamasons given above I am also of the
viow that there is no phonetic resemblance batween the two markes
I am of the view that the marita in these proceedinga are
sufficiently different both visually and phonetically that even
in 8 case where a person was familiar with ons but not with the
other he would still not be &eceiveds As I have indicated, I
congider that & person buying & watch is more concerned with
vigsual aspoots of a mark because he would look carefully at the
watoh before buying it. The visual distinction in particular .
between these marks is quite clear,

It vas suggested that I should break up the word into
its componant parts. However, I think tht this is a wrong
approachs In the case of an application to register "Erectiko"
(Villian Batley (Birmingham) Itd's Application (1935) 52 RPC 136)
My Justice Farwell said "

wl 4o not think it is xight to take a part of the wozrd and
compare i% with a part of the other words one word mnst be
considered ap a whole and comparsd with the other vord as
a whole .es I think 4t is a dangerous mothod %o adopt to
divide the word up and seek %0 distinguish a portion of it
from a portien of the other word.%.



Lastly, it has been accepted in several reported cases thas
the first syllable of & word mark is generally the most im-
portants See paragraph 17-20 of Kerly, Por the reasons
indicated above it appsars to me that there is a quite clear
distinotion between the first syllable of the word "Giralux®

_and the first syllable of the wordi. "Vialux",

In all the circumstances of this case and having
regard to the views I have taken I do not consider that I
should exsroise my discrsetion to refuse this application,
I therefors reject the Opponenta'! case and asccept the mark

wGiralux® for regietration in accordance with the application °

herein,

I £ind that the Applicant is entitled to an award of

copts, that eny representations which either paxrty may wish
to make as to the amount of those costs will be considered
if received within 21 days from the date of this decieion
and that failing such representation or subject to any
reprosentations oalling for special treatment, costs will be
caloulated on the usual soale.

(P. Jacobs)

Regictrar General

21st June 1976
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