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IN THE MATTER of the Trade Marks Ordinance

AND
IN THE MATTER of an Applicaticn by Dragon
Furnishers Limited to register the word
"HERCUFLEX" in clmes 20 in respect of
alumrinium slats and venetisn blinds

AND

IN THE MATTER of mn opposition by Hunter
Dougles International N.V.

DECISION

of
Mr. A.H. Patel for the Registrer of Trade Marks
Hearing on 16th February, 1979
Mr. H, Porter of Messrs Deacons appeared for the Applicant

Mr, A. Liao, instructed by Messrs Hastings & Co. appeared for the opponents.

On 23rd March, 1976 Dragon lurnishers Limited of 69, Wongneichong
Road, Ground Floor, Hong Kong (hereinafter referred to as "the Applicant'')
submitted through its suthorised agents, Messrs Deacons, an Application to
the Registrar of Trade Marks (heroinafter referred to as 'the Registrar)
for the registration in part A of the Register of the word "HERCUFLEX" in
class 20 in regpect of aluminium slats and venetian blinds.

The supporting atatutory declaration made by Ho Sai Hei, a
director of the Applicant om 15th March, 1976 stated that the applied for
word mark "HERCUFLEX" had not hitherto been used by the Applicant either in
a country or place other than Hong Kong, or in Hong Kong itself in respect
of the goods mentioned in the spplication but that the Applicent intended
to use it in Hong Kong 4if and when it is registered,

On 14th Moy 1976 the Registrar issued to the Applicant a notice

to advertise pursuant to section 14 of the Trade Marks Ordinance and the mark

/2 eae



was pursusnt to dule 22 of the Trade Marks Anles, duly advertised in the
Grrette of 4th June, 1976 at PN 1144,

On 27th July, 1976 Messra linatings & Co. wrote to the Registrar
indicating that Lhey hed been instructed to sct as the egent of llunter
Dougles International H.V. {''the opponents”)} in connection with their pro-
posed opposition to the application and en 2nd /April, 1977 a formal Hotice
of Oppesition waz duly daeliverod to the Replatrar pursuant to section 15 of
the Trade Marks Urdinance.

The grounds of opposition ss set forth in the .otice of Gppoéition
are as follows 1-

"1e ‘i@ are the proprietora ol the reglstered trade marks

HELUNALUMY Moo 232 of 1950 in respect of '"'metal stack

in c¢oils, both fluat snd formed from which vepetisn

blind slats are made'y "FLE{ALUMY No. 233 of 1950 in
respact of "wenatien blinds'; " UHTLLEM Hoo 1195 of

1958 in respect of "metal stock in coils both flat and
formed from which venetian blind slats are made';
HRUNELEXY lo, 1196 of 1958 in respect of '"Veatizn blinds''s
and “LUXAYLEX" No. 638 of 1970 in respect of ''Construction
nnd architeetural components fabricated of sheet metal
egprcially sluminium siding, ceiling and sun-louvrea.'
(hereinafter referred to es ''our trade marks').

2. Wa hawve used our trade marks in respect of the gooda afore-
mentioned ertenaively and continuously in Hong Kong and
throuphout the world and by reason of such use our trade
marke are well knowm in Hong hong and other parts of the

vorld o
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2.

5.

60

7

9.

Our trade marks denote and haye long denoted to the publie

and to the trade goods produced by us and distinguish and
hayve long distinguished our poods from poods of other manu-
facturers and traders.

We are part of a group called the Hunter Douglas Companies,
which manufacture venetian blind slat material which is

formed into venetian blinda by assemblers snd sold under

the companies' trademarks with the FL&EX component.

Tho premises, the '"FLEX' meries of marks haye become dis-
tinguished of our goods.

The Applicants mark "HEHCUFLEX" recited above bears a close
viaual rcgsmblance of our trade merks smd they are seeking
regiatration in the same nature of goods as our trade marks.
To the public and to those in the trade who are not articulate
in the English Language, the Applicants' mark bears a recemblence
to our trade marke.

The mark "HERCUMLEX" is a combination of '"HERCU" and "FLEX",.
The latter is in fact the sams in every sspect as the "FLEX"
of our series of trade marks, and is therefore part and parcel
of our traode marks., Registration of HERCUFLEX would lead
peaple into thinking thet it is a variation of our trade marks
and that HERCUFLEX denotes goods from the sams menufacturer
snd for owner.

The inclusion in the Applicants mark HERCUFLEX of the com-
ponent FLEX would clearly cauce confusion among the purchasing
public who would assume that the HERCUMLEX mark was another

in a series of FLEX marks owned and promoted by use.

The Applicent Dragon Furnishers Limited is a past customer
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of goods covered by our aforessid trade marks, In the fact
that the application for registration of the "HERCUFLEX"
mark was nmapde with full knowledpe of the '"FLEXY trade mark

series of Hunter Douglsas.

10. The Applicant's mark is so calculated to deceive and causes

The

confusion that it is not registrable and will not be entitled
to protaction in Court of Justice."

Counter-Statement filed by lesars Deacons on behalf of the

. Applicant on 15th June, 1977 states as follows :

",

2o

S

The trade merk which ve are applying to register in this
application does not so nearly resemble the asid registered
trade marks referred to in the Notice of Upposition dated

18t April, 1977. |

The word "Hercuflex" whichi we are applying to register is

not liebie to bo confused with the opponent's said registered
trade marks "FLEXALUM," YsUNFLEX" and MLUXAFLEX" respectively.
The words themaelves are sufficiently different snd distinct

to avold eny probability of dsception or confusion even if
used for the same goods.

The only similarity between our said mark and those of the
opponent referred to in the Notice of Ypposition is the word
"FLEX", being derived from the word "FLEXIBILITY! or "FLEXIRLE."
It is gubmitted that "FLEX" is a descriptive term in respect
of venetian blinds and that the "FLEX' series of marks referred
to in the Notice of Opposition cannot become distinctive save
in combination elther with the prefixes "SUN'" and "LUXA'" in

the case of "SUNFLEX" and "LUXAFLEX" or with the suffix “ALUM"

in the case of "FLEXALUM" etc.
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4 The word "HERCUFLEX'" used by us is clearly derived from
"HERCULESY, being a (reco-ioman herncted for his strenpgth
end also from "FLE{IBILITY" and the word '"JIIFRCUFLEX is
highly distinctive par se.

5. We do not edmit the aellegntion contained in paragraph 6
in tho Notice of Upposition snd the Opponent is put to
atrict preof thercof.

6. Even if the Applicant vas a pasi customer of the Opponent
a3 alleged in paregraph 9 in the Notice of Opposition, we
contend that this is irrelevant im so far ge no likelihood
of confusion botween the Applicant's "HERCLILEXY znd those
of the opponent's "FLEXALUM", "SUNFLEX" and "LUXAFLZX"
marke is econcerzed,

Tho opponents' evidence consinta of a Statutory Declaration made
on 15th April 1978 by ¥Mr, J, Hanselor, the lresident of the ‘‘pponents, and a
Statutory Doclaration modo on 24th May, 1978 by Mr. Baldwin Kwok Learn Wong,
Director of unter Douglss (Asia) Lirited, which is described ss the branch
office in ilong Kong, of the opponents,

Thore are two points which I think I should deal with befors pro-
ceeding to a consideration of the comparison of the marks involved in this
cage, the first is that at the hesring, Mr., Perter conceded that thare is no
doubt that “"FLEX" is doseriptive bdbut contended thet the quelity of flexibility
is sdapted and floxible in that ocnse is suitahle for decor ond for environment
to denote that tho goeds in guestion are flexible yet strong. UMr. Liso in
my view quite propsrly did not deal with this aspoct in his submiasions as I
consider that the Hearing was not a proper forum for censidaration of the

registrability of the opponents! already registered marks.,
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The second point is the queastion of the section of the Ordin:nce
on which the opposition to the registration is founded. Mr. Liao stated at
the hearing and which Mr. Porter did not dispute that the opponent's objections
were founded on sections 12(1) and 20 of the Ordinance stressing that the main
objection was on the former of the two., Mr, Liac further referred me to paragraph
b-37, page 64 in "Kerly's Law of Trade Marks and Trade Names" Tenth Edition
(hereinafter referred to as "Kerly") and stated that the opponents' objections
are in three categories as follows :-

"(i) That the mark applied for ias identical with a trade mark

already on the Register with respect to the same goods

or the degeription of foods or so nearly resembles such
a mark a8 to be likely to deceive or cause confusion
(Section 12(1))

(i1) That by reason of the reputation acquired by some mark
nlready in use, use of the mark sought to be registered
would be deceptive or confusing and "so disentitled to
protection in a Court of Justice (section 11)"

(111)That the conduct of the Applicant, or the nature of the
mark or of its uae, is such that the Registrar should in
his discretion refuse the application."

The Applicant'chose not to submit evidence by way of Statutory
Declaration and Messrs Deacons wrote accordingly to the Registrar on 26th
October, 1978,

In his Declaration, Mr. Hansler states inter alia, that the opponents
a8 a group are proprietors of registrations of the trade marks "FLEXALUM'
"SUNFLEXM and "LUXAFLEX" in numerous countries throughout tﬁe world the earliest
user being shown of "FLEXALUM" merk in the United States on 3rd December, 1945
snd in Hong Kong on 11th April, 1948. He also stated that the opponents have

registered and promoted other trade marks bearing the "FLEX" component such

Wir,
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es "ALUMFLEX'", "FLEXALUM KVITALUZ", “MINIFLEX" and "CEILOFLEX",

Mr, Wong in his Declaration atates that his company has dealt with
"Venetian blind slat material asnd venetian blinds bearing the "FLEX" marks
since 1950 and has set out the following cash turnover of the goods manufactured

and marketed by the opponents in Hong Kong bearing marks with "FLEX" components:

YEAR ANNUAL TURKOVER
1969 HK$1,284 ,400.00
1970 14050,700,00
¢ 1971 1,477,250,00
1972 2,090,000.00
1973 1,495, 300,00
1974 959,500.00
1975 438,900.00
1976 278,766.00
1977 (up to Sept.) 589,902.00

The opponents have advertised their goods bearing "FLEXY marks in

Hong Kong and Mr, Wong mives the following figures of such expenditure :

® YEAR ADVERTISING EXPENDITURE
1973 HK$ 6,422.79
1974 16,927.97
1975 6,009.60
1976 16 ,240.00
1977 (up to Sept.) 22,720.,00

Having rogard to the number of yecars over which goods bearing the
opponent's marks, "FLEXALUM, "SUNFLEX", gnd “LUXAFLEX" hav; been sold in Hong
Kong and the facts that the sales and mdvertising of the goods appear to haye
been fairly substantisl and further that such is not put at issue by the
Applicant, I consider that.the‘oppoaition must be considered under both sections

12(1) and 20 of the Ordinance. The questioms to be anawered under the
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corresponding sections 11 and 12(1) of the Trade Marks Act 1938 were authorita-

tively summarised in Smith Hayden & Co. Ltd.'s Application (1963} 63 RPC 97

by Evershed J. at page 101 and are reproduced in Kerly's at 10-02 (pages 172-174) .
I consider that the one point to be decided is whether the Applicent's

mark "HRRCUFLEX' and the opponents' marks "FLEXALUM", "SUNFLEX" and "LUXAFLEX"

(hereinafter referred to as ''the opponents' registered marks'") are to be used

on the same goods or poods of the same description. The matters to be taken

into account in considering this question are set out in Jellinek's Application

(1946) 63 RPC 59 and are repeated in Kerly 10-12 {page 182). However, I do

not think that in this case there is any difficulty in deciding that the goods
covered by the applied for mark ("Aluminium slats snd venetian blinds") are

the same as those covered by the opponents' registered Trade Marks Nos. 232 of
1950, 233 of 1950, 1195 of 1958 and 1196 of 1958 and ar: of the same deacriftion
in so far as opponents' registered Trade Mark No. 634 of 1970 is concerned;
since at the hearing upon submissions being msde by Mr. Liamo in this regard,

it was agreed by Hr. Porter that there was no dispute as to the description

of the goods.

I also consider that there is no difficulty on the guestion of the
onus of proof which as Mr, Liso pointed out end Mr, Porter agreed, rests upon
the Applicant. On this aspect, Kerly states at 10~06 on page 176, "It is well
settled that the onus of proving that there is no reasonable probability of
deception is cast on an jppplicant for registration of a mark," Kerly further
goes on to state in the following sentence, '"The onus is heavier on an Applicant
when a mark is new and no trade has been established in it provided, at least,

where the opponent's mark is old. 'Mr, Forter however maintained that such
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onus of proof hae been diascharge by the Applicant.

At the hearing, Yr., Porter reminded me that the Reglatrar had
not cited any of the oppunents' registered marks as conflicting with the
Applicant's applied for mark. He argued that it wes aignificant that in
the opposition, no significance has boen attachod to phonetic and visual
similarities in the Applicent’s mark with those of the opponents' registered
marks. He claimed that the "HERCU" part in the Applicant's mark is the wost
important part end hes boen clearly derived from the Groek mythological
character "Horcules" (described in Webster's Third New Internstional Dictionary
at page 1058 as “Greco-Homan mythological hero noted for hia great strength
and for having sccomplished twelve gigantic tasks impooed upon him") whilst
the "FLEX" (deacribod in Wobstor's Third Few Intornational Dictiomary at P.869
a8 "to bend osp. ropeatedly so es to form folds in" - “short for flexiblea)
part in the Applicant's mark is internationally usod to deccribe the goods in
the mannor which is particularly suitasble to describe the nature of the gooda
and further that it is not open to the opponents to haye monopoly over the
WFLEX" part uhichrie the principal elemont of their registered marks.

Mr. Liso for the opponents argued to the general effect (a) that
the principles laid down in docided cesea showed that the mark applied for
should be refused becsuso there is a donger of cenfusion with the opponents’
registored marka and (b) that the WFLEX" component of the mprk is deliberately
chosen by the Applicant G0 ac to be aesociated with tho opponent's series of
registored marks end such inferonce is olmoat irrecistibls in view of the
Applicant's previous relationships with the opponent.

In thoso proceedings neithor party has placed any evidence before
me and I sm facod with tho problem of deciding myself vhather thore is eny
posaibility of confusion. The test wao best summed up by Mr. Justice Parker

in a case involving the comparison of two words in Pignotist Co, Ltd.'s
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application (1906} R.P.C. 774 at P. 777 where he said :

"You must take the two words. You must judge them, both

by their look and their sound. You must consider the

goods to which they are to be epplieds You must consider
nature and kind of customer who would he likely to buy
these goods. In fact you must consider all the surrounding
circumstances; and you must further consider what is likely
to happen if each of those trade marks is used in a normal
vay as a trade merk for the goods of the respective owners
of the marks," .

The rules for comparison of words alleged to have deceptive
resemblance are further set out in chapter 17 of Kerly.

The first important question is "who are the people whom the
mark must be calculated to deceive." In Kerly, 17-05 (pages 453 and 454)
the answers given by tho courts in peg§t cases are summarised‘as, YA1l of
those who are likely to become purchasers of the goods upon which the marks
are used, provided that such persons use ordinary care and intelligence.™
At 17-06 (page 454) Kerly atates :

"It is clearly not enough to show that retail dealers

buying gocds for reszale would not be deceived, agince
they mirht themsalves fraudulently or carelessly make
usa of the embipuous character of the trade mark to
deceive their customers, the ultimate purchasers."

In thia case, I think that the persons most likely to be confused
are furnishers and people connected with building materials and allied trades
who would be led to believe that the goods bearing the Applicant's mark
"HERCUFLEX" emsnate from tho opponents whose registered marks have by long

years of user become known to them. With regard to the public, that is, a
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very large cross-section of the community, I consider thet in the context of

Hong Kong environment in the particuler field of business in which hoth the
Applicant and the opponents are engaged, much reliance is likely to be placed

by e consideraple cross-section of the community on the recommendations of a
supplier who has undertsken to carry out the furnishing or fittiang out work

so that the scope of deception is not entirely eliminated, for even if furnishers,
wholesalers or retailers likely to deal in the goods in question exercised
ordinary care and intelligence expected of them, the same in my view is not
necessarily likely in the case of public at large who do not always purchase
goods such as venetian blinds "over the counter', so to 8aY.

Having decided on the persons to be considered the second important
question which Kerly states I must consider is "what amount of resemblance ia
likely to deceive"., Kerly points out at 17-07 {page 455) :

"Ag Lord Cranworth said in Seixo-provezende “What degree of
resemblance is necessery ..... is from the nature of thinés
incapable of definition a priori’.

As stated earlier, Mr. Porter contended that the most important
part of the Applicant's mark "HERCUFLEX" is the "HERCU" part. Whilst thisg
might not be an entirely untrue observation, I consider that the mark "HERCUFLEXM
when viewed and compared aa a whole with the opponent's registered marks in
particular, "SUNFLEX'" and "LUXAFLEX" sre likely to confuse in that the goods
bearing such marks emanate from one snd the same source., In so holding, I

have support in British Lead Mills Ltd,'s Application 1958 R.P.C. P. 425 i

which British Lead Mills Ltd. applied to register the mark "Welloy" in respect
of "cast rolled and extruded alloys of tin and lead.," Wellworthy Ltd. opposed
under section 11 on sround that they were the proprietors of Registered Trade
Marks '"Wellworthy'" "Welflex' and "Welcrom' in respect of goods which included inter

alia "metallic alloys™ and also on the ground that they had used the name
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"Wellworthy' as a house mark and under section 12(1) by reason of the prior
registration of the Trade Hark '"Walloy" in reapect of "alloys containing
lead", the lead predominating in the name of Walker Steel Works Ltd. In
his decision, the Assistant~Comptroller stated at page 425 "It is true that
the opponents haye 3old only very small amounts of their alloys and that the
trade marks which they have applied to their slloys do not haye the prefix
"wel" (eg. "Lymalloy"). Horeover their products are sold to a specialised
public well versed in engineering matters, HNevertheless I am of the opinion
that '"Mr. Shaw'e proposition' that the word "Welloy is a word which ir the
mind of the public would indicate wellworthy "alloy' unless the alloy in
question waa of & nature eso remote from the opponents existing or probable
activities that Wellworthy Ltd., would not come into the '"picture at all" is
well founded, It is, in my opinion, a rossonsble conclusion to which members
of the public might weil CONG sesee''s

That the "FLEX'" part in the opponent's registered marks is common
to their marks including the unregistered marks, "ALUMFLEX", "FLEXALUM EVITALUZ",
"MINTFLEX" nnd "CEILOMLEX'" has not been denied by the Applicant who has never-
theleaes claimed that this fact alono should not permit the opponent to have
monopoly over "ILEX", I do not think that this is the case here. Every case
must be regarded on its own merits by comparing the marks ss a vhole and the
fact that I may refuse registration of "HERCUFLEX" does not in any way mesn

that 1 shall be bound to refuse all, or any, other marke containing "FLEXM,

The point was dealt with in the Accutron T.M. {1966) R.P.C. 152 and the dicta
of Harman L.J. are quoted in Kerly at 17-19 (page 467) : |
"It is not right to pull the word to pieces,
ACCU~ for one part and = IST and -~ LARM for
the cther part, next to mrgue that ACCU reminds

you of "accurate', no matter what the muffix, and
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to conclude that the upshot will ba a menopoly

in the natural werd."

Ruasell L.J. statod in the seme cege on page 158 of the Roport :

" Every case must be leoked at, it appears to ne,

on {ta own, and I oatirely agree that tho Applicants
failed to establish that their trade mark would not
be a cause of rolevant decepticn or confusion, nor
is that conclusion to bo doniod by soying that the
reault will be that semo, or mayhe meny othor words
beginning vith the lottors ACCU - will be under the

some dicability.'

1 think that the following extract from Korly 17.08 (pages 456-458)

is very relovent and I found it particularly helpful in reaching a decision

in this case :

"Two marks, when placed side by sido, msy exhibit wany
and variouwo differences, yet the main idea loft on

the mind by both may be the samo. A parson acquointed
wvith one merk, and not haying the two side by side for
comparieon, might woll bo deceived, if the moods wore
alloved to be iocpressed with the socond mark, into a
balief that he wes desling with goods vhieh bors the scme
wark az that with vhich ho was mcquainted, Thus, for
oxample, a park ney represent a gamo of football} gnother
maxk may show plaoyers im a different dress, snd in very
difforent peoitions, and yot tho idea conveyed by each

night be eimply a gene of footboll. It vould be too mmeh
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to expect that persona dealing with trade-marked goods

and relying, as they frequently do, upon marks, should

be able to remember the exact details of the marks upon

the goods with which they are in the habit of dealing,

Harks are remembered rather by reneral impressions or

by some sipnificant details than by sny photographic
recollection of the whole, Moreover, variations in

details might well be supposed by customers to have

been made by owners of the trade mark they are already
acquainted with for ressons of their own,

Wher the question arises whether a mark applied for

bears such resemblance to another mark as to be likely

to deceive, it should be determined by congidering what

is the leading characteriatic of each. The one might
contain many, even most, of the same elements as the

other, end yet the leading, or it mey be the only,
impression left on the mind might be very different,

On  the other hand, a cri ticel comparison of two marks

might disclose numerous points of difference, and yet

the idea which would remain with any person seeing them
apart at different times might be the seme., Thus it is
clear that mark is infringed if the essential feature, or
essential particulars of it, are taken.
I think that if the Applicant's mark “HERCUFLEX" is considered

criticelly side by side, with emch of the opponenta! registered marks, various
roints of difference in eamch Ca8e¢ can be geen. I must, however, as Kerly

points out at 17-08, consider the ideas of the marks, In doing s0, I conclude
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that the essential festure is the '"flex" clement of the goods on which the
marks are applied. #nd this indeed iz alao the genoral idea conveyed by
the Applicant's mark.

The result of my consideration of the points made in paragraph
3 of the Applicant's counter-statement is therefore that I must regard the
Applicant's mark snd the opponents' registered marks as a whole and not dis-
regard or play down the importance of the common element of "FLEXV,

I am Lound to say that neithor the Applicant nor the opponents
submitted any evidence that "FLEX" is common to the trade and ié coamonly
uged in the trade in which both the Applicant and the opponents are engaged
and 1 am accordingly to conclude that no specisl consideration of this aspect
arises,

Mr. Wong in his Statutory Declaration at psragraph 10 has stated
that the Applicent had been one of opponents' commercial representatives in
Hong Kong since 1966 ond has exhibited as "IKLW - 5" correspondence to gube
stantiate his such statement which hea not boon denied by the Applicant who
has nevertheleas contended in paragraph 6 of his countsr-atatomemt that thias
fact is irrelevant in co far &s no likolihood of confusion botween the Applicent's
mark end those of the opponents' registered marks ia concerned. I do not
sccept this contention far in the words of Mr, Justice Parker in the Pianotist

Co, Ltd.'a application referrad to hereinbafore, I “muat consider all the

surrounding circumstances" and I "must further consider what is likely to happon
if each of thosas traude mnrks is used in a normal way aa pn trade mark for the
goods of the respective owners of the wmarks." Accordingly it seems evident

to me from Exhibita “BKIW - 4 and "BKLY - 5" of Mr. Wong's Statutory Declaration
that the Applicent wam in fact a pnat customer of the opponenta in a repre~
sentative capacity and that such relationship was terminated by the opponents

by their letter dated 28th February, 1975 addressed to the Applicant snd
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attempts to roinstate cn the seme foeting had been futile.

Bsaring in oind all tho conaddorations reforred to ebove snd
having givon caraful conoidorations to tho evidenca boforo me ond the sub-
missicns of Mr. Portor end Hr. Liso, 1 have come to the conclueisn that
thero is a likolihood of confucion botween the Applicent's nerk "HERCUF LEX"
and tho opponento® rogiatercd perke. ‘The cwus io an tho applieant to con=
vinee mo that thore is mo Fecoonable probobdility of decepticn mmd forly otetes
at 10-06 (poge 176) thet ths cnus in heavior en ca Applicemnt when a'mrh ic
nev, &5 NHERCUFLEX" wos ot the dato of cpplicaticn for rogistration. 1 ccanet
accept that tho Applicont heo diochargsd this cnus znd accordingly raofuce
the applicatiocne

Ao no uge ef tho Applicant's cark NHERCUFLEX" hed tskem plsce
vaforc the dato of tho opplientica foy rogiotration, considoration of the
mark uador soctiom 22 of tho Ordinrace, "homoat concuzrent uge" doez not arise.

I find that tho opponents pro entitled to costs, that any repre-
aentalti.ona vhich eithor party may wisch to mcke ce to the sxount of these couts
will bo considorcd if rocoived tithin 21 daya from the date of this decision
snd that foiling such ropreaontationn or cubjost to emy reprosentations calling

for mpecial trostmeat, conts will be caloulatod on the usual scale.

M
( A. L. Patel )

Sonior Solicitar
B8¢h April, 1981
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