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File Ref Mo, 788/76 IN THE MATTER of an Application for
registration of. the Tradée Mark
(rending Application Wo. 788/1976)
"CROWN" in Class 2 in respect of

"paints, varnishes, lacquers and enamelr

in Part B of the Register by Reed
Decorative Products Limited and
under S, 22 of the Trede Marks Ordinanc.

DECISION

of

Miss 4.C. Waters acting for the Registrar General-as Registrar of Trade Marks
at a Hearing held on the 22nd March 1983,

Mr, Andrew Liao, instructed by Messrs. Hastings, Solicitors appeared on
behalf of the Applicants.

On the 12th June 1976 Reed Decorative Products Limited
(formerly called The Wall Faper Manufacturers Limited), of Cloisters House,
High Street, Rickmansworth, Hertfordshire, England (hereinafter called
“the Applicants™) applied through their agents Mesurs, Hastinge & Co.,
Solicitors, for the Trade Mark P.A. No, 7B8/1976 "CROWN" in Class 2 in respect
of "paints, varnishes, lacquerc and enamels" in Part A of the Register.

On the 30th June 1976, the Trade Marks Registry (hereinafter
called "the Hegisiry") wrote to Messrs, Hastings & Co stating that the mark
was unaceeptable for registration for the following reasons :-

(1) That the word “CROWN® meaning "something that imparts beauty
ng pa 5
splendor, honour or finish" and "the highest guality or
state of something" wac deseriptive and laudatory of the goods,
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(2) That the mark was in conflict with :-

(a) "Crowngrey" Trademark No. 762 of 1957, This citation
was pubsequently withdrawn; and

(b} "Crown Prand i/l & Device" Trade Mark No. 766 of 1976
registered in respect of "paints, varnishes, lacquerss
precervatives against rust and against deterioration of
wood"™ in the name of Tang Yiu trading as Yiu Hing Lacguer
Mfg., Co., of 25 Tai Wo Street, Wanchai, Hong Kong.

As a result of this letter, the Applicants commenced proceedings
{hereinafter called "the Removal proceedingﬁ") on the 28th February 1977 for
rectification of the Hegister by the removal of Trade Mark "“Crown Brand & Device"
Yo, 766 of 197G (hereinafter called "the cited mark No, 766 of 1976"), On the
30th January 1981, Mr, P, Murphy acting for ihe Regisirar of Trade Marks refused
the application for removal, Mr, Murphy stated in his Decision that he considered
that it was open te the Applicants to consider whether to apply for registration
of their "CROWN" mark under S. 22 of the Trade Marks Ordinance.

On the 30th June 198¢, the Applicants transferred their
application to Part B of the Hegister pursuant to the provisions of S. 13(3) of
the Trade Marks Ordinance (hereinafter called "the Ordinance™) and on the
26th March 1982 submitted, through their agents Messrs, Hastings & Co, evidence
in support of the applicatlion under the provisions of S, 10(1) and S, 22 of the
Ordinance,

In a first letter dated the let November 1982, the Registry
wrote to Messrs, Hastings & Co in the following terms :~

"I refer to the subject application and to all the statutory .

and documentary evidence filed in support thereof for the purpose
of soliciting consideration under Section 10(1) and Section 22

of the Ordinance,

¥hilst it has been disclosed to me that the annuzal sales turnovers
of the applicants' goods marketed under the subject mark "CROWN"
in Hong Kong amounted to $456,458,.- yearly 1972 - 1976, it is
considered that the following factors have created a situation

of "Iriple Identity" -



(i) The subject mark consists only of the word MCROWN™
ag the only identifying element whereas the cited
mark No, 765 of 1976 coumprise the words “CROWN BRAND"
in addition to a Crown device and the (2 & %% )

Chinese characters in circle border. In all likelihood,

the two ranges of goods sold under the 2 marks would be
conveniently verbally ordered as "CROWN Paint”,

(ii)Your clients' goods are paints, varnishes, lacquers
and enamels whereas those registered under the cited
mark are likewise paints, varnishes, lacquers, etc,

(iii) The applicants' goods imported from the United Kingdom
are for sale in the local market whereas the goods
of the cited mark though made in Hong Kong also have
a local market. The 2 sets of goods will also pass
through the same trade channels and obtainable for
purchase at the same kind of outlets by builders,
contractors, decorators.

Pursuant to the rulings adopted after Lion case (57 RPC 248)
relating to cases where a situation of triple identity ocecurs,
the applied for mark cannot be allowed for registration ungder
Section 22 of the Ordinance even upon the basis of honest
concurrent user in Hong Kong. It is considered that the use of
the subject mark "CROWN" onto paints etc. would invariably lead

to deception or cause confusion because it is virtually identical

with the cited "Crown Brand & device" mark. In the Lion case,
the Comptroller-General states the following in giving his
decision on page 254,

"Now while it is true that, in terms, subsection (2)
of Section 12 permits the registration even of
identical marks in respect of the same gcods by more
than one person, the subsection appears to contemplate
that, where necessary, such concurrent registrations
shall be made subject to conditions or limitations; and'
it would seem that conditions or limitations should be
imposed in any case where they are necessary in order

to prevent undue confusion and deception to the purchasir

public and that in such a case without them resort
ought not to be had to the provisions of the subsection,
And this, I think, is in accordance with the view taken
of the provision which was then S. 21 of the 01d Act

by the House of Lords in the case of dlex Firie & Sons
Limited. (50 RPC 147)" '



It was therefore only by way of amendments of both marks

and by impoeing territorial limitation with a narrow specifieation
of goods that had made possible both of the marks in question to
proceed in the Lion canme,

Reverting to the subject application, I have ccunsidered whether
there are any conditions or limitations which I could imposge

to reduce the likelihood of confusion, However it does not
appear that either by imposing limitations as to areas in which
the goods could be scld or by restricting the sales of goods to
persons engaged in building/decerating trades cculd be feasible,
On one hard, Hong Kong is very rapidly become one large conurbatic
with a high degree of mobility in the population to which
territorial/regionable limitations will not be applicable,

Un the other hand, the goods viz. paints and varnishes are
handled by many small business in the trade as well 2s purchased
by ordinary members of the public at large at times. Hence,

the likelihood of confusion in the trade wculd be as great as
the confusion among the general publie.

In view of the aforesaid difficulties created by a situation

of triple identity and the undesirable ccnsequences of cenfusior
or deception, I have to refuse the subject application for
registration in Part B of the Register under Section 10 and
under Section 22 of the Ordimance,

It is noted that the subject mark "CROWNY is often used with
the wavy pattern logo ' (jiZﬁ::j . it is felt that if the
logo iteelf were to be applied for registration under a fresh
application, it will be accepted for registraticn provided that
no conflicting marks will have to he invoked under Section 20
of the Ordinance,"

On the 1s%t November 1982, the Registry wrote a secend letter

to Messrs. Hastings & Co pursuant to 5, 21 of the Ordinance in the following

"I refer to the subject application which has been refused
regictraiion under Section 10 and under Section 22 of the
Ordinance.

“4

I would inform you that the subject application has to be kept
copending with the "CROWN"™ Trade Mark of Pending Application
Ro. 597 of 1982 filed by Messrs. Johnson Stokes & Master on
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behalf of TANG YIU trading as YIU HING LACQUER MFG. CGo.,

of 25 Tai Wo Street, Ground Flcor, Wenchai, Hong Kong for
registration in respect of "paints, varnishes, lacquers;
preservatives against rust and against deterioration of wood“.

Since both your clients' subject application and the cited
Pending Application No. 597 of 1982 are standing on the 1list

of Pending Applicatione, as a result, the matter falls to be
considered under Section 21 of the Ordinance, I therefore

do not propose to deal with the matter further at the present
time until the rights of your clients and those of Yiu Hing
Lacquer Mfg. Co. have been determined by the Court or settled

by agreement in a manner approved by the Registrar of Trade Mark:s,

In same connexion, I would draw your attention to the Registry's
circular dated 6th October 1982 (a copy attached) which sets out
the Registry's practice on applications goverred by Section 21
of the Ordinance,"

The Applicanis requested a Hearing against the decision made
on the lst November 1982 under the provisions of S, 10{1) and S. 22 of the Ordinanc:
which wae held on the 22nd March 1983,

It was agreed by Mr, Liao at the Hearing that in view of the
provisions of S, 21 of the Ordinance that aspect should not be dealt with at the
HBearing,

I propose to consider first the eviderce submitted by the |
Applicants in support of their application under S, 10 and S, 22 of the Ordinance,

This consisted of two Statutory Declarations both made on the
17th March 1982, one by Mr. Eric Frederick Baverstock and the other by Mr, Stuart
Walter Clarke, 'The Declaration of Mr. Clarke merely confirmed that he was the
present Secretary of the Applicants, Mr. Baverstock having retired on the 1st
January 1980 and alsa cenfirming the statements made by Mr. Baverstock in his
Declaration on behalf of the Applicants, .

Mr. Baverstock's Declaration contained, inter alia, the following
statemenis and information :— .



e

E/

1, In Clauses 1 and 2 he stated that he was the Secretary
of the Applicants up to the 31st December 1979 and was then
succeeded by Mr, Clarke and further that he had made a
Statutory Declaration on 8th November 1977 in support of the
Application for removal of the cited mark No. 766 of 1976.

2. In Clauses 3 and 4 he stated that the Applicants were

a Britich Company, manufacturing and dezling with business in
relation to paints, varnishes, lacquers and enamels; wallpaper
and wall coverings and had been incorporated in England in 1899
with limited liabilities,

3. In Clauses 5 and 6 of the Declaration he stated that the

Applicants were owned by REWD INTERNATIONAL LIMITED and that the
Applicants in turn had a wholly owned subsidiary company by the

name of CROWN DECORATIVE PRODUCTS LIMITED.

4. In Clause 7, he stated that on the 6tk day of May 1968
the Applicants purchased from FEDERATED PATNTS LIMITED, five
trade marks registered in the United Kingdom including in
particular the mark "CROWN" in the form of a Crown and shield
logo which was previously owned by Williamson Martin and Co.
Limited and was originally registered under No. 2806 in 1876 for
"paints, colours, varnishes and glue™.

5 In Clause 8, he gave details of the Applicants various
registrations in the United Kingdom of the Trademark "CROWN"
either in the representation of a crown or the word "CROWN" alon:
or in combination with other words, This included the marks
assigned as referred to above as well as applications made by thr
Applicants in their own name. He also confirmed that the
Applicants had a registration of "Flowline device" (which was
always used in association with the “CROWN® mark) in the United
Kingdomn,

&, In Clause 10 he stated that the marks mentioned in Clause
of the Declaratien had also been registered in principal countrie:
of the world. The details get out show registrations of various
of the marks in approximately 40 countries and included such
countries as Thailand, Eire, Australia, France, West Germany,

New Zealand, Brazil, Ghana and Jordan,

— .. -
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Ts In Clauge 11 he stated that the Applicants' trademarks
were very well-known in the United Kingdom and other markets

in the world where millions of litres of paint were sold undexr the
marks each year and in Clause 12 he set out annual sales figures
made by the subsidiary company in terms of quantity and value

for the sale of paints bearing the GROWN marks in the United
Kingdom for the past 7 years. This phowed total sales for the
years 1971 - 1977 of approximately £56 million with average

sales of £22,3 million,

a,. In Clause 15 he stated that CROWN marks had been used

in long Kong either in words or in logo since the 1950's which
included use by the British Armed Forces and Fook Lee Consiructio:
Company Limited and many other construction compznies and members
of the public, In Clause 16 he set out a list of the distributor:
in Hong Kong in so far as details were available. Ko details

wereavailable of the name of the distributors during the ownershiy

of the earlier "CROWN" mark by Williamson Martin & Co Limited
and Federated Paints, i.,e. for the years from 1914 - 1968,
Crown Decorative Products Limited, the subsidlary of the
Applicants, appointed W.H. Ingwcod & Company Limited as
distributor but Mr., Baverstock mtzted that the records of this
appointment had been destroyed and were unavailable, Oriental
Industrial Company was appointed as distributor from 1972 - May
1976, Hong Lee Construction Company from March 1974 - February
1975 and HBong Lee Trading Co., Limited from March 13975.

9. In paragraphs 17 to 20, he set out detzils and methods
relating to these distributorships and he stated (inter alia)
that the gocds during the periods referred to were sold to the
public and toc the retail trade in Hong Kong, but that documents
to support the earlier appointments could not now be traced.

10, In Clause 21 he gave the annual figures in terms of
sterling for the exporit of CROWH paints to Hong Kong by the
Applicante subsidiary company as follows :-

Year ending 31at March Amount
' £
1968 1,232
1972 5,243
1973 1,513
1974 5,062
1975 21,596
1976 156,717

April 1977 - August 1977 46,673

— —————— -
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11, In Clause 24 he explained that the 'CROWN' marks had been
extensively advertised in the United Kingdom through the media
usually employed in the trade, He gtated that the advertising
and promctional materials produced had been sent to local
distributors in Hong Kong for information and alse for
dissemination among retailers and users of the said goods bearing
the said mark in Hong Kong and in Clause 25 he stated that it

had been the practice of the Applicants for the advertising
compaigns and promotional work in Hong Kong to be conducted by th-
respective loczl distributors,

12, In Clause 26 he explained that no information was availabl:
from the former distributor namely Oriental Industrial Co. bdut

in Clause 27 he gave detalls of advertising and promotional
literature by the other local distributors, copies of whichwere
exhibited in Exhibits 12(a) - (g).

13, In Clause 28 he stated that Hong Lee Trading Company Limits
had undertaken congiderable advertising for promoting sales of

the said goods bearing the said mark in Hong Kong from 1976 onwarc
in local periocdicals and newspapcrs and in Clause 29 gave detailr
of the expenditure spent on advertising. This showed average
fipures of HK$30,000 for the years 1976 and 1977.

14. In Clause 30 he stated that the Trade Mark "CROWH Device™
wag registered in Hong Kong under Registration No, 111 of 1914
(representation of which was the same as the UK Registration

Ho. 2806). This mark was used on paint by Williamson Martin &
Company Limited up to and at'ter the war and was then transferrec
to Federated Paints Limited in 1950 who had used the mark for

a very long time in Hong Kong. He stated that thie registration
wag allowed to lapse in 1970 because it showed a different style
of' "CROWN" from the Applicanta' trade mark and consequently, the
registration had not been renewed. From 1970 onwards, he stated
that the mark had continucusly been used and advertisged in

Hong Kong in relation to the Applicanta' goods and there had
been no indication that it was to be abandoned,

15, In Clauses 31 and 32 he stated that by registration of
"CROWN" marks and sales of "CROWN" producte in many countries,
the Applicants had acquired a world-wide goodwill ineluding
Hong Kong in respect of the "CROWN" marks for its products
and that to the best ef his knowledge, information and belief,
the said mark had been for many years known through the trade
and to the public in the Colony of Hong Kong so as to become
digtinctive of the sald goods of the Applicants by honest
concurrent user thereof,



15, In Clauge 33 he stated that in support of this
applicntion, the Applicants aloo interded to rely upon the
affirmations/affidavite filed with the Registry in connection
with the Hemoval proceedings,

There were 11 exhibits to the Declaration and details of

the items exhibited arc as follovws -

1. Exhibit 1 contains copies of the documents referred to
in para, 7 of the Declaration recording the transfer of the
United Kingdom trademarks from Federated Paints Limited to the
Applicants, No record of any transfer of the "CROWN" mark
registered in Heng Yong was included.

2. Exhibits 2, 3 and 4 contain copies of the several irade
marks registered in the United Kingdom and other parts of the
world as referred to in Clauses B - 10 of the Declaration.

I note that most of the early registritions in other parts of
the world dnte from 1968,

%. Exhibit 5 contains copies of invoices relating to sales
in the United Kingdom. The dates of these involces range from
June 1969 — February 1977.

4, Exhibit 6 sets out overseas sales {igures for variocus
countries for the years from 1972 - 1977 referred to in
Clause 14 of the Declaration, It is noted that Hong Kong does
feature in the year 1872 but is included for the spubseguent
yeare, The sales figures for the Far East region range from
£17,000 in 1972 to £63,000 in 1975 and £188,000 in 1977. The

not

figures for each region fluctates both in the numbers of countriec
included and the amounts sold in each year, 1 ncte for example

that total sales overseas for the year 1972 were £598,839 and
for the year 1976 were £1,708,168,

5. Exhibits 7 and 8 contain copies of the first order by
Hong Lee Construction Co. in March 1974 and Hong Lee Trading
Company in March 1975 respectively,

6. Exnibit 9 contains copies of invoices showing export

of "CROWN" painis to the local distributors in Hong Kong.
These invoices shows orders for delivery to Hong Kong by the
applicants or its subsidiaries to the Local Agents from 1972 -

1978 and of these the most relevant are those from 1972 - June 167¢

being prior to the date of the Application., I note an invoice
on 16th May 1972 shows exports to Oriental Industrial Company
of painis ete. amounting to £4,412,59 together with some
advertiging materials.




7. Exhibit 10 is a copy of a letter dated 26th February
1969 relating to colour cards. ,

8, Exhibit 11 contains, inter alis, Twshirts, colour

cards and boards which are samples of the advertising and
promotional materials used in the Urnited Kingdom and sent to the
local distributors in Hong Kong.

g. Exhibit 12 contains copies of advertising and promotional
material used in Hong Kong., Most of these examples are dated
some time after the date of the application i.e, 1978, 1979,

I note the cover of the Builder Directory of 1976 and the photos
relating to the redecoration of Government House in 1976, It
seems that the only advertisement actually prior to the date of
the application is the extract from the December 1973 issue of
Building Materials & Equipment Hong Kong,

iC. Exhibit 13 contains copies of the advertising and
premotional work carried out by Honp Lee Trading Company Limited
but 1 note that these all relate to a period afier the date of
the application,

The present application is to be considered under the provisions
of 8. 10 and S, 22 of the Ordinance. I consider that for the purposes of S, 10(1)
of the COrdinance the evidence produced would be sufficient to establish that the
mark had become capable of distinguishing the goods of the Applicants if the

application were not barred by the provisions of S, 20 of the Ordinance in view
of the cited mark No. 766 of 1976,

This brings me to consideration of the case under 5. 22 of the
Urdinance. 5. 22 provides as follows :—

1]

In case of honest concurrent use, or of other special
circumstances which in the opinion of the Court or of the
Registrar make it proper to do 0, the Court or the Registrar
may permit the registration of trade marks that are identical or
nearly resemble each other in respect of the same goods or
description of goods by more than one proprietor subject to

such conditions and limitations, if any, as the Court or the
Registrar, as the case may be, may think it right to impose,"

The provicions of S, 22 of the Ordinance are the same as the
provisions of S, 12(2) of the Trade Marks Act 1938 and I consider therefore that
the United Kingdom authorities are applicable to this case,
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Mr. Liao referred me to Kerly's Law of Trade Marks ang Trade
Fames (10th Edition) from paragraph 10 - 16 to paragraph 10 - 21 which
paragraphs set out the general principles which should be congidered where
& question of honest concurrent user ariscs,

Fr. Liao in particular referred me to the words in paragraph
10 - 16 of Kerly as follows :-

"£11 the surrounding circumstances of each case have to be

token into account before a trade mark is accorded the privilege
of concurrent registration under this section and a consideratior
of the surrounding circumstances includes a coneideration of

the degree of deception and confusion likely to arise from the
use of the two marks., This tenders the provisions flexible and
adaptable {o each case as it arises,®

and in paragraph 10 - 18 .-

“The descreticn of the tribunal is unfettered and concurrent
registration may be allowed even when the probability of
confuecion is considerable. Every cese has to be determined
on its own particular merits ang circumstances,"

The general principles which I should take into account,
were laid down by Lord Tomlin in Pirie's Application /7(1933) 50 mEc 147 (B.1.)/

and are set out in paragraph 10 - 18 of Kerly., I conslder these principles
as follows :~

The extent of use in time and quantity and the area of the trade

I consider that for the purposes of establishing concurrent
user for the purposes of Se 22 of the Ordinance it is user in Hong Kong which
should be taken into account and at this stage, I propose only to consider such
evidence, In suppart of thir view I refer te my consideration of this point
ir my decision in the "RALORTE" case, Reference No. 604/77, 6044777 and 604B/717
at page 47,

The evidenca, as suppoerted by the invoices, shows exports

to Hong Kong of "Paints” under the mark "CROWN" by the Applicants continuously
for the period from 1972 - 19756, The exports for the years 1972 - 1974 were
erratic and not impresgive but the figures increased to £156,000 in 197€, Thuse,
the average males for the years 1972 - 1974 were only £3,900 but for the years
1974 - 1976 rose to £31,700. This increase can be explained by the inereasec
advertising by the distributors, Hong Lee Trading Company Limited from 1976 as
shown by the evidence produced., I note the user claimed for 1969 but the only
supporting documentation is the coleur card produced as Exhibit 10, |



The inveices show detailg of exports from the United Kingdom
by the subsidiary, Crown Decorative Products Limited, to the distributors but
there is little or no supporting evidence of galeg of such goods to the publie
and/or the retail trade in Hong Kong by the distrilbutors for the periods prior
to the date of the application, 1In addition, as I have already indicated there i:
linited evidence as to actual advertising before the date of the Application,
Fost of the saiples exhibited were produced {or the United Kingdom market ang
whilst it appears from the invoices that some of these were sent to Hong Kong,
there is no evidence as to whether thege were, in fact, widely distributed in

Hong Kong.

In Clause 17 of Mr. Baverstock's Declaration, he stated
that he also intended to rely on the various affirmations and affidavits lodged
with the Trade lizrks legistry in connection with the Removal preceedings.
Mr, Murphy dealt in some depth with this evidence in pages 24 -~ 30 of his

Decision in the Remova] proceedings a

id he stated in his Decision that this

evidence supported saleg by the Applicants from March 1974 and the expansion of
the buginess and sales in 1976 when Long Lee Trading Company Limited took over

as distributor,

The evidence submitted shows exports to Hong Kong frem
1972 « 1976 which amounts to appreximately 4 censecutive Years pricr to the

date of the Application. The user is

rot impressive although it increased

consicerably fer the two years immediately prior to the date of the Application,

I note from the evidence consicered by Nr. FMurrhy on pages 28

ard 29 of hie Decicion in the Removal

Proceedings thst cempanies with nhames

such as Worldwide Building Materials ard Excel Metal Praducts Limited were

customers for the Applicants paints,

It ie difficult to establish from the evidence how extensive
such user has been in terms of area of trade but it seems to me from the evidence
produced that such user did not extend to a wigde area in terms of either numbers

of persons in the trade or members of
rreducts.

the public who would be aware of the

I have noted and censidered the comments made by Mr. Murphy
in his Tecision in the Removal proceedings on the evidence of the Registered
Proprietor of the cited merl Ho, 766 of 1976 and note that he was reascnably

satisfied, inter alia, thet the Regist

ered Proprictor had used a Crown device

ont his goods since at lexzst 1968 but that {or the reascns stated he was satisfied
that the English words "Crown Brard" were not used by the Regintered Proprietor

until after June 1976 and that on the
probably produced and sold ordinary pa
time to time but no satisfactory evide

basis of the trade evidence he had
int under his "Crown device"” brand fron
nee as to amounts was produced, Tt also

—— e



appears from the eviderice in the Removal proceedings ths

2t the customers of the
Registered Proprietor of the cited mark No, 766 of 1976 were involved in the

trade =lthough the customers were involved in connection with painting of
transformers, electric fans ete

-

I am satisfied from the evidence that the Applicants have been
using their mark for the years from 1972 - 1976 which would he ueger which runs
concurrertly with the user by the Registered Proprietor of that part of the
cited mark No, 766 of 1976 as consisted of the "Crown device,

It would appear that neither parties user was very extensive
but it seems from the evidence thzt in both cages the goods were mainly sold
to persons invelved in the trade., It seems that the eviderce shows sales to

different sectors of the trade although it doesscen that such sectors could
overlap,

1 have some doubts as to whether a case of concurrent user
for the purposes of S, 22 has in fact been established in this case. 0On thig
point, T note the L'AMY cage 1"(1985) RPC 1277 and-in particular the words
of Mr, Myall at pafse 145 - o

.

"The provisions of section 12(2) are designed, it seems to me,
to recegnise and take account of the fact that ihe relevant
public can, by familiarity brought about by cencurrent user,
learn that there are two similar marks in use and so be educated
to the neca ror examining them with more than ordinary care,

and thus to distinguish between them. Thig requires that the
same public have met bolh marks in the merketplace and that the
opportunitics for doing so have existed long enough to provide

8 reasonable opportunity of assessing "the degree of confusion
likely to ensue from the resemblance of the marks which is to

and further on page 145 ;-

.

"As a practical matter, the assumption of user of the registered
trade mark is made at the ‘ex parte stage, but where the owner
of the registered mark succeeds inter partes under section 12(1)
and section 12(2) is invoked in reply, I think the matter is

at large again and the discretion cenferred onthe Registrar by
the subsection must be exercised de novo."



I also note the comments of Mr. Mcorby in the "JOY" case
(Rosedale Preducts Limited's Application 1968 ISR Vol, 5) at page 97 :=

"The ecnclusion I draw from the ovidence as to the extent

of ccncurrent use is that the JOY products of the applicants
have been promoted in the main as bulk supplies for use by
hairdressers in the service performed in their saloens for
customers, There is no evidence of any appreciable sales
through normal retail channels such as chemists' shops and
departmenit stores where sales of the opponentis' JOY products
heve taken place, I%t seems, therefore, that there has been
no ccncurrent use of the applicants' mark on their precducts

pide-by-gide with the use of the opponents' mark in the same
trade outlet,”

In this case there is no evidence of use side-by—side in the
same market but on the evidence we are dealing in both cases with szles of
goods to persons involved in the trade rather than sales to members of the public,

The consideration of thie case for the purposes of S, 22 is
at present ex parte and whilst I have the benefit of the evidence of the other
party in the Removal proceedingzs, I consider that I should not be as strict
in my interpretation as in those cases where the issue under 5. 22 is considered
inter partes,

Takiny into account all the circumgtances, I consider therefore
that there has been concurrent user but that such user has not been extensive
in either terms of guantity or area of tradc.

The degrec of confusion likely to ensue from the resemblance
of the marke and whether anv instances of confusicn have in farct

heen proved

I consider it appropriate here to set out detzils of the two
MAYLS,

The Applicants mark is the word "CROWN" in bloclk letters
and has been applisd for in respest of "paints, varnishes, lacquers and
enamele”,




The cited mark No. 766 of 1976 is in the following form
and is in respect of "paints, varnishes, lacquers, preservatives against rust
and againat deterioration of wood", '

Crawr Gread,

We have here the cited mark No, 765 of 1976 which has
a device of a crown and the words "Crown 3rand" in English and in Chinese
characters to compare with the Applicanis mark "CROWN", As can be seen,
& feature of both marke is the identical word "CROWN", The cited mark also
has the additional features of the device of a crown and the Chinese characters
meaning “Crown Brand", I take the view that this does not assist in differentiat.;

the marks as the device in my opinion is clearly a crown and would be so identific.

I have considered the rules of comparison as laid dewn in paragraphs 17 - 07
and 17 ~ 08 of Kerly in so far as they are appropriate to this case as follows :—

-

(1) Idea 6f the mark

I have to come to the conclusion that taking the marks as & wholr
the idea of the Applicants' mark is identical both vicually
and phonetieally to the cited mark No. 7656 of 1976,

4
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(2) Ear As well as eve must be considered

I consider that leooking at the mark as a whole, again both
rhonetically and visually, that the marks are similar and
agree with the view expressed by the Registry in its letter
dated 1lst November 1982 that the Applicants' mark would be
verbally ordered or asked for as "Crown Brand”,

(3) Imperfect recollection

Taking into account the points mentioned in Kerly at paragraph

17 - 23 T consider that the possibilities of confusing the
Applicants’ "CROWN" mark for the cited mark No, 766 of 1976

or vice versa through imperfect recollection are considerable,

I take the view that this would apply a3 much to persons involved
in the trade as to members of the public as it appears there are
a large number of small firms involved in this particular trade,

Thus after taking into account these considerations, I take
the view that the marks are virtually identiecal,

In addition to the similarity of the marks, I note that the
goods applied for by the Applicants are "paints, varnishes, lacquer and enamel
whereas the goods registered in respect of the cited mark No, 766 of 1976 are
"paints, varnishes, lacquers preservatives against rust and deterioration of wood",
The goods applied for by the Applicants are identical with the goods registered
in respect of the cited mark No, 766 of 1976 except for preservatives etec, which
I consider would be goods of the same description., I note from the evidence that
both parties have actually used their marks on "paints",

As already indicated, there is little evidence to show the
markets used but from such evidence and taking into account the nature of the
goods I agree with the view expressed by the Registry that the two sets of goode
would be likely to pass through the same trade channele, i.e, builders, decorators
and contractors, and indeed if they were distributed through retail outlets
these could well be the same,

As Mr, Liao rightly said no instances of confusion have arisen
tut in view of the small sales by both parties to a fairly limited sector of
persons involved in the trade, and, until, 1976, the limited advertising by the
Applicants this is net totally surprising, I take the view however that I have to
congider the position where both parties substantially increase their sales in
some or 21l of the goods applied for.



This is clearly a case where the question of “triple lderntity"
arises; i.,e, identity of mark, goods and markets.

Mr, Liao addressed me at some length on the question of
"triple identity" and centended that this was not a rule of law and referred me
to paragraph 10 - 18 of Kerly and in particular tp the part I have set out on
page 11 of this decision,

1 consider it appropriate at this stage to deal wilh the
history of the concept of triple identity,

I note that reference to thig originully made in an
Official Ruling, mode prior te the decision of the Hiouse of Lords in the Pirie
cage already referred, sect out in (1929) 46 RPC Appendix A, It was stated in
this ruling that :-

"Row while it is true that the previcions of that Section

are wide cnough to permit in a guitshle case the registration
for difforent proprietors of the same Mark for the same goods
or the same description of goods, the rcference therein te the
imposition of conditions and limitations as to mode or place

of user or otherwise ¢learly I think emphasizes the duty of the
Registrar in such cases of considering whether, withoui such
conditions or limitations, the registration ard use of the Mark
propeunded would be likely to cause deceplion or confusion,"®

The "Lion Brand" case referred to in the letter from the Regietr,

dated 1st November 1922 further censidered the question in the Yight of the
"Pirie" case. The Comptroller-General at rage 254 clearly envisaged that

some conditions should be attached before registration war permiftted in respect
cf the same marks and the smame goode,

I note also the "Caravillas" case (1981) RPC 381 and ‘he
words of Nr, Myall at page 386 1~

"But where, as here, the two marks are substanticlly identical,
2re Jer the same goods {es dintinct from goods of the same
description), and have both been put into use in the same
markedl, tie Registrar ecannot rut them both on the register
since tne "triple identity" is bound to lead to unacceptable
cenfusisn or deception of the public and his normal course is
efther to refuse to rroceed with holk of them 6r te allow

—r



both to proceed to advertisement before acceptance of either
of them so as to allow cross-oppositions.to be filed and,

in the event that both oppositiong Succeed, or both fail,

to refuse both applications, "

The situation ip this case ig different in that one mark
1s already on the Register and the course suggested by Mr, Myail carmot apply.

I also note that in "A Pracﬂical Guide to Trade Marks" by
Amanda Michaels there ig reference to Sg, 12(2) & (3) of the Trade Marks Act
1938 at page. 46 as follows HE

"The Registry cannot 80 80 far under thig section as to permit
the registration of twe marks having "triple identity", that is
idertity of mark, of goods and of market, Although there ie
provision for §, 12(3) clashes to be setiled by the Court thig j.
rarely uged,

The agreements which may be reacked under S. 12(3) include
Teservations as tp the mode of use, colour and territory, as wel:
as restrictions to particular geods, In the "Lion Brapad" case
for instance, 8eparate applications vere made by two companies
for very similay marke for fish, both marks having already been
in use; one party's area of uge was larger than, and allegedly
included, the other's, The Court was loath to apply s, 12(2)
becavse of the streng likelihood of cenfusion against the
publie interest, but wag prepared toregister hoth mzrks once
agreement had been reached between them 1o Separate the areas
in which each proprietor would use hig mark,"

I derive consideradle support from these examples that the
fact of "triple identity" and the resulting greater possibilities of confusion
to the members of the public,ig one of the matters T should take into account
when considering whether registration can be permitted under S, 22 of the Ordinanc:

Taking all these factors into account, I congider therefore
that the degree of cenfusiaon between the two markg must be very considerable
and further T consider that any customer,whether invelved in the trade or 2
nember of the public,could be confused or deceiveg into thinking the marks came
from the same Eource,



The honestv of the concurrent user

I have censidered the facts of this case and all the surrounding
circumstances and I have no doubt as to the honesty of the concurrent user,

The relative incenvenience which would be caused if the mark
were repistered, subiect if necessary to any cenditions and
limitations

I have censidered whether any conditions or limitations
could be imposed to reduce the likelihood of ccenfusion but agree with the
view expressed by the Registry in the letter dated the 1lst November 1982
that no such limitations or conditions are feasible in this case.

I have furfher to consider the relative incenverience hoth
to the parties and to the public if the Applicants mark were to be registered,

Fr. Liao pointed ocut to me the fact that, as shown by the
evidence, the Applicants have registrations of the "CROWN" marks in the United
ingdom and in many other countries of the world including countries in the
Far East as well as Burope. The evidence shows very extensive sales in the
United Kingdom since 1969 and sales in many other parts of the world since 197Z2.
FMr. Liao further argued that as infringement proceedings were threcatened that
if the mark were refused the Applicant might not be able to use the mark in
Hong Kong and that this fact would cause inconvenience and difficuliy to the
Applicants in marketing their goods in Hong Kong and in all probebility they
would have to use a different mark in Hong Kong from that used in the rest of
the world,

N

To support his arguments, Mr, Liao referred me to the "ACED
case (1965 RPC 365) and tne words of Dr, Atkinson, the Assistant Comptroller
at page 373.

"It is also stated in this anthority that the Registrar must
take into consideration the degree of hardship which would be
imposed on ons party or the other according to the way the
decision runs. The extent of user by both the applicantis ani
opponents of tuelir respective marks is not large and appears
to be roughly of the same order, As I have indicated above

I do not consider that deception would result from the
registration of the applicants' mark and also that the degree of
hardship on the opponents is small. The applicants are a large



Belglan Company who have oxtensively used the trade mark

ACEC abrozd and have made considerable efforts to introduce
their goods into this country. From a consideration of all

the circumstances of the cage I think that the hardship
inflicted on the applicants by 2 refusal of their mark would be
greater than the hardship which would be inflicted on the
opponents by the registration of the mark applied for,"

T note from the facis of the “ACEC" case that the Assistant
Comptroller had considered that deception would not result and that the
degree of hardship on the opponents wan small.

I am much persuvaded by Nr, Liao's arguments on the question
of hardship to the Applicants which in view of their extensive user in the
United Kingdom and overseas is, I agree, considerable and I have sympathy with
them, The user of their mark in Hong Kong is, however, not large and until
1976 the evidence does not show, in my opinion, that the Applicants were
particularly active or agrressive in their marketing approach in Hong Kong
winich was considered a relevant factor in the "ACECY case.

I consider that in addition to considering the degree of
hardship on the Applicants, I have also to consider the relative inconvenience
caused to the public as well as to the parties and I am supporied in this view
by the decision in the "L'AMY"™ Trade Mark case (1983 RPC 137) and the words of
Mr. D.G.A. Myall at page 145 :=-

"The matter is not simply one viz-a-viz the applicants and the
opponents and J have to take account of the public interest,
When matters of possible confusion or decepiion of the public
are in issue, I consider that interest fo be paramount, The
oppenents may at any time put their registered mark into use
and the applicante may begin to sell their frames through the
same kind of markets as the opponents,”

In this case neither party has shown extensive uger and as
already stated little evidence of advertising in a wide market in Hong Kong prior
to the date of the application has been produced., It is however open to the
Registered Proprietor of the cited mark No. 766 of 1976 to expand his sales,
1f he expanded his sales of paint, in particular, and if the Applicants mark were
allowed to proceed, I consider that the possibility of the public's being confuses
to be substantial., This factor in addition to the similarity of the marks and
goods must support the view that the*inconvenience and confusion to the public
could be considerable and in my view the risk of such confusion would be greater
than the hardship caused to the Applicants,



Mr. Liao also referred me to the words in S. 2?2 "or other

special cirgumstances” and I consider it appropriate to deal with this point
at this stage.

Kerly ot paragravh 10 - 21 deals with the words "or other
special circumstances” and I note this can include any matter pecular to
the Applicant in the casze in point.

Mr. Liso referred me in particular to the following :-

(1) The long history of the "CROWN" mark since 1966 in the
United Kinpdom and the earlier "CROWN" mark registered in Hong
Kongr.

(2) The extensive sales in the United Kingdom and the worldwide
sales under the “CROWN" mark.

(3) The registrations of various “CROWN" marks in the United
Kingdom and in various parts of the world,

(4) T™he fact that the cited mark No. 766 of 1976 was, as already
referred to by me, originally applied for and used as the
"Crown device" alone prior to 1976.

%) That prior to the Removal proceedings neither party had heard
p -
of the otner parties mark.

(6) That there are no instances of confusion.

In considering these points, I note that in Hong Kong the user
by the Applicants has been only since 1972 and has not been extensive and that
such user did not commence prior to user by the Registered Proprietor of the
cited mark No. 766 of 1976 of his "Crown device" and further that the earlier
"CROWR" mark registered in Hong Kong in the name of Williamson Martin & Co Limitec
and Federated Paints Limited was not in fact at any time owned by the Applicanss.

I note the wvaricus registrations and user in the United Kingdowm
and in various parts of the world but I am not satisfied from the evidence produce:d
that such worldwide user resulted in widecpread knowledge of the mark in Kong Kong
and although such worldwide user supports hardship, it is not, in itselt such as
to warrant special circumstances in this case.
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| The fact that there are no instances of confusion and the method
of user of the cited mark No. 766 of 1976 prior to 1976 are factors to be taken
into account but are not in the circumstances of this case of such importance
in view of the relatively small amount of user by both parties,

Mr. Liao referred me to the "Duler" case (1975) RPC 275
where it was held that once the honesty of the applicant was established ang
it was otherwise just in all circumsiances that the mark should be registered,
the degree of confusion and even instances of actual confusion are relatively
unimportant, I note, that in the "Buler" case the marks were not identical and
it wasg, in fact, considered that the risk or confusion was slight., This Judgement
does lay down an impertant principle but it was decided on its own facts and
should I feel be distinguished from cases where the risk of confusion to the
rublic is considered &o be such that the interest of the public should be
considered paramount,

I am supported in this view by the words of Mr. Myall in the
"L'AMY" case already referred to by me and also the comments in Australian
Trade Mark Law & Practice by Shanahan at page 168 ac follows :—

"In the "Buler" case the likelihood of eonfusion between

the marks {"Buler" ang "Bulova") was in fact considered to be
slight, Presumably it will still be difficult to obtain
registration where the marks are idertical, and even more
difficult in ceses of so called "triple identity" where the
marks and goods or services correspond and the areas of uge
overlap,"

S. 34(1) of the Australian Trade Marks Act 1955 is, 1 feel
sufficiently similar to 5. 22 of the Ordinance to enable these commentsg to be
of assistance in thig case,

On the guestion of special circumstances, Mr, Liao referred
me 21so to the "Granada" casge (1979) RPC 302 in which case it was censidered
that the likelihood of cenfusion was substantial but I note there were special
factors in that cage which were taken into account and not the leagt the fact
being that in the registered mark the word "Granada" was disclaimed.

It seems clear from the cases coensidered and the textbooks
thet I should consider this case on its awn particular facts and circumstances.r

Mr., Liao submitted thet I could exercise my discretion under
S. 22 of the Ordinance to allow the Applicants mark "CROWN" to proceed to
advertisement and for the matter to be considered and argued in opposition
proceedings. I note however from paragraph 10 - 18 of Kerly that the onus isg



. - 23 -

{ration and 1 take the view thet if 1 am

on the Applicants to justify repis
22 of the Ordinance

gatisfied that I should not cxcrcise my dincretion under 5.
then I should not proceed on such basis,

Having considered this case on its own particular facts

and civeumstances, I take the view that nejther the special circumgtances

in thigs case nor ihe censiderable hardship to the Applicants are sufficient

to aoverccme the very considerable possibility of confusion to the public if
boih marks were allowed to be on the Register in respect of the same goods.
Accordingly, having taken into account all the circumstances of this case,
jnciuvding tne fact that I cannct impose any suitable 1imitations or conditicns,
1 do not censider that the Applicants have catisfied me that I should exercise
my discretion to allow the Applicants' mark to be registered pursuant to S, 22

of the Ordinance,

In view of this, I must maintain the citation of the cited

merk No. 766 of 1976 under the provisions of S. 20 of the Ordipance and the
Applicants' mark "WOROWK" in Class 2 in respect of "paints, varnishes, lacquers
and enarcls" cannot, therelore, proceed to registration and the Application

is accordingly refused. g

i Cadobes

Misg A.C. Waters
Assistant Principal Solicitor
b april 1984





