R THE MATIER of the
Trade Marks Ordinance, Cap. 43,
and
IN THE MATTIR of enm ip:-licatien
{No, 1770 of 1976) by Imperial Group limited
for the registrition of the Trade Mark

SIMPLKIAL International Lubel"™ in Claas 3h,

SPATRMENT OF OROUNDd OF _DIgIsicn

On 7th Degemhar 1976, Imperial Oroup Limilted, a British company,
of Za3% Straet, Sedminater, Bristel, Bngland (hersinaftsr roferred to as
"ehe Apolicant™) subnitted through ita agenta, Mesare. Johnson, Stokes &
Master {hereina ter yeforred to an "the Solicitors™), am application dated
204h Catoher 1975 for the reglotyation, 4n Pard A of the imgiuter, of the
trade mark "IMPIRIAL Intornaticnal Label™ im Class 3 in respect of tobdaeco,
whether menufactured or unaannfuntureé; gubatances for smoking, sold
separately, or blended with tobasco, none bating for madicinnl or curative

purpoars) smokers! articlan included in Clans % snd mn:shoa.

The suproriing 3tatutory DJeclaration, m:de by ¥r, Harbert ipley
3entlay, & directer of the Aprlicant, and dated 20th Ustcber 1976, atated
#hat the trade wark hod not thitharto been used by the Applicant in any
country or -lage or in “onz Xong in respcet of the joo'la mantionad in the
arplication, but that it wao the Ap 1igant's intention go %o usa it if and

when it was regiatared,

The mark gonsists of 2 large lettar "I and within which there



O L e % o it e s g

are 3 coat of arma in the ~iddle, the word WIMPRRIALY im block capitals

undernsath the coat of armw and the word “Intermational” undernmwath the

word “IHPERI.M.

On Sth Jamuary 1977, the Trude Marka Registry (hereinafter

refarred to ss "tho Hezistry") informed the dplicitors that -

*
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(11)

(141)
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The Registry saild that befors commenting on the reglstrability of the coat of

arma appearing im the mark, the Zegistry would waunt to know whether it belonged

the word "IMPERIAL" wan objeationable for registration
under Trade Horke Rule 4(¢) beocaune it led people to
think th.t the Apnllcunt eithar had or rescently had hed
Hoyal patronage or authorization, whether or not such
wass tha dasaey

tho word MIMP.RIALM menning "of suparior or unusual
size or sxcellancs" was alan gonaidered to be landetory
al tha quality of tha gnodasj

the word "Interna-ional' waa descristive and laudatory
of the goodaj and

the "I" davics wes indistinative for regiatration.

to any partiocular person or body,

Ia their lettar of 20th Jamuary 1977 o the Regiatry, the Solicitor
nointed out th.t, with regard to the Beglatry'a objections raised under tule
4{g) and 3sation 9{1){d) of the Trade Marks Ordinance, they had discovered a

number of registritions of the Trade “uri "IWHA L" registered in other casea,

which ware Trade Maria Nea, 724 of 1948 in Class 42 (3shedule IIE); 27% of

1965 in Class 163 963 af 1968 in @lass 9; 1Wd1 of 1967 1ia Clasa 9 nnd 533 of

=



1972 in Class 9. Tho Solisitora 2lso asked whathor the word "International®
and the "I device obuld sonmuin in the label 12 they wers disclaimaed.

Ca 11th Fedmary 1977, tho Solioitors informed the Registry that
the coat of arms appoaring {2 the merk had heea rocorded ai the College of
Aras by Isporis) Tobeoco Uompaay ldmited which wes a wholly owned subsidiary
of the Apnlieant,

On 16th Fahwuzyy 1977, the Fegistry infarved the Solleitors that

the Registry malastained a1l tie objections to the marit.

On 30th Marah 1577, the Soidcitors wrote to the Reglstiry and ¢ ukad
12 the Rogistry would accept the mark for registratlon subjzet %o a dis-
claiwer of the word “IMPERIAL", Ia suport of their subwisaion, tha Solicitors
enclosed copies of the U, %, Trede Harks Journal with varicus “Label" applice
ations introducing the word PIMPERTAL™ (subjaot to disclaiuer) which had.be.n

accepted for registration in the United Kingdon,

On 22nd April 1977, the Registry renlied to the Solicitors' letter
of %th Nareh 1977 in tha following Serus =

"1 pegrot that I cannot aseept tho eubject mark for registration

aubjeat to a dieclaimer of the word 1THP3AIAL" yhish 4ia the

prominent word faature of the murk, The remaining components

of the mark 7izs the letter 1", and, the word "International”

are hoth indistinctive. As regarda tho coat of arus davice,

{t is reprecented =m tha lesa prominent comnonent of the mark

veanuse Hf $ts comparatively smaller size in relation to othar



elements of the mark formed es & whole, Baing such, 1t is undesire
able that it becones the idontifying element of the mark. Even

if the word “INPERIAL" had been disolaimed, the cigarettes sold
thereunder would still de reforred to by the word "IMPE-IAL"

oy YINPSEXAL INTERNATIONAL™ both of vhich are unregistered and
dienlained,

Unlile the subjead wurk, the word YIMPERI.AL' in the several marks

as shown in the copy sdvertisements in the U,XK. Trade ¥jrks Journal
ia either secondary in sise or prominence or it ia only placed
asongst othor repistered word and/or davice elements in the respnot-
iva marks such as "White Diamond™, *Carriage & Cottage device", "the
reprosentation af Napoleen Bonarparto on horse baek", "Sohinx device™
"Birds & Crown deviss® cta, kll-theaa morks pozucas other registrable
elements as prominant features even with the word "Imperial” appear-
ing thoreir had baon disolaimod,”

By thoir letter datod Sth lovember 1577, the lolieitors informed the

Registry that in view of the Raglatry's objection to ths word "IMPERIAL",
which being the most prominent word feature of the nark and was an unregistr-
ablo featurs, the ipplicant wes willing %o reduce the aize of the word by
roughly helf of its original eise se ghat the word wuld a pear considersbly
loca dominant whea in comparison vith the other festures of the "IMPERIAL

International label®™,

On 2bth Pebruary 1978, the Reglatry wrote to the Solicitors in

the following tarme »

" regret that your auggestion as to reduca the size of the word

Jare



HINPERIALY and entering & disslaimer therwof will not enable me
to agsept the marks for registration ia Fart A of tha Ragister.
The sudjeat mark gsntuins the big letter "I" dovice as tha central
featurg, whish is {ndistinctive for regiatration, It im noted
thad the mark in the applied form is only a subjeot of registrat-
ion in Part § of She Register in the United Kingdom, The adver-
tizsment theroof appenrs im the U, K. Trade Marks Journal No. 5180
pEe 2508, The vords “IKPERIALY, "INTIWMATIONALY and the letter
14 Rave beon disclaimed.”

On 16%h Moy 1978, the Solicitors om bohalf of the Applicant filed
a Forn TMS dated 124h May 1978, requenting for thin 3tatemont of Orounds of
Deeision. Thora having beem no formal hearing in conasetica with the
rogistrability of the mark, thiz Statement 1o necoasarily confined to the

natters raised in corrsep-ndence betweon the Solieitora and tha Reglsiry.

As I uaderstand 14 fros the sorrespondence exchionged bdetween the
Solisitors snd the Ragistry, the Applicant =ought to register the mark on the
gonditions that e
{4) the size of the word "INPERIAL" will be reduced by roughly
half of its original size; and
(41) the words "IMPERIALY and "Internstional” and the letter

" vill be dicolaimed.

The Applisant did not e¥pressly dissuta the original objeotions
of the Feglatry raised in ita lebtler to the 3olicitors of Sth Jamary 1977.

Inatead, the Soiicitors polnted out with regard to the Jsgistry's objection



to the word "Imparial® Shat there were rogistr.tions of the Trede Hark
"IMPERIALY registered in other eagos, In fagk, the Reglatry did not sub=
sequently persus the sbjeotios to the word '"INPUAIAL" under Rule h{a) of the
Trade Harktns Bules, XA my view, the manner in which the word TIMPSRIALY 1a
used (which i oniy a part of the mark "IMPERIAL Intermational Lebel") is
not wuch as to be liksly to leed persons to thimk that the Apprlicant either
hes or recently hra hsd Royal patronage or authorisatioa, vhether or not
such be the case,. Inatand; 1 find thad it ia used or intended to be used to
indigate the goods are of superior or unuaual oxeellanae or of fancy quality.
According to Webater's Third New Intermational Meotionary the meaning of the worc
“{gperial” inoludes "of superior or umusunl sise or sxesllence’; "of faney qualit
- used as a deeignation of variousz com-ercial groduets™, With regsrd to the
other objestions raised by the Reglatry, T agrae with the legiatry's views th:t
the vords "IMFERLAL Intern-tional” are desoriptive and landatory of the goods,
.nd the lattar "I" is indlatinetive, The words "1PERIAL International” when
usad on the goois of the Applicent gonvey the {dea that thea gogda are of
sapsrior or umusual excellense or of fansy quality =nd thnt they have an
jnternational atamding, end thuas, in & view, hns & direct roference to the
character or quality of tho goods on ghich 4% im ussd., Registration of the
mark containing these words under ssgtlon 9({1){4) of tho Trode Harks Ordinance
muat be refised. Im this matter I om guided by “Horly's Low of Trade Mnrka
and Trade James", 10th Sdition, at parsgraph 8.29 regarding decisions on the
correspornding provisions in the United Xingdom icti

"Phe varicus docisions are listed Below. Tou of them are of vaiue

as loying down any definite srineisle; nor would they saem to imply

any vory conseistent preotice, One reascn may lie in this, th.t

almdet svery immedi tely atfraative trads mark ias, in some aensé,



depariptive or lavdatory of the goods and #0 in some degree has
refarsnce {0 thaiy mtor or cunlity. The difficulty is to
dsoids whether that referense is a dirsct reforence: one that
sericualy affects the word's capssity for distinguishing goods from
e particular souree, as diotinet from the mort of reference that
gen e found only 28 an agodenio exercise, 7This ia at best a some-
what astaphorical quenstion and one depondiag ultimately upon the
resction of the publie te the shoosn word, In these circumstances,
the Begistrar, who has a duty to maintain ths purity of the Register.
may will inoline to rely upon possibilities of interpretation of a
mark whish later experience may show to be fansiful, Jometimes, he
ona be persuaded hy argumentj but in goneral, the applicant's

ner cvuras ia so apply agaln when the mark has been toated by
use, This {s by no meana %o be regardod as a hardahip upon appli-
gants: it must net be forgotion that Af the Jegistrar regiasters und:
peotion 9(1){d), without evidence of distinctivencss, a mark that is
1ater held to bo directly desoriptive, the mark may {(until scven
years have olspsed sinse registration) be struck off as wrongly

registored.™

If I uaderstond the -osition clearly and correctly from the
correspondence exchanged botwaen the Solieitors and the Hegiatry, the only
question which I em asked to determine ia whather the zark applisd for i
accaptable for pegiatration &in Part A of the Hegister subject $0 =

(1) tho sims of the word "IMPERIAL' Seing reduced by roughly

half of its original eize} and

(14) the words "IN ERI.L" and ""Interaational' and the letter

"I baing disclaimed.



with tho disolaimer of the words and the letter as proposed by the
Aprligant, what iz loft in the mark is only a soat of arcs tho size of vhich
13 lous than one sevonteonth part of the whole mark, The cont of arms does not
appear to the eye te Do a promiaent feature of the oark as a vhole. On the
othey hand, the words and the lstter "I" forw & prowinest feature of the mark,
Bven with the reductios in eirze 0f the word "INPERIL" end the disclaimer of
the words and the letter, the goods will still tend %o be imown by the words
STMPRATALY or RIMPURIAL Internationsl™ and the letter "I just am if they were
aot disclaimed, but the osssntial fastures of the mark, beoauss any distinctive
siznifiennce which tho cout of arme 2ay have is overwhalmed by the prouinsnce
of tha words and the lettors The wark would still convey to the eye and ear of
the purchaser of the goods thot 4% is the "IKPSHIALY opr "IM’ERIAL Istsrnational’
sark. Therafore, 18 ty viaw, the murk us 3 whels, whether or not subject to the
discludmars, hes a direct reforsace to the charucter or quality of the goods and
ia also indistingtive, I have o vefux: vazistration of the mark.ir Part A of

the Raziater.

The Reglatry notod in its letter of 2uth Fabruary 1978 that the
gark was vagistared in Part B of the Reglister in the United Kingdom} the
words "IMFIRIALY and "INTSRNATIONAL® and the leiter "™ having been disclaimed,
But o nuestlon of Part 3 registration under ssction 10 of the Trade Marks
Opdinance arises here ac ther? had not been two year boma fide user in Hong
Kong prior to the date of ths Application, 0Of course, 1t will e open to the
Applicant 1n due dourse, after the mark has been uased in Hong Keng for two
yoars or aore, to apply for regictration in Part 3 of tie legister under

section 10 of the Urdinance. ‘fMether or pot guch an application would be



succensful ias, of oourse, s motier an to which 4% would not be right at this

stoge for me to expreas any view,

{Le 8o Bhum)
Assigtant Principal Joliecitor
7th loptusber 1978



