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IN THE MATTER of the Tr:de Marks Ordinsnmoe
ABD
IN THE MATTER of am Application (No.1621 of 1976)
by Puremen Knitting Faotory Lismited ¢o
regioter the trado maxk "HORTITT®
in Clases 25mmtdm_
IN THE MATEER of momzumbyumtrgmted
AND

mmmm«tmammwuﬁmnmm
tostaxﬂnwttenmoeedings ,

DECISION
of
Mr L.S. Shum, acting for the Registrar of Trade Mirks.
Hearing on 23rd Harch 1978.

Mr A,G, Rogsrs instructed by Messrs, Wilkinsen & Grist appeared for the Opponent.
Mr A. Liao instructed by Measrs. Lau, Chan & Ko appeared for the ipplicant.

On 11lth Hovember 1976, Furcmon Enitting Pactory Limited of 1059-1061
Tung Chau Street, let floor, Kowloon (bereinafter referred to as "theipplicant”)
lodged an application for registr:tion of the trade mark "MONTHTT" in Class 25
in respect of garments, On 14th July 1977 the Applicant amended the mark to
"Hontitt". On 15th July 1977 the apoclication for registration of the mark
"Montitt" was accepted and 2 notice to advertise was issued by the Trade Marks
Registry.

On 3rd August 1977, irtinit Limited of 67-68 Mirader Mansion,
2nd floor, Nos. S54~56 Nathan Boad, Kowloon (bereinafter refexred to as "the
Oppanent®) gave Hotice of Opposition through its agents Messrs, Rg snd les,
Solicitors. The grounds of the opposition is that the mark “Montiti" cbnfiicls .
vith trade Mark No.202 of 1974 “Montant® of which the Opponent is the registered
ovner and which mark covers the scme Class of goods, and is likely to decelive
or camse confusion.

On 30th Septembar, the Applicant through ita agemts Messrs. Lau,
Chan & Ko, Solieitors filed a Counter-Statement setting out the grounds in
support of its application as follows i~

1. The ipplicents are mamufacturers and sellexrs of, inter alia,
clothing.
2. The vord "MORTITT™ is an invented voxd,

3. PFurther or aitematively, the vord "MONTITT" is a word having
no direct reference to the cheracter or quality of the goods
and not being acoording to its omiinary simificatiom a '
gecgraphical name or 2 gurname.

4. Further or altermatively, the word "MONTITY" is a distinetive
mark.

(Cont'dece.)
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5« The proposed mark “"MONTITT" is nbt identical with nor so nearly .-
wm&m.m&1ﬂ4dﬁewmt'sahh;
1ikely to deceive or cause confusion.

mawmtmnmwaw&ermmﬁmm
the notice of opposition :-

- "Shat the Oppoment appears ammmmmnmmw
amdmwk&dlﬂ4whmmmmdmefm

as that in respect of vhich the mark propounded &s applied for.®

On 1I7th Gotoder, 1977, Mecars. men&.%t,mmeus.
mt&fumwm&wmmmmmm s
Registry that the use of the word "Honkiti" was currently under litigation
to the extent that the Oppanent had odisined an injunction agatnst the Appliocwht
restraining them from any further use of the word "Montitt™ in relatiem to ™
ladies' clothings, and requesting that sll proceedings relating to tho trade

m;nmuwusmmmamwmmm(mmw
Coart).

Upon the Applicant's refusal to agree to a stay of proceedings,
Mesars. wm&smthdMOWmn&mléﬁhmlws
for an inter-locutory hearing before the Registrar to detemine the questicn
of vhether the proceedings should be stayed. In support of the application
to stay Messrs. Wilkinson & Grist filed a Statutory Declaraticn of Mr. G.P. -

¥iller dated 20th March 1978. The relevant parts of the Statutory Declaratiocan .
of Hr., Miller are as follows 1=~

(a) After the notice of oppesition to this application was filed
by the Opponents' solicitors Messrs Bg amd lLee on the 3xd
w 1977, the Oppoments subsequently, on the 24th August,

(v) On the 14th day of Soptemder 1977 the Honourable Mr Juatice Cons :
asde an Ordexr restraining the Befendants, the Apﬁicahm&., _
inter alia from uweing the name Montntt and Montitt in zespest

snd from in any other wvay infringing the Oppenenmts’
mtm&tmdamk!&otlﬂ4wnwoﬁumm

off ¢ ,

(e) m»aumaunmmmmmuaged

(Cont'decee)
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mummwmmmamwmummmwe
Haroh 1978,

Atmm.&mmmwmmwmaam
Declaration of Kr Miller afid to the Order of Cons J. He sudmitted that ths
'Mmmmmemmmmwmm
off, which were the same relicf scught in the High Court sotien. The istues
uwwmmmammmhmmimuu
mmmmmmma mmﬁammﬁ
dupliocats the work anmd p -
mucn.m&ppnmtmm:m
mtmumamm
be far better to leave the ma
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maMWmAmmmwmmumm v
ﬁmmmgthenmﬁmutt“,mmmmttheipplieantdidmtm
to justify in conrt honest concurrent use,

Mr Liao acting for the Applioamt produced a2t the hearing a Statutory
Declaration of Mr Martin Homg dated 22nd Mareh 1978. ‘morelmtpartaef E
the Statutory Declaration of Mr Hong are as follows t-

(a) The Applicant applied to register the mark "MONTITI" in clase
25 of Part X of the Register in June 1977. By a letter dated
#8th July 1977, the said applicaticn for registration has been :
accepted by the Registrar. The notice of opposition to this =
application wag filed on 3rd August, 1977. The counter-gtatement
in support of this application was filed ocm 29th September, 1977.
Up still novw, mcppennnthaaﬁhdaomémmw&
1&0»&13@. :

(b) The Vrit in High Court action Ho.2286 of 1977 vas iswued an

() As appear from the Seatemsnt of Claim in the sxid High Court

Oppensnt's rogistered trade mark la.M of 1974, moing ST
Wt'lm'smmmawwﬁuu ’
alleged to be subsigting inm labels, artwork and packing relating

to the Oppoment’s clothing. In the present proocedings befere »
the Regletry, only qusstion ig a simple one, namely, vhether
or not there is any conflict detween the wrds "NONTITT amd =
"HOFT T, In the circumstances, it will be expedient, fair

and oonvenient to continue the proceedings before the Registry.

4

wvhat purparts to be 2 copy of the Statutory Declaratien

(d) I have
of Gary *anl Miller vhich vas received By me yesterdsay. I refer
to paragraph 4 of the said Statutbry Declazztiom. If thexe de
any sudstantial dupliecation of work to justify the staying of
either the High Court Agtion or this Oppositien proceedings, it
vill de more expedient, convenient and esonomical to stsy the
High Couxrt ietion penxding the owtcome of this Oppositien proeeedings.

f
thit
(e
;
;
i
i
et

1
g
§
¥
3
2
£



mmuw.mmﬁamzmmmmmm N
vhether there was conflict detween "Mentiit™ api "Montsnt®. Mr Liao further
mmmt&mmmmmmmwuf*
It wvas therefore ciipedient and convenisnt to take “pefa
the Registyar in texms of oxpense and time, nznmmmm"m
Applumﬁmmmmtamtmwmﬂ(ﬂd
&em.mmmmmcm“um.

mwammﬁ»mammmmmumza
(U.E.) Limited v.Bali Breeasiere Company Incorporated (1970) R.P.C. 469.
¥r Rogers submitted, and I agree with him, that the Berlei case was not
relevant, That case involved the appncpuon to register undor escéction
12(2) of the Prade Marks Act 1938(corresponding to sectiom 22 of the Trade .
Harh@zdinme)aadif:eg&stratimwzeobt&imditmldmﬂéomﬂer
section 4(4) of the ict (corresponding te sectiom 27(4) of the Opdin:ance)
a defence to an action for infringement., The application to register
Mﬁtﬂhwtmmermﬁmzzof&ehadcmmmmme
Applicant, as Hr Liac has acknowlsdged, is not propesing to Claim hemest
concurrdnt use in the High Court actiom.

I¢ is gpparent that, inter alis, the issues e@sihether or not the
Applicant's bark "Mantitt” is identical with the Opponent's registered
mark “Montant” or so nearly resembes it as to de likely to deceive or cause

(Cant’deces)
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mmmmwswmum.memv
mamm.mmausummumwbmw
nmmmxwm«ma..mmmeﬁ-mcm
mﬁmmhmum.zammm
stantially the same issues axise for dstseminstion Wy the Regiatra:
WMM@?&MM&W te a0
In = mmmmmamgmm ppld:
and
%o

the Oppamsnt, -mwmtmmmef&mwem“
mthwwummﬁammumwwt&taf

&mﬁm of Bigh Cout Aoticn W of 1977«

‘Hedther party has ailed for ccots of Wits hesring ani having
considezed all the mmces‘ R Rhia mt%ez I make vo m & o ces

Assistant Priaciyal Soneim
' 4% April 1978 ‘
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