RS A AV VA PO NPT Y e Tradie Miarks
th Hinnnee
Anel
\ PHOTHR MATTER of an Application

For o roriatration of the trade mark
"BODELAC" in clacs 7 in respect of
MM A Part 4oaf gl s e later
by Hippoan Boint oL b,

foed
PEE TH e TIATTER o f an Orposition

therelo by Rorden Ine,

of

Mias 200, "9t otine for 1he Regiateae of Trale inrpee
3t a Hearing held on the 5th Oclober FRSTRIEN
Mr, Fvans of Moasre, Deacons appesred Tor the Applicants,
Fr, Dandtol Fure itnsbrocted by Messra, Johnson Siokes & Master
appenr~l Tor Lhee Upponents,
L

On the Gl January 1978 Nippon Paint Co. Ltd, of
1-2 Ovodo, Kita P=Chome, Ovodo-ku, Ospka, Japan a2 corporation
oresnd aed ander the lawe of Japan (Lereinafter enlled "he
Appiicnng«n) coplled to the Repistrar of Trade Marks (hereinarfter
called Yihe Repistrar") Tor the reflstration of the Trade Mark
"RODELACY dn elase 2 in respect of "Palnt" in Part A of the

Herister, ////

t
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Tn their statement in shpport of ithe Application o
Trade Mark Form b dated 23rd Decemher 1977 the Annlicsnts stated
that the trade mark had not bheen usnd in Hong Korg or elrewhere
Fot that it wne their intention to u-r 1t I and when it wae

resiat.ged,

Leave 4o advertise the mapek WA piven by the Repigtrar
on Ahe S0Lh Mareh 1978 and the mark was adverlisoed in the Gazette

on the 28thH Appei il 1978,

On the 22th March 1979 Borden Inc, of 277 VPark Avenue,
Mew York, MN,V, INNT7, United States of America (hereinafter Calied
"the Cpponents") lodged a Notice of Opposition through their
agents Messrs, Jdohnson Stokes & Master, The prounds of Opposition

A5 set out in the Notice of Opposition are as follows :-

", We are the proprielors of trade mark "DORDEMNY
(hercinaiter called "our caid mark") resistered in many
countries throughout the world in relation to various

nroducts, in particular, "paintsg",

2. Mar said mark has bheen extensively used in Hong
“ong in relation to "palnis" since 1976 anq sales are

contiming to incresse,

4. The applicant ig seeking to register the word
"RODETACH . the subject of the application herein
in Class 2 in respect of paints (hereinafter called

"the applicant's propnsed mark!"},




i, The said goods in respect of which our said

mark is repglistered and used as aforesaid are the same

15 thone Tor‘which the applicant is applying to register
its provosed mark "BODELACY and the respective products

wilt be sold over the same countors,

b, The applicant's proposed mark bears such

resembl-ance to our said moarlk in respect of the same

i

roods or general c}nssffinntjon and nature of Qoods that
the nse of the npplicant!'s proposed mark is calculsted
and/or Yikely to deceive 1he trade and the public- into
the beliel that the applicant's poods bearing the
applicant's proposed mark are our goods and otherwise

to cause confusion,

O The use of the applicant's proposed mark will
constitube an infringement of our rights in our said
mark and a passing-off af our roods sold under our said
mark which mark has established a rood commercial

reputation by virtue of its prior user in Hong Kong.

7. The applicant's proposed mark is not registrable
in that the criteria stipulated by the Trade Marks 7
Ordinance (Cap, 43) as to the registrability thereof

are not aatlsfied.

&, The applicant's proposed mark is not registrable
In that it is not entitled to protection in a Court of

Juatice,
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“a, v the premises, we respectfully submit that

the Redislerar should exercise his diccretion edversely

nEainst LhH‘ApD]iCﬂﬂt and that {he Application Lo, )

CETY Deredn mentioned Lo orofuand with coatg arainst
kS

the o licont.”

e Ahe 7Sth July 1977 Lhe Applicants lodped theough
Eheir Solicitors Messrs, Deacons a Uounler=itatement which set

out the provnds supporting their applicalion as follows :-

iy, The trade mark which we npre seeking to register
comerices Lhe word "RODRIACY whiich does not so nearly
recemble the trade mark "RCRDEMY 41lepged by the Opponent

horein,

. The word "RODETLAT which we are apoplyingr to
repister under Application Mo, 21 of 1978 is not lianle
Lo be confused with the Opponent's said trade mark

TROR D

D The words themselvers are sufficiently different

and distinet to avoid any prohability of deception or

confusion even if used for the same gFoods,

i, The word "BORDEN" is c¢learly a surname and the
word TBODELAC" is an invented word which has no specific
meaninge,  There is therefore no probability of deception

or confusion hetween the said marks or of the goods of

.
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the Apniicant being passed-oll or migtaken for the Foods
of tbhe Dpponent herein as allerod in paragranh 6 of the

Motice of Obposition.

" e do not admil abmissions made s contained

in nacarraphs 4, 5, 6 mid 8 of the Notice of Opposition

FiTled by the Opponent in this matter,

f.. fhe use or recintration by the Anplicant of the
said Lroede mark which is the subiect of the anplication
herein wonld not lead or rouse confusion to the pﬁblic

An ostieced dn parapraph 4 of the Notice of Opposition

nor vonld the said treade parl of the Anplicant in any wéy
be disentitied to protection in a Court of Justice as

Allered in paravraph A of the Notice of Opposition,

7. Hy virtue of the forepoing, we sask the Registrar
Lo exercise his diseretion in our favour, dismiss the
apposition and allow our applicalion to proceed to
registration and that rosts be avarded againét the

Opponent "

The evidence comprises three Declarations lodged by the
Opponents and twn by the Applicants further evidence having being

adduced by both partieg with their mutual consent,

On the 7th June 1980 the Opponents lodged through their

Solicitors, by way of evidence, the tirst Statutory Declaration




made by Hobert S0 Tritach, the soeretary of ihe Opponentes, on’
the e dine 19200 Phis Declaration contained, inter slia, the

fFollowin, staiemonle »-

no, v rompany's onme ig Borden, Inc,, and the worc
BORO T " ia nint only the principal and di=tiamuishing

part thereof but is my compony s "house" mark in that
most of ils consumer snd other praducts prémin@ntly
displtay mach mark whether slone or in association with

o particolar product mark, Although my company is
domicitod in the U.5., tis bhusiness has expanded over
the venrs to the point where some 20% of its totzl sales
Are in oxport marketsy, Tﬁus, my Company's export sales
for 197 ran over $700,000,000 and for 1979 close to

1900, 000, 060,

3, Hong Kong is na principal export market Tor my
company and {ts products hearing its BCRDEN housemark,
Althourh originally concerned mainly with milk nnd :
products related thereto, my company has expanded its
®
rroadict Tines over the vesrs so that teday it makes and
sells not only foods, but also a wide range of
industrinl poods as well such as chemicals, plastics,
inks, npaints, glueg, tapes, and wall coverings, among

nther poods,

4, pince the opposed DODETIAC application is

nrocending {n respect of paints only, 1 shall confine
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my corpanyts sales information fop long Yong in
particanlsr to such line or ponds, My compeny has
cermltory and continuons!y sold paints under its BORDEN
mark since an early as 19/, nret 1 set out hereunder

A reheditte showing the 1,0 dollar velue of such sales

since that year ;

Year Dollar Value
1975 T42,000,00
1976 - ) $75,000,00
1977 $75,176,00
1978 160,996.00
1979 . $£77,567,00
SR My company's distributor or principal customer

for its paints bearing the BORDEN mark is Globe Trading

Co., Uniled Chinese Bank Building, Central, Hong Kong,

fr. t attach as Exhibit 1 a copy of a label of one
of my Company's paint products lines sold in Hong Kong
to show how the BORDEN mark appears thereon, Also |
attachied, as Exhibit 2y 15 a copy of nmy Company's Annual
Hepert for 1978 which ig of interest not only as
Indicating its wide range of DBORDEN products and
activities in areas allied with the paints field but as
showing on page 27 thereof a Hong Kong owner-operator

of a jinrikisha holding in his hands some cans of my

company's KRYLON spray paints and varnish, My company's

WA S B N
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As can be seen the mark or housemeary "BOKDEN" appears, not too
clearly, on the right hand side of the can,
In addition there
of Bord

fs exhibited Lhe 1972 Annual nfeport

e Inc, (hereinafter called "the 1978 Annual Report") with
the plcture referred to in para, 6

of the Declaration,
number of cans, packets, bottles and ot

A large
on the folding

her containers are shown
'ront page some of which show the "BORDEM" mark
but 1 con see no osieh mark on cans of paint alt

hough there are
dizplayved some crng with the mark or word "KRYLONW,
"BORDEN" appenrs ag f

Tre mark
ar as T could make out on containers of
"Printing Tuks", "Phenolic Hesin Powder", "Resinite",

me

fahric-
backed vinyl wal) covering", Yoghurt,

Peppermint 0il, Onion Dip,
tce Cream, orance drinks and ieed tea,

No involers were praduced Lo

sithstantiate the salas
figures referred to in para, 4 of the

Declaration

and

other than
the 1978 Annunl keport no examples of

advertising or promotional
materials were provided,

On the 4th May 1981 the Applicants lodged through their
Solicitors, by way of evidence, a

Statutory Declaration made by
itaru Nemoto,M=snager of the Fublicity Group of the Applicants!
General Affairs Depasrtment,on the 24th April 1981,

This
Declaration contnined,

inter alia, the following statements :-

BUE LR e e Tt N Tek " Vg,
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", The Applicant, Company has used its trade mark
the subiject of this Application, namely "BONDELACY in
Jdapan noﬁtinuously since Avpust of 19652 ard has since
that dnte used such mark in Indenesia, Singapore,
Sarnanle, Malaya, Sabab ang Brunel in respect of "paints'

mean foctured and sold by it,

5. The Applicant Companyv has usod jits trade mark
continumisly sinpe L9704 9n Honp Kong in respect of the
satd jroods but has no existing record of the sales
figures relating {hereto between 1974 and 1974,

Sales by the Applicant Company of the said foods
under its said trade marﬁ in Hong Kong since 197G have

heell as follows @

YEAR APPROXIMATE VALUE (Yen)
1979 9,026,000
1980 2,619,000

The approximate average annusl figures for
worldwide sales of the said foods under or by reference
to the said trade mark "BODELAC" are in the region of

¥1,500,000, 000,

6, The Applicant Company has since 1974 advertised
and promoted its saigd trade mark "BODELAC" in Hong Kong
and annmual advertising and promotional expenses incurred
by the Applicant Company in connection fherewith since
that date are in the region of ¥1,000,000,

Bxhibited hereto and marked "AY are samples of

-




such advertising and promotionsl materisl showing the
uae by Lhe Apnlicant Company nf its said trade mark

TRODET A,

ry

7 The Applicant Company has reglstered its trade

mark "HADBRLACT in the following surisdiections :

counTRY CLATY REGTSTRATION NO,
Aistraiia 2 Az60617
Bruncei -2 3699

Cambol §a 2 Q846
Tndanesia 2y 3y 21 109586
Malava 2 M/37416

New Zoalanid 2A 101246
Nahal A2 12346
Sarawak 2 TOThH
Crygtaporn 2 AC353%

Taivan 3 19270
Thailaml 1 ALE62
Yietnam 2 12664

i, I have read and understand the contents of the

Statutory Declaration made by Robhert G. Tritsch and

Tiled in support of the opposition herein (hereinafter
referred to as "the Statutory Declaration in opposition").
I would submit that the first paragraph enumerated "6

in the Gtatutory Declaration in opposition and the copy
label =smd Annual Report for 1978 exhibited thereto show

that the Opponent's trade mark "BORDEN" is clearly used




hy the Opponent as a hotee mark and that the use thereof
in subordinated, upon or in connection with the soeds
shown in the said exhibit, to the uge or the more
prominent trade marks, viz, respectively "SPARVARY and
"DRYLOMY O ugsed in relation to those particular products.,
I would further submit that the Statutory Declaration

in opposttion shows that the use by the Opponeht of its
trade mark "BORDEN" {n Heng Kong in relation to "naints"
since 1975 have been conéiderab?o and that, by reascon of
such use, such house mark has become readily recognizable
ng djﬂtjnguishing the products of the Opponent aznd that
there is, accordingly, no likelihood that the members 6f
the purchasing public of or trade in such goods would be
confusacd or migled by the use of the Applicant Company's
trade nnrk "BODELACY upon its said poods. Furthermore,

T would submit that the following differences hetween the
Opponent's mark "RORDEN® and the Applicant's mark "BODELAC

are such that no confusion and/or deception ¢an arige

.  The Applicant's mark consists of three

syllables, the Opponent's of two.

b, The first syllable of the Applicant's
mark is pronounced "b3", the first

syllable of the Opponent's ag "b3",

¢. The Applicant's mark "BODELACH consists
of seven letters, the Opponent's mark

"BORDEN" of six letters,

ek R LR o T b T, Pt e e



1. The respective marks of the Applicants and
Opponent and the nyllable components thereof
are of entirely different visual appearance

and phonetic stiructure,”

Exhibited 1o the Doclaration was a paint colour card showing the
mark YRCDMLACY and o copy of the Product Specification Code for

PRONDELAC aN00 Alkyd Resin FEnamel",

Mo invoices were produced to substantiate the Applicants’
cales firFures »nd no examples of advertising or promotiocnal
materinle were provided other than those referred to in the

preceding paragraph,

On the P3ed September 1981 the Opponents lodged through

their Solicitore, by way of evidence,the second Statutory Declaration

made by Mobert (0, Tritsch on the 28th August 1981 which Jlimited
itsell to objecting Lo the allegations made by Mr, Nemoto in his
Declaration, btult in particular commentiing on the followiﬂg

aspects :-

(1) Mr. Tritsch considered that the fact that BODELAC
has bheen used for paints since 1952 in countries

otlier than Hong Kong was immaterial and irrelevant.

() le also made the polnt that sales between 1974 and

1978 were unsupported hy sales figures or a customer's

1iast.
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(3) ®Mr., Tritsch commented in para. 3 (inter alia) that
, deaspite Mp, Nemotn's elabarate analysis in

paragraph 8 of the difrerence hetween the two marks
he 1ld not deal with Lhe fact that the Applicant's
mark Includes the Tnplish word LAC {(in Freneh
"Laque! and in German "Lack", each wlth identical
rromunciation and meaning) and that such word has
an immediate and ready meaning in the naint trades
ardd that in so‘doing, Mr., Nemoto may have avoided
the rmbarrassment of having to compare BODELAC with
RORDEN LAC but not the ultimate issue of likelihood

of confusion and deception,

This ts lhe first instance in which the word "lac" is
taken as being common to the trade and/or descriptive and I propose

to deal with this point at a later gtape,

The Applicants lodged through their Solicitors a
Stetutory Declaration made on the 9th February 1982 by Chan Wai
Pong Peter (hereinaftepr called "Mr, Chants Declaration")., This

Declaration contained (inter alia) the following statements :-

"1, T am the General Sales Manager of Nipsea Trading
(Hong Kong) Co. Limited of 1428-1431, Swire House,
Chater Road, Hong Kong and have held my present position
since 1977, I have been in the employment of companjes

associnted with the Applicant company since September 1973,

SR e oo e S e smee o,




’ - 15 -

e On the instruclions of the Appllcant company

P ohave caused further rescarch Lo be conducted into the
recoids of companies associated with the Applicant
compiany and, save wheroe otherwise speciflied, the facts
herein nre either witihin my own personal knowledge or
have been gleaned by me from the Applicant company's
records or from the recaords of companies associated

Lhorowitin,

3. b refer to paragraph 5 of the Decleration of
Ttaru Memoto filed herein in whiich it was stated that
the Applicant company has no existing record of the sales
Fipures relating to paint.nold in Hong Kong bearing

the trademark "BODELAC", Recent ragearch which T have
undertaken, and to which T refep above, has revealed
documentation in the bossession of Nipsea Trading (Hong
Keng) Co,. Limited relating to the sale and distribution
Lo and by companies in Hong Kong of paint bearing the
trademark MRODELACY, Exliibited hereto and mafked "t aM
are pholostat copies of origlnal invoices (and packing
lists where available) relating to the sale by Nippon
Paint (%ingapore) Co, Pte., Limited to Nippon Paint
bEnterprise (HK) Co. Limited. Nippon Paint (Singapore)
Co., "te, Limited is and has et All material times been
duly licensed by the Applicant company to manufacture
in Singapare paint bearing the trademark "BODELACH,

Mippon Paint Enterprise (HK) Co. Limited was duly
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appoinied by the Applicant company as its agent in

Hong tong for the purpoase of importine, masrketing and
distributing paint, inter Alln, bearing the trademark
PRODELACY manufactured snd ewported by the Applicant
comnany and by Nippon Paint (Bingapore) Co, Pte, Linited,
Fxhibited hereto marked "R" (s g photostatl ceopy of

an oripinal invoice and racking list, each dated 30th
April 1971, relating to the saje by Nippen Psint Co.,

Limiled to Nippon Paint Enterprise (HV) Co, Linited.

o, The function of Nippon Paint Enterprise (HK) Co.

Fimited as agent in Hong Kong was transferred by the
Appliciad, company to S.E;ﬂ. Commorce (HK) Co. Limited
tn 1973 and exhibited bercto marked "G is a photosﬁat
copy of a sales contract dated 29th April 1976 and made
hetween H5.B.AL Commerce (HF) o, Limited and Messrs.
fze Sun Railding Construction Company relating to the
sale of paint bearing the trademark "BODELACY, S,B.A,
Commerce (HE) Co. Limited changed its name on the

Gth December 1977 to Nipsea Trading (Hong Kong) Co.
Limited snd exhibited hersto marked "D" is a photostat
copy of the Certificate of Incorporation on Change of

Mame,

I

Y 1 exhibit hereto marked "E' g photograph
depleting two sizes of tins of paint besring the trade-

mark “"HBODELACY as the same have been imported into, and
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marketed and distributed in, Hong Kong since 1971 up to

, the present day,

. 1 refer to paragraph 6 of the Declaration made
by Itaru Nemotc and filled herein and exhibited hereto
marked "F'" 1s schedule of advertising and promotionszl
pxpenditure incurred respectively by the companies
referred to.in the sald schedule between July }970 and

Dacember 19804

Exhibited to this Declaration were Involices and Packing ILists
showing the import of "Bodelac 9000 Alkyd Resin Fnamel” on the
29th March 1971, 16th April 1971, 22nd April 1971, 18th May 1971,
9th June 1971, 19th September 1971, and lst December 1971 from
Singapore by MNippon Paint Enterprises (1K) Co. Limited and one
invoice for "Bee Drand Bodelac Red Lead & Red Oxide Primer" on

the 12th May 1971,

Also exhibited was an Agreement made on the 29th April 1976
between S$.E.A. Commerce (HK) Co, Limited of Hong Kong and Sze Sun
Building Construction Company Limited fTor the purchase of
"Bodelac 9000 quick drying ensmel paint" at a total price of

M8, 400,
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There was nlso exhiblted a copy of the mark in use as shown

below :-

o

I g
Wiy Wil
;? b M)

S

e

In addition there was exhibited to Mr, Chan's Declaration as

Exhibit "KM a schedule of advertising and promotional expenses

by the associnted companies oflthe Applicants, The amounts vary
substantinlly ard 1t 1s not clear whether these expenditures

relate solely Lo Ihe "Bodelac" mark, No samples of such advertising
are given i,e&. as shown in newspapers, periodicals or trade

Journals or on T,V.

On the 19th May 1982 a third Declaration was lodged by
the Opponents through their Solicitors made by Robert G, Tritsch
on the 27th April 1982 in reply baslcally making the point that
none of the TFxhihits to Mr., Chan's Declaration consisted of
materials which established BODELAC use or advertising beyond

the year 1971.

o
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I propose to consider the nctual ovidence of user of
woth parties. For the purposes of a. 12(1) 1 bhelieve it is well
establishrd that T should be considering user in Hong Kong prior

to the dete ol the Application namely the GLh January 19786,

P note that the Opponents claimed in the Notice of
Oppasition sales of "paint" in Honr Kong from 1976 snd Mr, Tritsch
in his first Declaration gave anles Tigures Tor the years 1979 -
1979.  As the relevant date for Lhe purposes of s, 12(1) is the
bth January 1976 thils would make totel sales of EIPPTOR.

Us%192,176 or average annual sules of UsSHbh,058 for the period
from 1975 - 1977. Unfortunately these sales fipures are not
substantiated by auy sales invoices nor are anv prices for the

cans. of paint pliven.

Fr, Tritsch In his first Declaration further claimed that
Hong Konp was a principal export market of the Opponents mzinly
in connection with milk and products related thereto but that the
market had extended to other items including paints over the vears.
The 1978 Annunl Report gave detsils of +the Opponents foods and
chemical divislons but there is no reference to the Hong Kong
market other than the photo of the rickshaw owner, Hong Kong
is not, for example, specifically referred to under the heading
of Asia also on p., 27. It also appears from the 1978 Annual Report
that the sales and purchasing of paint is not a large part of

the overall chemical production of the Opponents,




"he Appllcants' evidence roveals congiderable attempts
to support the cleaims of user of the mark in Hong Kong, Mr, Evans
explained at the Hearing that at the time of completion of Form 4
as far as the Applicants were aware there was no user in Hong Kong.
The Applicants' however, as a result of searching through the
records of companics associated with them, as outlined hy VMr. Chan
in his Declaration, were able to produce invoices of imports into
Henp Konp lor the year 1971 and the year 1976 but the claims of
sales in other vears were, despitu.ﬁuch search, unsupported by
sales fipures, involces or any olher documentary evidence, The
history of the assoclated companies can, perhaps, explain the lack
of documentary evidence but cannot assist in establishing actual
user for Lhe veoars other than 1971 end 1976, The advertising
fipures supplied do not asasist efther as no details or examples

of the advertising lor any partlicular dates are given,

Hoving consldered the evidence I pronose to deal first
with the point raised by Mr., Evans on the question of the inherent
registrability of the mark pursuant to s. 9 in view of para. 7

of th

4]

Notice of Opposition. Mr, Evans contended that "Bodelac"
was an invented word and therefore registrable under s. 9(1){c)

of the Trade Marks Ordinance. As T apree with this view and as

ne reply Lo this argument was put forward by Mr. Fung at the
Hearing 1 take the view that T need not concern myself further
with this question and consider that the mark is inherently adapted
to distinguish lor the purpeses of s, 9 of the Trade Marks

Ordinance.
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S0 1201Y of the Trade Marks Ordinance i- similsr to

tdentical with s, 11 of the Trade Harks Act 10 SRR but T

S, Pt oof dhe Trode Marks Act 1938 can be relevant to the
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sideration of o, 12{1) of the Trode Marks Ordinance,

Both Mr, Sung nnd Mr, Bvans o ferred me to paras. 1

10-00 6 Keriy's Law ¢f Prade Markis and Trade James (10

Edition} s»nd Mr, "vang also veisrroml me to para, 10-05,

ar

In parn, 10-03 Kerly ir considering the scone of

trhe Trade vinrlka Act 2038 gigtes 1~
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taection 11 ewtends, and coetion 12(1) does not, to
cases whore the opponenlts marl is unregistered,
aliorather or for some of the poods concerned; to cases
whepre Lthat mark has been asod only upon coods of
a difterent descripticn from those for which resistration
is sought, and to cases where the confusion is not with
an oppononl’s mark but merely his name,”
Mre, Svans contﬁnd@d that the Opponents used the name
"BORDEN" s 2 housemari rather then as ¢ trade mark and ralsed
the nquestion ns to whether s, 12{1) of the Trade Marks Ordinance
coulit opplv,

Mr, Fenr referred me to the "GL,E." Trade Mark Case

TG70 RPOC 3%9 and T teook into accounl in particular Lord Justice
Yirnn's statement on p, 374 when considering s. 11 of the Trade

Merks Aot 19383 5.

T do not agree that the only relevant confusion is

conTusion of one trade marle with another ftrade mark.?

The authorities were reviewed in s recent Hong Kong
decision piven by Mr, L.S., Shum the Hearing Officer in the
"Marco Pole" case File No, 1753/7% dated 28th June 1982 when he
Adecided in that case that the use of the opponents mark as
a service mark or a trade name did not preclude the matter being

dealt with wmder a. 12(1) of the Trode Marks Ordinance,
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a5 a trade noamo i relation Lo poainbs The Oppesi tion o2 LA

T consited theroore that, whether or notl. the mark

win uned alpietly as i bt mark, as a hongemark or

o~
i

[

ve considered vreler S 12(1).

Phie oo of s, L1 ol [l Tpade Morks fob 1MRE wAan

further con sl red Dy Kerly ab pors. 10-00 ng Tollaws o

nyq, shenld be noted that under qeetion 11, remsideration
mitnt beoplven to the oxtent anl charneler cf the
popubalion belonging to the enprlior mari. gefore the
seclion ron be applied at A11, it omust te established
that the mpponents' mark s known Lo 8 substantial nunher
of neraons in thn Unﬂtﬂd'Kinﬂdom. yivint la 2 ﬂubstantiél
aumber depands upen the Lype of poods. Beyornd that,
(hepe ape GeATCes of repitation. On dhe one hand, wnero
o |perle mark has heen 1ong Heed by a persot vho 18
annlying to repister ity it will not be refused on the
cronnel of recent une afon cimllar mark by srother trader,
T mork does not By nuch recent use bucomp'calculated

bo deceive,”

wa

2. unp at the Hearing ook the view fhat the onus of

establishing proof that there iz No 1{kelihood of confusion

falles on the fipplicants and thal the Opponents ore under no burd

to prove the cONtrary.



Whilat not disputing this view T alno consider that
there is an omis on the Opponents initintly to establish

a reputatinna in Hone Kong in the mavk "BORDEMN",

1T am supported in this view by the quotation from Kerly
2t para, 10-09 alrveady set out snd ~lso hy the following

authorities,

In the Nova case (196(%) 85‘ REC p. 357 it was held that
the volume of the applicants =ales had established a sizeable
reputaticn in Lhe United Kingdom whereas the scale of the opponents
higinens was inanfficient to establish that his msark was known to
a subhstantial number of persons in the United Kingdom such as was

necessary to shift the onus onto the applicants,

T Mirther considered this muestion in the light of the
classic teat pnl forward by Evershied J, in the Ovax case
(Smith Hayden & Co, Ltd.'s Applicalion (1940) 63 RPC §7) which,

in the conltext of this case, would he i~

"Having repgard to the reputation acquired by the name
"HORDIEN™ 15 the court satisfied that the mark applied for,
ff used {n a normal and falr manner in connection with
any goods covered by the registration preposed, will not
he rensonably likely to cause deception and confusion

amongst a substantial number of persons.!
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Tl aveclion was nlgo reviowsd by Mp, Myall in the
Da Vinci cama (1990°0) 9 RDPC 2%7 . in commenting on this at p, 741

e gtates -

"Me, 1o b e submitted Lhat a1t hinuel Lhe onus of showing
thnt thero was no such likelihood resiod -n the apﬁlicants
the ornonembs firstjhnd Lo shoy thot their mark was known
to o sehelantial number of persons in the Unitsd Kingdom,
b be velorred to NOVA Trade Mork (1068) RiC in7,

7HO Tines 10=3%0, it Is Lo he noted that 1hat ¢ose was
decided brofore the Jdecision of the House of lords in the
BALT cose was known, T do not think it can he rftgnuted.

Lhat there 15 some such onus on the opponents whose user
DY ]

or revatation, must be somelhing more than de minimig.®

T considering whether ihe Opponcnts have established
such a2 reputstion in Hong Kong 1T have taken into aceount the

Toltrwin: nointra,

Firstly, the Opponents claim extensive use of the mark
TECRDENY in resveoct of dairy products and thelr sales figures show
auite substantinl arles of paint wlone in llong Kong, I consider
the t=ck of documentary evidence by way of invoices, advertising
and promotionsl wnlerials a disadvantape, however, the 1978
Anvunl Report doers imply reference Lo the sale of "paint! in
Hong Kong as cvidenced by the photopraph of the three cans of

"Krylen" paints and varnish, Aa the inclusion of the word RORDEN

S s e w epmme— —— e
S S S A S



nas been demonsteited in Exhibil ! io Me, Tritsch's first
Declaration, 1 consider the use of 1he mark RORDEYT whether as
A trade mark oad/or housemark on riich cong of spray naint is

1

safficiert for the purpeses of ostab lishing ropntebion,
Teccrdiy, o althoneh the cvideners of the Applicearts shows

that cans of "HOORLACT paint were imported into Hong Kong as earLy

ps 1971, nrd olso In 1976, the fnability of the Zpplicants to

pive sales Mpeures and/or décumpntéry evidence in supporl for the

cther vears mitol e a drawback in extabliching the strensth and

charactor of the naer,  In view of such lack of sales fifures or

any other evidences for any other years prior to the Auplication

T do not consider that regular user in Hong Kong over a long

neriod has been oatablished,

LNl

Phirdly, T have also taken into account the opinien
axoressed by T, llemoto in his Statutory Declaration that the vse
by the Opponents na claimed by them was considerable end that

by reason of auch use, such hdusemnrk hag become readily |
recosnisable as distinguishing the products of the Opponents,
Philst I nceept that this was only Mr, Nemoto's opinion this

supports lhe view that the Opponents have acouired a reoutation

in the mark "RORDINY,

TakIng into account these three factors and in particular,

both the Opponents' average sales figures of USHGL,058 and the

: . o s .
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lack of support for eéither recent or repular user over a long
pericd of the Applicants' mark "Bodelac" 1 consider that the
Opponents have cstablished that they have acquired a reputation

in the mark "ROLDEN" in Hong Kong,

Having decided that the Opponents have acquired a
reputation in the mark "Rorden" 1 now have to consider whether
the Apvlicants have established {hat there 15 no reasonable
probability of drception if ‘the wirk was used on "paint" and if

it was used in o normal) and falr manner.

1 refer to Kerly at para,.17-03 where the question of
deception snd confusion is considercd and in particular to the

following stotemreonl 1=

"In such cases ‘the onus is on Lhe applicant to satisfy
the Registerar that the tyrode wmark applied fer is not
reasonably likely to deceive or ceuse confusion, so that
refusal to register does not involve the conclusion that
The resemblance 1s such that ejther an infringement
action or a passing-orf would succeed, In cases in which
the tribunal considers that there is doubt as to whether

deception is likely the application should be refused."

In considering the likelihood of confusion between the
words "BODELAC" and "BORDEN® bhoth Mr, Evans and Mr, Fung referred

me to Chapter 17 of Kerly dealiny with deceptive resemblance of
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marke and to ihe pavlicular charactorosticr which muist Lo
considernd vion laniing at Lhe twe mnrks,  In oparn, 17-07 Xerldy,

. — C ey

in ocor wider e to o amount of rerombioves Thalo in Tikely o
decaive, oot a e following metho i ot comparisen latd down by
Parkor J. it Line "Dianorist? cnase (Fianoticl Oo. Lid, e fpplicztion

(1G06R)Y 75 b b)) e

"o minel Lake the two words. Yon must Jwipe bhem,

both by their Jook and hy_lhoir round.  You must consider
1 e poods o which.thev are to be applied.  You must
crnaider the nature awl kind of customer whe would be
Tikely 1o Wny those roods,  In faclh you must consider

‘11 the surrounding eirounatancrs: and you must further
coneider what is likely tn bappen i ezeh of those trade
ks i oveed in a mﬁrmnﬁ wny as a lrade mork for the

code of Lhe resprolive twners of the mapke !

T considoring the poods 1 take the view that M=soray
paind! and Meoindt oeold in cana oo poods of 1he same description

. and could be eo’ld cide by =ide in Lhe same store,

1 then considered the persons likely to be deceived.
The evidence has not clearly established the markets to which the
parties' products are aimed. The example of user given in the
1978 Annual Report would seem to imply that BORDEN spray paint

is aimed at lhe ordinary man or woman in the street as indeed,

would the paint colour card showing the mark "RODSLACY which




-
- 20 -

eo by b ovy Lo ordinary persons by decorators and bhuitders

-
in the trocies The fype of paint rold under Lhe mark "HODELACY
Anes not seem P o he aimed at oany pacbicniar market. 1In the
ateenca of condrary evidence T talke the view thal the sprayv paint
wold urrter the BORLEN mark and the cang of paint sold under the
FRAVTAT mork o could be made avalialile in both the retaill and |
vholeeate mark el and that as a reantt 1 am concerned with both
the member=s of tio public at larpe s well as to persons

snecialigineg in the Lrade,

Th considering the marks 1 is well established that
Towist Teok ot Lhie marks as a whole and T omust not merely consider
Ehe marks lettor by letter or syllable by syllable but equallv
L choutd consid oy how they are prohonnced ond how the twoe marks

1o compare ons with the other,

My Hemoto in his Declaration at para. 8 sets cut his
apinion of Lhe diferences to the mork and ng his opinions were
. not dispuled Yw Me, Fung at the Hearing T have included these

in myv connideration of the two marka and on which I comment

zg follows -~

(a) The mark "Bodelac" consists of three syllables
for. BO: DE: LAC and the mark BORDEN consists of two
.. BOR: DEM, 1 do not consider that this can he

disputed although I suppose BODRELAC could consist of

.
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(b)

(d)

I T

two psyllables BODE and LAU,  No views were
expressed as to how the marks as a whole would be
pronounced but I take the view that they would

mont 1ikely be prongunced Bow De Lac and Bor Den

resnectively, 1 do not consider that it is material
to the arguments as to how the various syllables

won'ld he gstressed,

The first syllabloe 0% PONDELAC 15 likely to he
pronounced "bo" or, more simply, to rhvme with the
wourd Mbhone, "hode" or "how". The first syllable

of the word "BORDER" {5 lfkely to be mronounced

"hHo or, more simply; to rhyme with the word "bore".
1t aeems to me that it is unllikely that the
rronunciation of 1hoe irat Hyllable.of the word
"Bodelac" 1g likely to rhyme with the first syllable

of the word "Borden!.

The mark BODRLAC consists of 7 leotters aﬁd BORDEN
of 6 letters and in this case this does make & visual

dirference hetween the marks,

The two marks have the same two first letters "Bo!
but both have substantially different last syllables
namely "LAC" and "“"DEM",



Thus vith these pronuncialionns and comments in mind
Tocomeiloy Tirect thie idea of Lhe Do meak s e owhieles, T da not
conaider that the prefix "BODE" of the Applicanta mark could be
Token Lo beonodepjvative of the Opponents mork BORDEN and liabie
to be considerod g an associated merk of Lhe GCpponents.  In
aliine Ehie o view bohave considerod Lhed firstly inat part of 1t}7e
mark Leken as port of Lhe whole woulld Le proncunced "Bowdi" op
thoder™ ard noet BORDEN and also Lhat, "RODE" would not be visually
30 cloze Lo L0 s Lo pive the pﬁhlfc all larse the idea that

The marks are agoocinted.,

-

f

P

Hoth e, Bvang and Mr, Pung at the Hearing referred

to onpara, 1Y/-20 of Kerly which stabtes -

"TU b been accepted in severnl reported cases that Ehe
First syliable of a word mark is ronerally the most
inrortent. It has been observed in many cases that there
15 a "Leodency of persons using the Enéiish angpiage to

slur the Lterminations of wordgh, "

I'have already gone into the nrominciation of the various
svllables ond T find that although hoth marks start with the two
letters "BO" to my view the important aspect in establishing
pronunciastion of the first syllable in this case is the third and
possible the Tuurih letters i.e, BODE and BORD hoth of which

are pronounced quite differently and would not be likely to he

slurrved.  The last syllables LAC and DEN are even more diflerent

e T o e ey T e e s T T e e




s evee G ey wore stureoed won ld ol resewldle onch albier,

(e, Mane referred me st the Hear ity Lo the caso o
vapeerip et (i ihe matter of on appliestion by itlian Bailcy
(ipecipet o) L, (9246 RPCT 33 ) o o Phe Lwe worsig Ui
apd NTOVOTO R wiepe compared and where ULowas considered Lhat
hath woards Legan with the two-sy l1able word "Erect", In this case
S iret two leileps are the same, but not the whole of the first
syt labde ol bakine the rnarics as a whole, the fnct that the Tirst

P Teddors are Lhe dame does not miake the two marks so similar

by canse doecenlion,

] il consider these oache wilh reforeace to hoth the
car aned the ove,  Taken as oA whote Al e the Pensons already

o

cot ot 1 vt eenstdaer the marvle PUDREAC T visunlly close to

{hio reck B0 M cwed T oconsider bhier bwe are oanily distinguishable,
T furiher corsidering the phonelic aspernt the pronunciation and
sound s to my mind quite different, BODELAC being lenger and
with more syllables sounds more lyrical and would not bhe 1iké1y to

he confused on 1he telephone, fot example, with The chorter and

haresher soundiige BORDEN,

Th view of the differences already outlined I mist also
consider the question of imperfect recollection, On this peint

T refer to Korly at para, 17-73 -



"TL in clear that the tribunal onght nob merely to
ook st the marks as they siand side hy side, for,
from Lhe nature of the case, Lhey will not be so

ot Lefore any customey whom ik is soupght Lo deceive
by mweans of either of them, He can only contrast the
moark unpon the goods of fered o him with his
recollection of the mark used upon those he is seeking
to buy, and allowanee must be made {or this in
cetdmat iy the probﬁhjlitv of decention,  Any ¢ther
rile vonld be of no procticsl nse. Tt has to be borne
in mird that the ordinarv purchaser has only an

"ordinney memory',

It s the person who only knows thie one word, Qnd
trae perhaps #an imperfect recellection of (f, who is
Tikely Lo he deceived or confucod,  Little assistance,
therelfneae, is to be obtained from a meticulous
compirrisoen of the two words, leiter by detter and
ayllableo by syllable pronounced with the clariiy to be
cxpecled from a teacher of elccution, The court must
he careful to make s1llowvanace lor imperfect recollection
el the offect of careless pronuncialion and speenh
ot the part not only of the person secking to buy under
the lrade description but nlso of the shop assistant

ministering to that person's wants."



Takirg these puidelines irto o aceonal T o ol consgidar
Tl tadivg v oo o meprks oo vholes sven o with o imperiect
roecollect i thoee gutd be oo nabhle prohel i ily of decention
crecdto Lee ratuare of Lhe di Flfecences olrawly ontlined, T do not
copo i dee Mgt o rhe et Lhet both maches start with the same
twe ded e W0t wonld make The o-dirers man or woman in the

e

strect cor e ore when trylng o reentl Lhe olther as the sound
and deoks of e two marks as a wvhole are different, hoth visuall
Ao rhone fie i 1 would consider Lhal this is where the

Al ferences fo e Tlrst and tast sv11abiles would be emphasisad
and T do ant corsider an ordinary porseon would take BORDEN for
aNDRLAC o vieo versa i1 so offered by o shop assistant,  To my
mind the wmemorst oopart of both DBODELAC and BORDEID is hoth the
=ourids nnd oot of the marks ns vhioles and 1he endings one longer

snd soffer ol the other shorter and emphatic,

Mry Veeos drew my atlontion Lo porea, 17-07 of Kerly
already preferred to and also Lo para, 17-74 on the question of

the comparicon of the marks in actanl use which states -

"ITn cemparing marks repard must be had not only to their
form s they appear on the Repister, bhut also to the
nppeararce Lthey would present In actual use when fairly
and honeslly used; to the nature of the goods upon

which they are to be emploved: to the character and size

el the marks themselves."

o
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As will be seen Trom the samples attached hereto the
NRODELACT mark fe used in a prominent manner and the TRORDENY
mark is used on paints in a smaller and more obscure position
end also in relstion to other morks of the Opponents, Thus the
evidence of vre does show that there fis lenss Tikelihood of
cenfusiaon sl hedae to accentue! e the differences in the two
el hut 1 ode not eonsider 1T shenld lend too much welsht to
thig arpgument o9 there are word morks and the parbics are
At Tiberty to chonye the forﬁat snd uee of the merks 2t any time.
Tndeed 1t is clear From the 1978 Anrnial Report that the Coponents
nse the wark PURDER in many different. forms and get ups for their,
various nroducts.

I take the view thereforé Lhat the two marks BODELAC
and BORDEN are visually and phonetlcally different but the onus
is on the Applicants to satisfy me that there is no likelihood of
deception nparticularly where the goods »re the same, In this
resnect T have taken note of the Tact that both marks have had

come user and that no evidence of actunl confusion or deception

has been produced,

I alno nole that no evidence has been adduced to show
that the Applicants intended to copy the Opponents mark and
in this respent the evidence of user in 1971 and the claims of
user of the mark in Japan since 1952 can be used to support the

view that the msrk was conceived independently by the Applicants.



4 have al«n considerod The propasit ion £fped =ty eshad
by Mr. Tritsch in his second Declaraiion - od fuechop clahbiorated
by Mr, quﬂ at the Hearving fhal "oado oo consicols af two parts

ramely Bode o Tloete M. Bvang we e e nodier Lhat Yiacn

v 1

mesne Ulake" o Mroneh, Mr, Punp ivowevor Yol eeed me ot o
hearing to the meaning of "l1aeat riven in o ilie Dneeter D fared
Dictionnry wiich {a "the dark red resinous inerustanion uroduced

onocertain trees by the puncture of g insect ond Csed in the

Fasl oos g gearle! dye",  No ovidence s Loeon nrodneed to show

that =ueh form of resin is commonly ured in the ¢aint industey,
Mieo Fune put, forward the rropesi Lion At Lhe Nonring

that ne The word "lac" could Le said Lo be common to the trade then

T this chould Lo dropped the mark” BORDLIL could ihen Tin comnared

wilh the iret porl of the mark Wb, Me, Fang supported his

view by the i cision in the Aqua=tiepela cane (Tn the matter of

the applic i~ of Frederick Wilke CLradimr as Wilks iros )

(1©012) 29 RpC 21) vhere it was held Uhat the words "Anua-Repela"

vould bhe Tively to Jead to confuston having reraprd to the fact

thet the word "Qepellus) was already on the Register. Parker J.

in arriving at Ihls decision stated :-

"I o not think it is at a7 improbable, .........
that the public ... ... ..., will gradually come “o know
the =lip-nns in question, not ns "Aqua-Lepela slip-ons”

but o= "lepela Slip-onsg™,®




bl
1

A, TR e il

£ e

Thi- gspect was also roneidored in the "Theinliehldnge!
;3;:,:;9 (],966) RPC 68 vhere it was bobd Hhnt 1he Henmimd ey hod
enited Lo tolie Pato aecount Phe oot thnt the anty dirterentiction
hervreon the bwe moooks was thie sy lable "Rbein® which was a
Gecorint ive olemond fteend common o the drade,

fearet Prem My, Tritesch's statemernt and the reference to
the dictionorey wenning given by Mri fungs ol the hearing no evidence
hae Peen piven 1hat "lae" is In facl descriptive aml/or common to
e Erode for t. ronds in question snd 1 de not consider that
on the informntion before me T can decide that it is, Dven if
it had nao bheoa ecdablished T would still have to consider the
merks as o whole. On this point 1 rnuote Stapp J. in the

Rheinlieh!ing coee po 7% where he states -

“ar, oteoner goes on cnd soays thal althongh the syilable

(

it in" i o descriptive syilabile describineg the source
af {he soods for which the mark is soupht I still cennot
irnore Lhat syllable in distinguishing "Rheinliebling”
from "Liebling", Again I accept that contention. You
connet slrike cut the part of the word "Rhein" in
considering this case but must read the two words

ag n whoie M

Murthermore, the word BODE is not, as in the Rheinliebling case,
identical to ihe word BORDEN., In the Aqua-Repelé case two very

similar words were being considered i,e. Repela and Repellus and




nol asg in thiag coone BONRLAC and BOADIT, T can only compare

DODELAC with Lhe matk RORDEN.

T take lhe view that BODETAC is an invented word and
T ahould not on the evidence before me Aisrepard the part ol the
mark "lac', However 1f 1 am wrong fn this view 1 still consider
that taking into aecount the views already sel out by me that
there would be no prohability of confusion hetween the mark

RONFRLAC or even BRODE with the'mark BORDIN,

1 have aceordingly consldered carefully Lhe evidence
in this case, the submissions made .by both parties at the Heariné
and 211 the circumatances of this cane and taking into account
the view 1 have taken that the marks are visually and phonetically
gufficiently diflorent one from the ather T eonsider the Applicants
bave astiafied me that there would he 1o probhability of daception,
The Oppesition necardingly falls under s, 17(1) of the Trade

Meorkes Ordinance,

Takive inlo account the views 1 have expressed and the
circunstonces nf Thig case 1 do not consider 1 shonld exercise
my discretion ta refuse this Application, I thereflore Aismiss
the Opposition and accept the mark DODRLAC for repistration

in accordance with the Application herein,



The vononen ks claim tnopae oerapt ool the Hotioe of

i

Opnosition Lol voe of the Applicants' pnark by i Anplicants

will conctitute an inlringenent ol the Dpponents’ cighitn in

the Opnorsnba! noark, ot T conai bee Lhal Ahs quens!tion of

infringement is casentinlly one Tor the conrts,

T Mivel el the Applicavnls are onlitled Lo an awsrd
of rq;tn, thal sy rﬁnrosontnLinnH'which el ther pardty mov wiash
to make as to Lhe amount of those costyg w111 bhe considersd iF
rocetved cithiin ene month from ftoe date 07 this decision and
that failing uch representations or subjecl to ony
representations eniling for special Lreatment, cousts will be

calenlnted or the naual scale,

M C/[Jaf:w

A C, WATERS {Miss)
Ap,. Deputy Principal Solicitor

275 Octw he 1992
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