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On 10th Cctober 1979 Lstee Lauder Coumetics Limited, a Canadian
limited liability corporation (hereinafter called "the applicant') applied for
a Part A registration under the Trade Marks Ordinance, Cap., 43 (hereinafter
called 'the Ordinance") of the word mark Prescriptives. The word was in fact
written ”PRESCRIPTIJ@P'\Uth an elongated right stroke of the letter "V but
this makes no difference to the case. The application was in Class 3 in
respect of perfumes, ean de cologne, skin lotion, body lotion, teilet soap,
lipstick, nail polish, personal deodorants and antiperspirants, bath oil,
mascara, rouge, eyebrow pencil, preparations for hair care, namely shampoos,
curling and cetting breparations, hair colouring preparctions; face and tody
powder, and nail polish remover. No user in Honpr Kongs was claimed and
therefore I am only concerned with the prima facie caas.

| -

The Registrar initially asked for promotivnal material concerning
the goods which was received by letter dated Sth June 1980 from the applicants
solicitors Messrs. Baker % McKenzie. 1 think I should at this stage describe
the contents of this brochure as it does have some importance in this application.

The brocliure sets out all the products in the range of cosmetics
and skin preparations proposed to be covered by the mark. It gives a description
of their use and in most cases the various attributes claimed by the applicants.
It is clear from the brochure that the goods break down inte 2 main areas.
Firstly a range of cosmetics covering usual items such as lipsticks, rowder and
mascara, and secondly a skin care range. This sccond range is divided into a
number of different areas namely, the Cleansing system to cleanse the skin,
the Energizing system (described as the core of Frescriptives) to improve skin
quality, the Protcctive system to protect against the environment and Problem
Solvers to deal with skin blemishes. Clearly therefure, the Prescriptives
range is much more than a simple range of cosmetics, but deals with areas of
ckin care which border on medical care and advice.

After consideration of this brochure the Registrar wrote to
baker & McKenzie on 26th June 1520 saying the propesed mark was not accentable
for registration under $. 9(1)(d) of the Ordinance because it had a direct
reference to the character or quality ef the poods in guestion. A number of
letters followed between Baker & McKenrie and the Registrar which ended with
a letter of 3rd September 1982 from the Registrar maintaining the objection
under 5. 9(1)(d). ‘The applicant then applied for a formal hearing under
Rule 18 of the Trade Mark Rules,

At thie hearing before me Misg Sweetman of SBaker & HeKenzie
appeared for the applicants and raised a number of arguments,

First she submitted that prescriptives wag a word unknown in
the bnglish Language althogh she conceded that it was not an invented word
within the terms of 5. 9{1)(c) of the Ordinance, and was also very similar
to an existing word prescriptive. In fact Websters Third New International
Dictionary does list prescriptives and givec the following definitions:-

4 "
(1) serving to prescribe; laying down rules or directions:
giving precise instructions.

(2) acquired by, founded upon, or determined by prescrintion;
established in or as if in law by immemorial use and
enjoyment.



() arising from or recesgnized by long standing custom:
entablished by traditicn or usape.
1

In any event the addition of an “s'" to u known word can rarely,
if ever, make any difference for the puarpo--w of Trade Marks. The Shorter
Oxford Dictionary defines preseriptive in <-ras virtually identieal to that
of Websters, and there is no need to repeat tae definition. It is clear that
the only one of these definitions that coulli have any reference to the goods
is the first one.

“yan Sweetman submittoed that tais first definitioun meant giving
a specific alrmost mandatory direction as o the way a thing should be used or
carried out. Sh maid the goods do not mase any claim to being prescriptive
in how they are uged by the customer ani ozt no reasonahle menber of the
public could think or believe that cosmet:ics would be prescriptive in the
dictionary definition,

Miss Sweetman then agrees tnat it wus necessary to look at the
noun form of the word namely prescription. She guoted to me the definition
from the Shorter Oxford DRictionary as followsi-

=", The action of prescribing or appointing
be forehand; that which is prescribed; written or
explicit direction or iniunction.
2. A direction or ‘ormula (usu.) written by
a physician for the composzition and use of a medicine;
the medicine prescribed. 1In early use, more widely,
‘doctor's orders'.

I Restriction, l:mitation”

3u~ submitted that only lefinition 2 could really have any
reference to the goods and that I should iocox at how the proposed mark would
appear to be public, and in doing this alopt a common tense view. These latter
propositions were based on statements in the Lharm Case (1928) 45 RPC k21 and
the Tastee-Freez Case (1960) RPC 255. 3ne argued that in the public mind the
most likely connection would be with a medical prescription. Further, no -
reasonable person wiuld think of a medicsl prescription when buying gocds at
a cosmetics counter. She argued that many medicines were available without
a doctors prescription and people only went to a doctor for a prescription
when they coulsd not get the medicine or irug themselves.

She then referred me to the case of the Hotorine T.M. {1907).
2 Ch 435 and argued that the word Prescripiives had for less direct reference
than Motorine. '

I will first deal with m» views on the law. S. 9{1)(d) of the
Ordinance prohibite registration of a croposed mark if there is a direct reference
to the character or quality of the‘goods. The question of the construction of
these words ant their application to any mark applied for must necessarily be
somewnhat sub’ective., Indeed, as the editors of Kerly's Law of [rade Marks
observe at parapgravh 8-29 (11th Editiorn., few of the decided cases are of value
in laying down definite principles on 2. 0(1)(d) or its UK equivalent and many
of the cases are inconsistent in their anproach. lowever some cases do state
principles of general application and T nave considered a number of these which
I feel assist in this decision.




First however, I must consider the '"Moterine' Case (1907)
2 Ch 435 which was the only case referred to at any length by Miss Sweetman.
In that case Warrington J. said at pages Wh6-L47:-

"Phe goods in question consist of lubricating oil.

I canpot see how the word ‘'motorine' has any
direct reference to the character and quality of
those pooudo.  No doubt it gupgests that in some

way they are oils which are to be used in connection
with n rotor but beyond thai it has ne reference
either to the character or quality of the goods and
such reference a5 the use of the twoe syllables of
the word 'motor' in the word 'moterine' has to.the
character or gquality seems to me not to be that
direct reference which the Act contemplates'

I find this a atrange decision which I do not understand. ‘The learned Judge
states that 'Motorine' suggests that the product is oil for use with a moter
but then says this is not a direct reference to the character or guality of
the geoods, a proposition which after hia first finding I would have thought
impossible. Unfertunately there is no analysis in the judgment about how

the words 'direct reference' are being conatrued and therefore I cannot fingd
any assistance or prineiple to be derived from this case. I regard it as an
authority solely for the fact that the word 'motarine' dees not have a direct
reference to motor oil and nothing elase, It is I think also werthy of comment
that the 'Motorine' case was one of f{irst cacses to go to the High Court in
England after the passing of the 1905 Trade Marks Act where the word 'direct’
was introduced for the firat time.

I have aleo considered a number of other cases which while not
cited in the arguments, do 1 think give assistance in the present case.

The first case I have considered is the 'Oomphies’ Trade Mark
64 REC 27, In that case the Registrar refused an application for registration
of the word 'Gomphies' in Class 25 for shoes. The evidence showed thet the
word 'Oomph' was /merican slang denoting sex appeal, and the Registrar held
(inter alia) that the word ‘'Oomphies' not an invented word and had a direct
reference to the character and quality of the goods. On appeal the Evershed J
(as he then was) agreed with the Registrar that the word was not an invented
one, but he held that it did not have a direct reference to the character and
quality of the goods. It was argued before the judge that 'Comphies' shces
would give the wearer more sex appeal and therefore there was a direct
reference to the character or quality of the shoes. In dealing with this
argument the judge examined various factors to be considered in deciding
whether there was o direct reference and said at page 323

" I think that, in approaching a ‘problem of this
"kind, ovne has to bear in mind that the Court must
"cansider, as the Legislature considered, whether the
Mige of particular marks in reference to particular goods
"would embarrass or harass other traders, and it seems
"to me that, where you take an ordinary word in common
"use properly applicable in its ordinary meaning to

"the class of goods to which it is sought to be applied
"oy the applicant, the Court must be slow to give to

"'the sapplicant in effect a monopoly of that epithet.




i where you toke s owerd wiieh o evecedingly un-

"comnor, by comparison, 1 think thal somewhat dif{tferent
"eonciderations apply ani if Jou uay thut it has &
"direet refecence, vou are going to assume that this
"word, which I assume ot to be ar inventaed word, has
"a much more precise significance and e muth greater
"eireulation thar, I think, on the ¢vidence plainly
nit hus.

‘This passuape from the Julgment piver puidelines as to how to
approach on the one hand common words either in general use or in the particular
buciness and on the cther hand very rare words. 1 do not think prescrintive
can be Said to be o very rare word and certainly the words prescription and
prescribe are common words, and I think the apprupriate test in.this case is
that which Svershed J 1aid down for comman worde., This view is strengthened .
by an advertisement for shin cosmetics from a womens macazine {a copy of
which is annexed to this decision) which uses the phrase '"Prescribed for you
by a leading Dermatolopist" and thus shows user in the cosmetics trads.

The next case I have looked at is the 'Verve' Trade Mark (1958)

. RPC 3. In this case it was sought to register the word 'Verve' for phonograph
records and albums or sots of rhonograph records. The hearing officer refused
registration under Part A because he considered (inter alia) the mark contravened
the English equivalent of S, 9(1)(d) of the Ordinance. On appeal Lloyd-Jacob' J.
analysed at some length whether the reference to the character or guality of

goods was direct or indirect. e said at pages 5 and 6: -

" The murk proposed consists of the word "Werve!,
"a word which has an accepted meaning of vivacity, en-
“"thusiaam or spirit, particularly in relation to artis~
"tie performances. The goods in respect of which the
"application ins made are ‘phonograph records and albums
"or sets of phonograph records'. Having regard to the
"fact ihat such articles are normally marketed as
"ecarriers for that which is recorded thereon, it is,
"I think, right to construe this classification of
"eods as including 'phonograrhic recordings for re-
"production'. Such recordings will be characterisad
“inter alian by the identity of the work performed and

. ' "the manner of its performance. For example, it could
"be a named 'Beethoven’ aymphony and played by named
"performers.  Such recordings will also possess au-
“"certainable qualitieg. For they may be particularly
"secured os by high fidelity apparatus or particularly
“"reproducible as by specinlly selected equipment.

"The reproduction of the phonographi¢ recording will
"therefore constitute a performance the intrinsic
"features of which may ineclude both character and
"quality. If for simplificatien the classification
"of goods is re-stated as 'performance means', both
"character and quality will or may be conditioned by
"the performance their actuation will permit, and this
"mist necessarily be related to the original perform-
"ance of which thev are the record.



" It is, T think, unlikely that the method or means
"of nctuation of reproduction could impart vivacity,
"enthuaiasn or spirit to o performance which as original-
"ly vecorded was not so characterised, but it is plain
"that su oripinal performance ol such a character need
"a0l lowve this attribute in the process of reproduction.
""his clussification of poods will therefore include
"means for performing in a vivacious, entnusimatic or
“Spirited manner, albeit indirectly by phenographic
"reproduction, an artistic work. 5o atated, the
"attribute is seen Lo relate specifically to the
"povrformance, but this, in my judpment, is not assured-
"ly outnide the content of the phrase ‘character or
"quality of the goods'. Dy similar reasoning, so also
"would o reference to the artistic work being performed
"fall within the phrase, as for example gymphonic or
Pfolk song, Tt dis, as T think, impossible to reprard
"public usage as sufficicntly precise in the use of
"the word 'record' as to permit of a clear differentia-
"tion bretween the means of securing a performance and
. "the performance thus conveniently made available.
"Ihe question posed, therefore, in effect raises the
"question: has the murk applied for a direct reference
"to the character or quality of the performance? If
"synonywons with ‘vivacious, enthusiastic or spirited’
"it clearly would. There is not, so far-as I know,
"an adjectival use of the word 'verve', nor an adject-
“ive formed from it, so that it is not in actual truth
"o synonym,

" Tne liearing Officer has arrived at the conclusion

"that its use in relation to records would connote re-

"cords which would pormit perfoemances having the attri-

"buten of vivacity, enthusiasm or spirit, an aprroach,

"i0 will be noted, wliieh aveids fine distinctione of

"syntax, Wasther this is necessarily appropriate in
"relation to persons whose vecabulary includes the word
"!'verve'! if used according to any of its dictionary
"meanings may of course be arpuable, but I cannot hold

. : “"his conclusion to be without sufficient Justification
"and 1 must conclude, therefore, that the Applicants
"mave not discharged the onus of proving that the mark
"applied for qualifies under sec. § for registration
"in Part A of the Register."

lloyd-Jacob J. went on to suy at .page 7

"This cone to my mind illustrates the value of user in
eatublinhing the reaction of the purchasing public to the
use of an igeniously delected word. So long as speculation
on that matter is unavoidable, ussumptions must be made
and weighed, and the paramount duty of the kegistrar to
maintnin the purity of the register may well incline him
to place reliance upon possibilities which experierce in

! actual trade practice may demonstrate to be sc far
removed from reality as to be improbable, when the
factual distinctiveness of a mark comes to be measured'.



This case is particularly useful in my view because a number
of principles having o6 direct application to the present case can be found
in 1t. These nre:

(a) that the words'direct referance to the character and
quality of the goods'in S, 9(1)(d) of the Ordinance
do not have to be narrowly interpreted. If this were
the case the only consideration would have been the
tecnnical quality of reproduction not the characteristics
of the performance.

(b} that where it is not unreasonable to construe a noun
aldjectivally if the adjectival use of the word is a
direct referance then 6o will the noun use, This
peint would also be valid in my view for transpositions
to ani from other parts of speech.

{e) it establishes "the paramount duty of the Registrar to
maintain the purity of the Register', and the value of
user in deciding the effect of an igeniously selected

. ward,

1 have looked at the law in casces not cited to me because at
first sight this was not a straight-forward cage and therefore an examination
of the principles used i= previous cases was necesgary to establish the approach
to be adogpted by me. -

Dealine first with the meuning of the word ‘preccriptives!
I would be more inclined to accept the orguments of Miss Sweetman in relation
te the make up part of the goods, but they do not seem to me to be correct for
the skin care poods. In the promoticonal material supplied to the Registrer the
following sentences were used to describe the cleansing system - "Prescriptives
Cleansers are part of thas three dimensional system recommended for you by a
Frescriptives Analyst. Zach of the cleansers is tailored to meet individual
needs. Used as preserivsd (my underlining) they cleanse tone and exfoliate in
one process', Later to describe the energizing syastem the following was writter
- "Daily Dose has beren recommended for you in a speeific strength based on your
sKins individuual needs'". The description of the problem solvers contained -the
following - "Each problem has its own apecific problem solver that is used only
. when and where it is needed, right on the problem spot. Each was made to be
more effective because it is precise in its function and confined ir its use".

It these various statements are looked at then it is guite clear
that the idea of this s-in care system is that an individual has their skin
exanined by, to quote trne brochure "a trained Prescriptives Analyst", who then
recommends certain of the skin care products and 'gives gpecific instructions
about tneir use., It is only if these specific directions are followed will the
vest results be obtainei. This is exactly the first dictionary definition of
the word 'prescriptives' and there is_therefore in my view a direct referance
to the character and guality of the'goods.

This approach is based on that of the judge and hearing officer
in the 'Verve' case in that while the skin lotions and creams do not themselves
give the directions, tne salesperson and no doubt the containers do give the
precise instructions. This conforms with the wider interpretation of the
phrase. 'direct referance to the character and quality of the goods' used in
the 'Verve' case.

[P TN - . . i . o . L



xnile tiue words prescriptives and nrescriptive are not very
oy

common words trey 13 [ thiik have a sufficiently precise significance to
have a direc: referiance to these gooads.

™12t now turn to conmider the meanings of the cther
grammatical Zorzs namely prescribe and prescription which I must do in
following tre 'Verve' case. While no argumant was put to me on the verb
Torm prescris

lte L orust also consider this in view of ita fairly common usage.
Prescribe is 42fined by the Shorter Oxfurd Dictionary as follows:-
", To write to describe beforehand.
o To write or lay down as a rule or direction

tc be followed; to appoint, ordain, direct, enjoin.
“¢ lay down a rule; to dictate, iappoint, direct.

. To advise or order the upse of (a mdicine,
¢, ) with directions for the manncr of using it.

L1 Y

. To limity to confine within bounds,"

Clearly trne chirdi definition of prescribe and the second definition of
prescripticz givern avove are the ones which are most likely apnly in this case
altnough tzs second definition of precscribe and the first definition of
prescripticz als> could be relevant. The word precceription is most commonly
used in cerzaction with a written direction for the uge of a particular
medicine, it does not only apply to this or equally just to restricted drugs
only obtaizznhl 2t a doctors authority. It can mean a direction or formula
for th~ cozzosition and use of a medieine. If therefore any of the goods in
the applicazte 'Frescriptives' range of goods can be properly described as
medicines tzen I think there must be a direct referance to the character or
quality of zoozs both in the manufacture and the sale. It seems clear to me
that the Zrangi

o n System which is designed and formulated to improve skin
quality ani tne Froblem Solvers wiich cure skin blemishes such as spots and
pimples can witrnout stretching the definition of medicine be so described,

=

Tne word prescribe, whieh is the ver form, has its definition

et out adsve. Looking at the third definition this is exactly what happens
. with thess :roducts. A purchaser is advised by u beautician to use the
particular zroduct and given directions as to its ugse., The dictionary
definition saows that its use in this form is far less restricted to
preseribiny by a physician than the word prescription, but is also commonly
used for :zr= i%ing of other sorts. Thiu view is reinforced by the applicants

3 rd ‘rrescribed’ in thneir brochure on the Prescriptives range of
goods as £:% out earlier on page 6. 1 therefore find that the verb form
prescribe z.so n1as a direct referance to the character or quality of the goods.

(2 I
't

- nave also considered, the question of whether the proposed
mark contrzveznes Section 12{1) of thé Ordinance in that it is likely to deceive.
I have cozz «
other gras-as
and that =
thinking =

¢ tze conclusion that it does no:t, in that prescrivtive and its

lcel forms mre not solely linked to a direction from a physician,
ascnaule member of the public is unlikely to be deceived into )
gzods sold at a cosmetics counter are prescribed by a physician.,

Te
-
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‘ Thure are two other arguments raised at the hearing with which
1 must deal. First Mins Sweetman referred me to five Trade Marks in Hong Kong
which she submitted had far greater direct referance to the goods covered thatn
the Applicants proposed mark. Three of thesc are very similar, namely 'Hevion
Formula &', 'Charles of the Ritz prescribed skin care' and 'Charles of the Ritz
Les Prescriseins' all for cosmeties in class 3. In eacn of these three cases
the words after the munufacturers house mark were disclaimed. This shows the
practice of the Trade Mark Registry to allow additions to a manufacturers
house mark of words which in themselves mipght well offend some part of 5. 5 of
the Ordinance with a disclaimer of those words. If the applicants had applied
for the mark 'fistee Lauder Prescriptives' with a ilisclaimer of 'Prescriptives'
then this similarly would probably have heen ~llowed.

The next mark I was raferred to was Lirectionale for bleaching
Preparations and other substances for laundry use; tleaning polishing stouring
and abrasive preparations; soap; perfumes, ennential oils, cosmetics hair
lotions and dentifrices in class 3. I cannot seo any direct referance to the
goods in tnis mark. The last mark was 'Preparation X' for medical ointment
and suppositories in class 5. There was a colour limitation imposed and a
disclaimer of the right to use the word 'Preparation' or the letter 'H'
separately. This mark was applied for in 1956 ant rogistered in January 1957.
The practice of the Repistry has grown more strict with the increasingly
greater numbers of Trade Marks epplications and there are many old marks on
the Register which if looked at afresh today might well be disallowed or only
be allowed in Part B. 1T therefore ignore the registration of this mark in
arriving at my decision, cince each application must be looked at on its own
merits, This approach is confirmed by the 'Madam' Trade Mark Case (1966)
BPC 541 where Mr. G.H. Tookey (C said at page S45:

"Althourh uniformity of treatment is of course desirable
as far as possible where examination of applications

is concerned, I agree with the Registrar that each
application must be dealt with on its merits'".

Finally it was argued that the mark Prescriptives had been
registered in Part A in U.5.A., South Africa and Canada and had been accepted
for Part A registration in Australia and Ireland. I enquired what the pogition
was in England and was told the mark had been accepted for a part B registration.

I was presented with no evidence of what Trade Mark law was in any
of these countries nor was thure any evidence on the basis of acceptance in that
no letter or decision in writing setting out the grounds for acceptance was
shown to me,

The approach to be used in respect of foreign registrations is

set out in several cases, but is perhaps must clearly stated by Mr. D. Falconer 3.C.

in the Needle Tip Trade Mark (1973} RPG 113 at pages 117 and 118 when he said:
.‘Q
"It was stated on behalf of the applicants that this mark
has alrendy been registered in Canada, South Africa, Eire
and the United States of America ....vsese.. and in each
case 80 I wae also informed, registration was effected
: without proof of user in the country concerned.




.

It wns strongly argued that in considering the
repisterability of the mark in this country the
fuct of such registration in countries in which,
50 it was atated, the regulalions governing the
repistration of trade marks are substantially the
same s in this country, was a matter to he taken
inte acecount as showing that the mark is one
qunlified for regictrantion in this country also.
In support of this argument referance was made to

2 passage in the judgment of lord Parker LCJ in

Swifts Application (1962) Pt 37 (a patent case)
the passoge referred to being at page 49 lines 43-47.

It seems to me that the mere fact that a mark
has been repistered in a foreign country has little
or no bearing on whether the mark is capable of
distinguishing the poods of the applicant in this
country. Registration in the foreign country will
have been allowed according to the law and practice
of that country which may differ from that of this
country and may have been allowed in the light of
particular circumstances and trading conditiens in
that country and which may be very different to those
obtaining in this country. It may be that in a case
where a mark applied for here has already been registered
in a foreign country with a system of trade mark law
similar to our own, if a written decision of the
foreign tribunal allowing registration in the
foreipgn country, and which showed the grounds of
the decision and the matters taken into consideration
woers to be adduced on the application here, it mignt
be persnasive as a piece of reasoning as to whether
the mark should be registered here if but only if
similar considerations appliecd in this country; hut
Lthat, it seems to me is as far as registration in a
foreign country could be reclevant to registerability
here. It is to be noted that in Gwifts case the
Divisional Court was influenced by what was referred
to as "a scholarly and persuasive judgment of the Full
Court of the High Court of Australia. On the present
appeal, however all that has been relied upon is the
mere fact of registration in the countries mentioned
and that mere fact, ns I have already stated is of
jittle or no bearing on whether the mark is capable
of distingnishing the applicants goods in this country'.

This view has previously been followed in Hong Kong even in

respect of UK registrationsg, In the 'Cosmotron' Case an opposition case
(File lin. 793/69) Mr. P. Murphy thg learing Officer said at page 27:-

g A ——— o a——— o o

Miowever the co-existance of the marks in the UK reigstry
ohviously is a consideration to which I have to give
considerable weight as our respective systems of
repistration of trade marks are in most respects
basically the same. At the Hearing, however, no
ovidence was led by either party as to the
circumstances which led to the co-existance of



the marks in the Upited Kingdom, 1 therefore feel

Ehat 1 cannot regard the hare fact that both marks

have been repistered in the United Kingdom as binding

on me. In the absence of evidence that similar

circumstances and considerntions applied in the

United tingdom, I cannot regard the co-existance of

the marks as Justifying me in departing from the

conclusions which T have reached on the hasis of '
' the evidence and the submisnions made at the.Hearing".

tr. Murphy then went on Lo cite the ‘Needle~Tip' case an authority for this view
quoting part of the pasgage I have get ont above,

Adaptine this approach to the present case I have therefore taken
no account of the varicus part A registrations put to me by Miss Sweetman.

For the reasons stated tih. application for registration is refused
under Section 13(2) of the Ordinance as the proposed mark 'Prescriptives' fails
to comply with Section 9(1)(d) of the Ordinance,

The 12th of April, 1984, -

Ty Vﬁ
\J N ! . ig AL

(J.P. Latham)
benior Solicitor
p. Registrar General
(Registrar of Trade Marks)



