in anplication was made by Wenping & Co, Trade hark
Agents, on the 9th November 1981 on behalf of Maglificio Ziellese
Fratelli Pila S.p.a. ("the Applicants") for the following device

mark ("the Fila mark") :-

This application was for Class 3 and was in respect
of cosmetics, perfumes, soaps, dentifrices, hair lotions and

shampoos,

Ze On the 2nd February 1982, the Trade Marks Registry
wrote to Messrs, Wenping advising them that the Fila device mark
w2s not acceptable for registration in Part A of the Register

because

(1) It was considered in conflict with a "logo mark"
Trade Mark No. 195 of 1973 registered in the name
of Faberge, Incorporated ('"the Faberge mark") and
therefore likely to deceive or cause confusion pursuant
to Section 20 of the Trade Marks Crdinance,

(2) It consisted of "F", a letter of the alphabet in which

it was not possible to acquire a monopoly by regisiration.



3. Megsrs, ¥Wenping have made various submissions on
behalf of their clients by letters to the Trade Marks hHegistry

dated lst April 19872 and 29th June 1982,

4. The Trade HMarks Registry has continued to maintain

its objections to the Fila mark and so informed Messrs, Wenping

by two letters dated Hth May 1982 and 14th July 1982, 3By a letter
dated 18th March 198% to Messrs. wWenping, the Trade Marks Hegistry
advised that it would not accept a colour limitation nor a disclzimer
of -2 letter "F" %o overcome the objection tzken that the Fila

mark was a letter "BV,

5 The Applicants asked for z hearing, A hearing tock
P
place before me on the 2nd November 1983 at which the Applicants

were represented by Mr. Andrew Lizo of Counsel and HMr. J. Kee of

Messrs., Michael Cheuk & Co (who had been instructed by Messrs, Wenping).

6, Mr. Liao began his submissions by saying that you had
to look at the ¥Fila mark. He said :=-

- (2) It had distinctive colouring. It was red and blue
against a background of white. The upper portion and
the lower portion of the Fila mark were in contrasting
colours, The lower poriion was a sort of inverted L.
The ends were rounded., There was a tube-like effect,
It was a visual mark., Someone shown the mark would
realise. that it was a mark recognised by appearance and

colouring,
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(b) There were two objections by the Trade arks Zegistry,
The first was that the Fila mark was in conflict with
the Faberge mark. The second objection was thet it

stands for the letter "F", being a letier of the alphabet.

7. Mr, Liac then referred to S. 9(1)(e) of the Trade
Marks Ordinance, He referred 4o "any other distinetive mark".
He said that guestion of distinctiveness was dealt with in

S. 9(2) and 3. 9(3) of the Trade Marks Crdinance,

8. Mr, Liao said that the mark had to be inherently
distinctive. This was a quality in 1tself, Mr, Liac said that
the objections by the Registry was that the Fila mark was not

inherently distinctive.

9. Mr, Liaoc said that the Registry had not tz2lked about
colour. Here he referred to S, 11 of the Trade Marks Ordinance
and stressed that colour was imporiant, Mr. Liac said that

it was clear that a letier of the alphabet was not registrabdble

2s it waz not distinctive, Mr, Liao said that this matter did not

concern the letter "F" but a device,

10. ' Mr. Liao said that if you loocked at the device then
firstly, it was clear that it was a device mark; or if it was
a letter "F", it was so fanciful or original that the aliphabet

sigrnificance faded into the background.
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1]. The Fila mark must be looked at for immediate impact,
Would somecne on the street looking at ithe applied for mark zee
a letter "F" or a2 distinctive device. UIr. Liac said that the
device sprang to mind. The impression of the letier "F" was an

ex post facto analysis for the following reasons :-

(1) In its overall appearance the immediate reaction is that
the device is not & letter "F",

(2) There are differences in comparing the Fila mark,
and a letter "F", The-two portions of the applied for
mark are of contrasting colours. The portions are nov
joined together and are not of unified whole,

(3) Two tube-like impressions reinforced the impression
that it is not a letter "F",

(4) It is the immediaie reaction that it is important.

12, Mr. Liaoc then referred to the various cases which he
said were important for identifying what approach one should take.
The question when faced with a device mark which might be a letter

of alphabet was : How fanciful was the impression? Was it a lstier

or device? The cases were ;-

(1) Electrical Protection Company (Proprietary) Limited's

Application (1967) R.P.C. 261
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(2)

{3)

Mr. Liao said that the question was one of the impression,
The mark EFC was fanciful. The approach of this case was
that the more a mark was different from ordinary leiters

of the alphzbet, then the less likely it was to be

construed as a letter of the alphabet. In this case there
were concentric circles which gave the mark its significance,
Mr, Liao said that as regards the Fila mark, there was a
much stronger difference from the letiter "F". Cne also

had to look at the colduring and the tube effect,

Elliott Machine Tools Limited's Avplication {1970) R.P.C. 79

Mr, Liao said that the approach was i¢ look at the mark,

Mr. Liao said that the ¥ila mark did not feature the lettier
"F", He again mentioned the square frame, He said that the
horizontal rod was red, He referred to the L shaped lower
vortion which looked like a bent tube and this was coloured
blue, All these were set against a background of white,

The bars were rounded off,

Alfred Dunhill Limited's Trade Mark Application (1982) R.P.C.

Mr, Lizo said that in the Dunhill case there was letter "a"
with a broken circle, The only unusual feature was the
ascender. The Court said that the letter "d" was not

an uncommen script.
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13, ¥Mr, Liao asgain emphasized that the immediate spentansous
reaction of a wviewer to the Fila mark was that it was a device,

It was only ex post facto reasoning that would lead anyone o

seeing it as a letter "F". The Fila mark was an artistic derivation

from the letter "F" at most. It was not from any known script.

14. Mr. Liac asked how anyone would be inconvenienced if the

Fila mark were allowed. Would other traders be prejudiced? There was

no reason why other traders would want to employ this device with this
colouring. Colour was important, (Mr, Liao referred to S, 11 of the
Trade Marks Ordinance.) Mr. Liaoc referred to the Smith, XKline and -
Prench Laboratories Limited V Sterling - Winthrop Group Limited
(1976) R.P.C. 511 which he said proved that a colour could be a

trade mark and this was the importance of the casge.

15. Finally, Mr. Liao referred to Unilever's (Striped
Toothpaste) Trade Mark Application (1980) FSR, P. 280 which he used

to prove that colour was an important factor,

-

16. - Mr, Liao then referred to by way of analogy to the
cited Faberge mark., He said that the cited mark looked like a
letter "F". It was not coloured. It was registered in 1972.

He said that the impressicn was that it looked like a script "F".

There was no colour limitation.
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17. ¥r, Liao referred to the i1 device {Registration Mo. 2437/21)
which he said had a colour limitation and also disciaimed +he use

of the letter M, This limitation illusiraied that tne cevice

(i.e. Registration No. 2437/81) was not a M. Ur. Liaso said that

the Fila mark was like this M Mark, 7The alphabetical significance

was an afterthought,

18. Mr. Liao then dealt with the guestion of conflict with

» the Smith

3

thg rfaberge mark, He referred to the test stated i
Hayden case and he referred me to page 172 of Kerly (10th Edition).
He referred to (b) on page 172 which was an extract from Svershed J's
Judgement, He said that the approach is to compare ithe two marks

i.e, noticnal fair use in a normal fair manner.

19, Mr. Liao referred to para, 10,04 of Kerly (10th Edition).
He said that we were concerned with the S. 20 of the Trade Marks
Ordinance. Cne had to imegine use in a normal fair manner, I had
earlier pointed out thet the cited Faberge mark had no cclour
limitation and had asked how one could compare the two marks? Should
one think of the Faberge mark in red and blue? Mr, Liac submitted
that it would not be normal or fair so to do. I asked why not?

Mr. Liao said that the Faberge mark was registered in black {although
it was conceded there was no colour limitztion) and so it was not
normal or fair to consider the Faberge mark used with z different

colour combination when 1t had been registered in one colour.
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20. Mr. Liac went on to say that there were a rnumber sf
differences between the Faberge mark and the Pila mark :-—
{(a}) There was an absence of a frame in the Faherge mark.
The frame in the Fila mark was coloured blue and
distinctive,
(b) The Faberge mark consisted of 3 rectangular blocks
but the Fila mark was a2 horizonial upper block and lower
L shaped block.
(¢) The Faberge mark had sharp corners but the Fila mark
had rounded ends.
(d) The Fila mark had 3 members but the Faberge mark had
2 members,
(e) The Faberge mark was flattened and had a pressed

appearance. But the Fila mark had a taller appearance,

21. Mr. Liao argued that the Trade Marks Registry recognised
the difference in the two marks. He referred to the third paragraph
of the Registry's letter of the 5th May 1982, which I quote :-

) "The cited Trade Mark No, 196 of 1973 strikes one as a
conglomeration of 3 jigsaw pieces. It is felt that in that
instance, visual distinctiveness has been achieved in that
the prominence of a letter "F" has been overshadowed or
pushed onto the background. On the other nand, the subject

mark is predominantly and essentially the letter "F'" and

in all likelihood, it will be primarily visualized,
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recognised and remembered as a letter "F", The goods
marketed thereunder will in &all events be known or
ordered as "FY, It is noted that the subject mark is
only a subject of Part B registration in the United
Kingdom in various classes whereas in Hong Kong evidence
of user has been filed by the applicant company for the

purpose of obtaining Part B registration in Class 25,"

22, Mr. Lia6 wondered if tbe Fila mark and the Faberge mark
we?e similar, how could we say one was inherently distinct and the
other not? Mr, Liao said that it was unreal to look under

S. 9(1)(e) and apply one standard and then look under £, 20 of the
Trade Marks Ordinance and apply ancther standard. I put forward the
argument that the Faberge mark had a disclaimer of a letter "F" but
under Section 20 of the Trade Marks Ordinance one had to compare

structures.

23, Mr., Liac said that the Fila mark was very originalj
its structure was different and it was distinctively ewloured, ie
asked whether a grant of the Fila mark would be an inconvenience to

other traders., He said it would not,

24, ) After the hearing, I wrote to Messrs, Cheuk & Co on the
14th December 1983 confirming my agreement to the views of the

Trade Marks Registry as set out in their letters of 2nd February 1982,

5th May 1982, 14th July 1982 and 18th March 1983, I am now asked,

under the provisions of Trade Mark Rule 20 to state in writing the

grounds of my decision and the materials used in arriving at it.
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25. The Applicants have made no claim that there has been
any use of the mark prior to the date of the application and so

T have only the prima facie case 1o consider,

26. I will deal first with the objection that the Fila mark
consists of "F", a letter of the alphabet in which it is not possible
to acquire a monopoly. In considering these maiters, I am dealing
with the guestion of whether the mark is distinctive within the
mganing of Section 9 of the Trade Marks Ordinance, It is well
established that mere letters of the alphabet are lacking in

inherent distinctiveness. (See Kerly, 11th Zdition, Law of Trade

Marks and Trade kames, at para, 2-63, page 112.)

27, But the question is whether the Fila mark is a letter
of the‘alphabet or a device, I refer here to the arguments of
Mr., Liao expressed in paras, 10 to 13 above., I found great
assistance from the cases (see para. 12 above) on the approach to
be adopted, in pariicular the judgement of Mr, Myzll in the Alfred
Dunhill Limited Trade Mark ipplication (at page 149, lines 4 to 29)
where Mr, Myall states 1=
"An applicant who wishes to obtain registration as
a new mark of what is essentially 2 single letter of the
alphabet must apply originality in presenting it as a
device. The applicant's chances of success will vary with
the degree to which originality is incorporated into the
_presentation of his mark for it is principally in this

quality that registrability must be sousht. At one end
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of the scale he may be able to achieve such a grotesque
or peculiar prgsentation that any letter significance
disappears and it will be the device which impinges
itself upon the mind and in the memory. In such 2

case there will be almeost no likelihood that the mark
will be seen or referred ftc by the letter so that, since
the overwhelming impression left by such a mark is that
of a device, the conclusicn that the mark is distinctive
is inescapable, Such a mark is regisirable in Part A

and no disclaimer of the letier will be required, At

the other end of the scale will be a leiter to which
nothing, or very little, has been added., Here the
possibility that the mark will be referred to as a letter
will approach certainty and user will be necessary before
such a mark can be accepted for registration even in
Part B of the register., Between these two extremes lies
a contimmm of design ranging from cases where & letter
is easily seen to those where if is lost in the mark. At
some point in this range there may be a mark in which

the letter gignificance, although present to some small
degree, is such that a substantial number of people are
likely %o receive merely an impression of the letter and
not a very clear impression at that. OSuch marks may

be capable of distinguishing and therefore acceptable in

Part B of the register. The range of design possibilities
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is practically unlimited and there will be cases on the
borderline between acceptability in Part 4 and Part B or
between acceptability in Part 3 and refusal. Marks may
be viewed differently by different people at different
times since the impression left on different minds may

not always be the same or to the same degree,”

28, Looking at the Fila mark, my immediate reaction is that
it is a letter "P". In my opinien; there is insufficient originality
to qualify the Fila mark as a device. I do not think +hat the different

colours used hides the immediate impact of & leiter of the alphabet.

29, It is interesiing to note that the actual decisions in the
cages referred to in para., 12 above really provide very little
assistance to the Applicant's case, In Dunhill's case, the application
for Part A failed, The Electrical Protection Company case resulted

in the mark being accepted in Part B. In the Elliott Machine Tool's
case, the application for Part B was rejected,

30, ' Further, I note that the Applicants already have a mark

registered in class 3 which is as follows ;
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In his statement on Form TM-Fo. 4 (statement in support

of Application) with regard to that application, ¥r, Iassimo Henssler

referred to this as "FILA" showing he regarded the first letter as a

letter "F",

3]1. I turn now to consider the second objection to the Fils mark
made by the Trade Marks Registry, namely that it was considered to be

in conflict with the Faberge mark. The Faberge mark is as follows

This mark is registered in respect of soaps, perfumery,’

-essential oils, cosmetics, hair lotions, non-medicated toilet

preparations, dentifrices and cosmetic powder boxes. It is provided

on the Certificate of Regisiraztion for this mark that "Registration of
this Trade Mark shall give no right to the exclusive use of a letter "F",
It is also important to note that no colour limitation has been attached

to this mark,

32 The relevant Section in the Trade Marks Ordinance is

Section 20 which provides :
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"Except as provided by Section 27 no trade mark shall be
registered in respect of any goods or descripiion of gocds
that is identical with a trade mark belonzing to a different
proprietor and already on the register in respect of the
same goods or description of goods, or that so nearly
resembles such a trade mark zs to be likely to deceive or

cause confusion,"

33. There is no doubt that we are - in comparing the Fila mark
and the Faberge mark - dealing with "the same goods or description of

goodd,

34, Both marks are clearly not identical. 3But the guestion
is whether both marks so nearly resemble each other zs to be likely
to deceive or cause confusion, bearing in mind that these ‘two warks

are not word marks,

35 The "idea of the mark" has also to be regarded. As Kerly
puts it :
| "Two marks, when placed side by side, may exhibit many and
various differences, yet the main idea left on the mind by
both may be the sams,"
"On the other hand, a critical comparison of two marks might
disclose numerous points of difference, and yet the idea
which would remain with any person seeing them apart at
different times might be #he same," (See Kerly 11th Editicn,

para, 17-08, page 408)
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36. The notion of imperfect recollection has 2lso to be tzken
into account in comparing marks, and I refer here to the discussion of
this topic in Xerly (at para. 17-23, paée 418, 1lth Zdition) and
particularly to the remarks of Sargzant J, in Sandow's sppn., (1914)
31 R.F.C. 196, =2t page 709 which I quote here :
"The question is not whether if a person is looking at
two trade marks side by side there would be a poasibility
of confusion; the question is whether the person who sees
the proposed trade marg in the abgence cf the other trade

mark, and in view only of his zeneral recolleciion of

what the other itrade mark was, would be liable to be
deceived and to think that the trade mark befosre him
is the samne as the otiner, of which he has é general

recellection,”

I feel this to be a very important notion here where the

goods invelved are noit the sort of items one would purchase on a daily

37 o- Bearing in mind what has been said in paras. 35 and 36
above, I think there must be 2 very distinct possibility that

customers could he deceived or confused if faced with similar goods
bearing the Fila and the Faberge marks respectively. The goods are
same or éf the same description, and would be c¢ompeting for the same
cusiomers., I have already stated earlier my opinion that the Fila mark

is not so original as to disguise the letter "F", It is "F" in red and
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and blue, The Faberge mark, though orizinal enough to be zccepted

in Part i, had enough of a letter "F" in it to warranit the dizclaimer

of a2 letter "P"., This practice of disclaiming a let*er of tha alvhabet
has teen discussed by Mr. Myall in 4ilfred Dunhill's Trade i ark

Lpoplication at page 151, lines 11 %o 35,

38, what the disclaimer of "a letter" means is that while the
proprietor of a mark with such a disclaimer cannot claim a menopoly
of the letter of the alphabet (so that others may use the letter in
other variations) his particular msrk does receive protection should

anyone create a mark that closely resembles it,

39. During the hearing, ¥r, Liao drew my attention to the
differences between the Fila mark and the Faberge mark (see para, 20
above}. Now his analysis was based on a close examination of both
marks., DBut bearing in mind the rules of comparison that I have mentioned
in paras, 35 and 35 above, I have reached the conclusion that both

marks so resemble each other in style and structure as %o be likely

to deceive, They would both be placed on the seme goods and sold at the
same shop counters., This similarity would unguestionably be affected

by the problem of colour and notional fair use which I now turn to

consider,-
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40, Section 11 of the Trade Marks Crdinance provides zg Tollows :
"(1} A trade mark may be limited in whole cr in part to

uch case

n

one or more specified colours, and in zny
the fact that it is so limited snall be tfaken into
consideration by any tribunal having to decide con the
distinctive character of the trade mark,

(2) If snd so far as a trade mark is registered without
limitation of colour, it shall be deemed to be

registered for ail colcurs."

41, I think it is important to note that the Faberge mark
has been registered without any colour restiriction and therefore
Section 11(2) of the Trade Marks Urdinance applies., There is nothing
to prevent the owners of the Faberge mark from adepting any colours
it wishes, ¥r. Liao states that there was no reason why other traders
would want to employ a device with the same colouring as the Fila mark,
See para. 14 apbove)} He also argues that in comparing marks one should
compare them by reference to use in a normal and fair manner, (See
paré. 19 above) With respect, I cannot see the force of these argumenis,
If an owner has a mark which is not subject to & colour resiriction
then he can use it in any colour he wishes. I canrnot see that there is
anything unfair about this. %“hat I have to do is to compare the
Faberge mark as it has been registered and with all the scope afforded
to its owner by virtue of such registration (i.e. the ability to use

all colours for the mark) and the Fila mark, If the owners of the
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Taberge merk decided toc use red and blue {as <hey rre fuliv enwi<led
were also allowed to be registered,

42, The other argument raised by ¥r, Lia¢ at the hearingwas
that the Trade l‘arks Registry "had not 3alked zbout ceclour”. {3See
para., 9 above) ILater he referred to the Smith, Xline znd French
Laboratories Limited case and the Unilever case. (See paras. 1£ and
lé above) T think I can dispose of this point fairly shortly.
Despite the colours used, I have already found that the Fila nmark is
an "F", and I do not think that the use of colours hides this fzeci.
But if the question is whether the blue and red colours of the Fila
mark entitle the owners to a Part & registration because of its
distinctive zet up then the following passage from Yerly {discussin
the question of get up) ismlevant :

"As a practical matter, however, it may be found that

registration is difficult to secure without good evidence

- of distinctiveness." (page 110, para, 8-60, 11th Edition)

Kerly also points out that in the Smith ¥line case, the
capsule gets ups were only allowed to be registered on overvhelming
evidence‘ of distinctiveness. The Unilever case was ancther one where
there was evidence of distinciiveness, So I feel that the arguments

of Mr. Liao on this point have little relevance to the case before me

where I am concerned with the prima facie acceptability of the Fila mark

and where no evidence of distinctiveness of this mark has been nresented

to the Trade Marks Registry.
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43, Pinally, I wish to deal with two additional pcintis :

First, as regards para. 17 zbove, I do noi think reference
to the M device assists Mr, Liaoc in overcoming the objection that the
Fila mark is a letter of the alphabet because I agreewith the views
of the Registry expressed in its lefter of 18th Hareh 1983 :

"I regret "that registration of the "Device" No. 2437 of 1981

in Part A will not persuade me tc take a favourable stand

towards the subject mark. That device is in the nature of
some pyramid device whereas your clients' mark is the

letter "F" in its only and principal idemtity."

Secondly, I refer to the arguments of Mr. Liao presenied
in para, 22 zbove. I think one has %o appreciate that Section 9 of
the Trade Marks Ordinance is concerned with the distinctiveness of
a mark and Section 20 of the Trade Marks Ordinance is concerned with
conflicting marks, There are two separate functions involved here and
I therefore find it difficult io understand the relevance of Mr., Liao's

arguments,

Do

R.J. Perera

Dated 10K, day of Nakueq 1984





