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Application for Registration

1. On 19 November 1996 (“the application date”), Florence Fashions
(Jersey) Limited (“the applicant”) applied to register, pursuant to the provisions of the
Trade Marks Ordinance Cap. 43 (“the Ordinance”), in Part B of the register in
Class 18, the trade mark, a representation of which appears below :

GIOVANNI VALENTINO

(“the suit mark™).

2. The goods intended to be covered by the registration were “leather and
imitations of leather, and goods made of these materials and not included in other
classes; animal skins, hides, trunks and travelling bags; umbrellas, parasols and
walking sticks; whips, harness and saddlery” (“the specified goods”). The Registrar
of Trade Marks (“the Registrar”) accepted the suit mark for registration in Part B of
the register. The application was advertised in the Government of the Hong Kong
Special Administrative Region Gazette on 18 August 2000.

Pleadings and evidence

3. On 12 April 2001, Valentino Globe B.V. filed notice of opposition to the
application. Valentino S.p.A. (“the opponent”) was granted leave to substitute as the
opponent on 19 February 2005. The grounds of opposition state that the opponent is
a corporation organized and existing under the laws of the Kingdom of the
Netherlands. The opponent uses the mark “Valentino” extensively in various
jurisdictions worldwide including Hong Kong in respect of prestigious luxury goods
including, inter alia, leather and imitations of leather, animal skin, hides, trunks and
travelling bags, umbrellas, parasols, walking sticks, whips, harness and saddlery;
clothing, knitwear, footwear, headgear, hosiery, swimwear, belts, ties, sports wear, top
coats, sports shoes, gloves, scarves, costumes; optical apparatus and instruments,
spectacles and sunglasses and their parts and fittings; precious metals and their alloys



and goods in precious metals or coated therewith, gold and silverware; jewellery,
costume jewellery, precious stones, horological and chronometric apparatus and
instruments and parts and fittings therefor; bleaching preparations and other
substances for laundry use; cleaning, polishing, scouring and abrasive preparations,
soaps, perfumery, essential oils, cosmetics, hair lotions, dentifrice; shoes, boots and
slippers; polo shirts and T-shirts, sweaters, blouses, raincoats; purses, handbags and
wallets; outer clothing; attache cases, brief cases, card cases, pocket wallets; scientific,
nautical, surveying, electric, photographic, cinematographic, optical, weighting,
measuring, signalling, checking (supervision); life-saving and teaching apparatus.

4. The opponent claims that it is the proprietor of a number of trade marks
registered in various classes in Hong Kong, details of which are set out in Annexure |
to the grounds of opposition. The “Valentino” mark was first used by the designer
Valentino Garavani in 1959 and then by the opponent in 1969. The opponent avers
that it has achieved widespread and substantial sales of its products under the
“Valentino” mark worldwide. The annual wholesale turnover of products bearing
the “Valentino” mark owned by the Valentino Group of companies is in excess of
US$500,000,000. By reason of the opponent’s long and extensive use and
promotion of the “Valentino” mark, the *“Valentino” mark (either alone or in
conjunction with the opponent’s other registered and unregistered trade marks)
obtains instant recognition by members of the public within Hong Kong as unique to
identify the opponent’s goods.

5. The opponent asserts that the suit mark is very similar to the “Valentino”
mark. Potential and current retail customers of the applicant’s goods are likely to be
misled into thinking or perceiving that the applicant’s goods are associated or
connected in the course of trade with the opponent and the opponent’s goods. The
likelihood of confusion between the applicant’s goods bearing the suit mark and the
opponent’s goods bearing the “Valentino” mark is substantial. The likelihood is
increased given the applicant’s graphic logo of a lateral “oval” intersected by the letter
“V” is almost identical to the logo which has been used by the opponent since 1979.
The similarity between the two devices has caused confusion in other jurisdictions
which has been or is likely to be paralleled within the jurisdiction of Hong Kong.
The grounds of opposition comprise sections 2, 9, 10, 12(1), 13(1), 13(2), 20 and 23
of the Ordinance.

6. In the counter-statement, save and except that the applicant’s own



application for registration of the suit mark is admitted, the applicant either denies or
avers that it has no knowledge of the remaining allegations in the grounds of
opposition and the opponent is put to strict proof thereof.

7. Trade Marks Rules, Cap. 43, Sub. Leg. (“Rule/s”) 25 evidence consists
of a statutory declaration from George Frederik Nicolai, the director of the opponent,
together with exhibits, which was declared on 5 September 2002 (“Nicolai’s statutory
declaration”). Under Rule 26, the applicant filed a statutory declaration of Annabella
Immacolata Norris, the sales manager of the applicant, together with exhibits, which
was declared on 3 November 2006 (“Norris’ statutory declaration”). Under Rule 27,
the opponent filed a statutory declaration in reply declared by Antonella Andrioli, the
legal counsel of the opponent, together with exhibits, on 13 November 2008. Under
Rule 28, leave was granted to the opponent to file a statutory declaration from the
same Antonella Andrioli declared on 26 May 2009 to clarify that the annual sales
figures given in paragraph 10 of Nicolai’s statutory declaration should be the
worldwide sales figures, not the Hong Kong sales figures.

Decision

8. Though, by 1 and 2 June 2009, the dates the matter was heard, the Trade
Marks Ordinance Cap. 559 had come into operation, by virtue of section 10(1) and (2)
of Schedule 5, oppositions to registrations still pending as of 4 April 2003 are to be
determined under the provisions of the repealed Ordinance, Cap. 43.

9. Although a number of grounds were pleaded in the grounds of
opposition, Mr Carolan for the opponent only made submissions on the ground under

section 20 of the Ordinance for the present opposition proceedings.

Under section 20(1)

10. At the application date, section 20(1) of the Ordinance, insofar as it
relates to goods, provided :

“(1) Except as provided by section 22, no trade mark relating to goods shall be
registered in respect of any goods or description of goods that is identical with
or nearly resembles a trade mark belonging to a different proprietor and already
on the register in respect of -



(a) the same goods;

(b) the same description of goods; or

(c) services or a description of services which are associated with those
goods or goods of that description.”

11. The following registered marks are relied on by the opponent in
mounting the opposition under section 20(1) :-

Trade Mark Registration D_ate of Class Goods
No. Registration
CY) 4866 of 1994 13.9.1991 18 leather and
leni g . imitations of
valenuno garavaril leather and goods
made of these
(Registration of this materials and not
Trade Mark shall give included in other
no right to the classes
exclusive use of a letter
L‘V”)
B1363AA of 13.1.1986 18 purses, handbags,
1994 wallets
25 outer clothing for
men and women
12. Under section 20(1), the two issues for my determination are, whether

the goods for which the suit mark is sought to be registered, the same goods or
description of goods as those of the opponent’s registered marks; and if so whether
the suit mark so nearly resembles the opponent’s registered marks as to be likely to
deceive or cause confusion.

13. Section 2(4) of the Ordinance, which is relevant to the definition of
“nearly resembles”, provides a near resemblance of marks is a resemblance “so near

as to be likely to deceive or cause confusion”.

14, So far as the first issue is concerned, Mr Ling for the applicant conceded




that as there is a clear overlap in the goods covered by the opponent’s registered
marks and those included in the proposed registration, the opponent is able to
overcome the first limb of section 20(1). The only question is the likelihood of
confusion under notional use by each side of its respective marks.

The opponent’s mark of registration no. B1363AA of 1994

15. Although there is an overlap of goods with the specification of the suit
mark, | do not consider that the opponent’s registered mark in question is in any way
confusingly similar to the suit mark.

The opponent’s mark of registration no. 4866 of 1994

16. The accepted test to be applied under section 20 of the Ordinance is that
stated by Evershed J. in Smith Hayden & Co.’s Application [1946] 63 RPC 97.
Adapted to the matter in hand, the test may be expressed as follows :

valentino garavani ,,

“Assuming user by the opponent of its mark “ in a

normal and fair manner for any of the goods covered by the registration, is the
tribunal satisfied that there will be no reasonable likelihood of deception or confusion
amongst a substantial number of persons if the applicant also uses its mark

Qb

“coww VAENTINO  normally and fairly in respect of any goods covered by its proposed

registration?”

17. The onus is on the applicant to satisfy the Registrar that the trade mark
applied for is not reasonably likely to deceive or cause confusion. In cases where the
tribunal considers that there is doubt as to whether deception is likely the application
should be refused (Kerly’s Laws of Trade Marks and Trade Names, 12" Edition,
paragraph 17-03).



Comparison between the suit mark and the opponent’s mark of registration no. 4866
of 1994

18. Before proceeding to the comparison of the marks, | would mention that
as stated in the table in paragraph 11 above, the registration of the opponent’s mark is
subject to a disclaimer that there is no right to the exclusive use of a letter “V”. A
disclaimer does not affect the significance which a mark conveys to others when used
in the course of trade. Disclaimers do not go into the market place and the public
generally has no notice of them. Therefore, a matter which is disclaimed is not
disregarded when questions of possible confusion or deception of the public are to be
determined (GRANADA Trade Mark [1979] RPC 303 at 308). | would therefore
determine the questions without having regard to the disclaimer.

19. Mr Ling submitted that both marks consist of two words and a device.
The word element, that is, the personal name, is more important as it is likely to form
the basis for verbal identification of the mark. The forename and surname in the suit
mark are “Giovanni” and “Valentino” whereas those of the opponent’s registered
mark are “Valentino” and “Garavani”. Although both marks look like personal
names, the pronunciation of the names is markedly different. Moreover, as
“Valentino” is a fairly common Italian name, the focus of attention is likely on the
other word.

20. As far as the device elements in the respective marks are concerned,
Mr Ling contended that the suit mark is a skilful combination of the two letters “G-V”
forming an oval, whereas the opponent’s mark is a letter “V” enclosed in an ellipse.
Moreover, while the device in the opponent’s mark is represented in dark solid lines,
the device in the suit mark is represented in blank lines like an outline. Visually and
verbally, they may be identified as the “GV” device and “V” device respectively.

21. By way of counter-argument, Mr Carolan criticized that Mr Ling had
undertaken a side by side comparison of the respective marks. Whilst the oval shape
in the device of the suit mark may represent the letter “G”, it is not in the same shape
that one normally writes the letter “G”. He argued that the letter “V”" situated within
the ovalised “G” is in fact very similar to the “V” logo in the opponent’s registered
mark. The difference in the solid and blank lines of the devices is not sufficient to
distinguish between the two. As the letter “V” is the centre piece which attracts the
attention of the consumers, it is likely that the consumers will only recognise the



device in the suit mark as a letter “V”” within an oval shape.

22, Regarding the words of the respective marks, Mr Carolan submitted that
the word “Garavani” in the opponent’s mark is confusingly similar to the word
“Giovanni” in the suit mark to the Hong Kong purchasers especially when each of
them is used in conjunction with the common word *“Valentino”.

23. In my judgment, it is not in dispute that both the suit mark and the
opponent’s registered mark are composite marks. There may be differences in the
parts of each mark, but it is important to consider the mode in which the parts are put
together and to judge whether the dissimilarity of the part or parts is enough to make
the whole dissimilar (Kerly’s, supra, paragraph 17-11). To my mind, their overall
arrangement and structure are the same in that both of them contain a letter-like
device above two words of the same length, one of them being the common word
“Valentino”.

24, Side by side comparison is not the test. In Sandow (1914) 31 RPC 1 96
at 205 it was said “the question is not whether if a person is looking at two trade
marks side by side there would be a possibility of confusion; the question is whether
the person who sees the proposed trade mark in the absence of the other trade mark,
and in view only of his general recollection of what the nature of the other trade mark
was, would be liable to be deceived and to think that the trade mark before him is the
same as the other, of which he has a general recollection”.

25. Turning to the devices of the marks, | think that upon a closer look at the
components of the device in the suit mark, one may recognize the ovalised “G” as the
letter “G” and the whole device as a “GV” device especially when one associates the
letter-like device with the initials of the words “Giovanni Valentino”. However, on
first impression, | agree with Mr Carolan that as the letter “VV” is the centre piece
which attracts the attention of the consumers and the ovalised “G” is not in an
ordinary format because of the stylized representation, the device in the suit mark is
likely to be recalled as a letter “V” within an oval shape. As to the device of the
opponent’s registered mark, undoubtedly, it will be recognized and memorized by the
consumers as the letter “VV”.  On the one hand, | take the view that the device in the
suit mark is similar to that of the opponent’s registered mark in the sense that they
may both represent the letter “V”.  On the other hand, | have not overlooked that the
overall visual impact conveyed by the respective devices is somewhat different. |



think that the similarity between the devices of the respective marks is a finely
balanced consideration.

26. It is trite to say that words speak louder than devices. In the present
case, | am of the view that the resemblance between the words in the marks is
considerably closer than the devices that helps to tip the balance. Both the words
“GIOVANNI VALENTINO” in the suit mark and “VALENTINO GARAVANI” in
the opponent’s registered mark look like Italian names suggesting an Italian
derivation. Even if, as submitted by Mr Ling, more attention is paid to the words
“Giovanni” and “Garavani” since the common “Valentino” is, undisputed by the
parties, a fairly ordinary Italian name known in Hong Kong, | do consider that the
word “Giovanni” in the suit mark is confusingly similar to the word “Garavani” in the
opponent’s registered mark. The words are of the same length consisting of eight
letters starting with the letter “G” and the ending parts are “vanni” and “vani”
respectively. Having taken into account the principle of imperfect recollection that
the marks are not to be placed side by side for critical comparison, | consider the net
impression given by each set of words is “Valentino” plus another Italian word
starting with “G” and ending with “vani”. | have come to the conclusion that
conceptually and visually, the respective marks are confusingly similar.

217, Whilst | have found above that both the devices in the respective marks
are likely to be recalled as the letter “\” devices, | consider that the consumers are
likely to refer to the marks by the words “GIOVANNI VALENTINO” or
“VALENTINO GARAVANI” rather than by the devices in speech when they refer to
or request for the parties’ goods. Both the words “Giovanni” and “Garavani”
comprise four syllables. The third and fourth syllables of the respective marks are
pronounced the same as “vani”. Notwithstanding the first and second syllables are
pronounced differently as “gio” and “gara”, | find that in pronouncing “Giovanni” and
“Garavani”, the stress is likely to fall on the third and fourth syllables. To an
ordinary consumer in Hong Kong who is not conversant with Italian, in my view, the
overall impression is that the two words do sound similar. The two sets of words
“GIOVANNI VALENTINO” and “VALENTINO GARAVANI” as a whole are
phonetically similar. 1 do not think that the difference in the positioning of the word
“VALENTINO” in the respective marks would assist in counter-balancing the
phonetical similarity.



Likelihood of confusion and deception

28. As part of the specified goods and goods of the opponent’s registration
overlap with one another, the goods can be sold and purchased through same trade
channels to the same class of purchasers paying the same price. The degree of care
and attention of likely purchasers is to be considered in relation to the inherent nature
of the goods. The parties’ goods are goods made of leather and imitations of leather.
While some care is taken over the selection of the goods, they are not specialist goods
over which especial care is taken.

29. Having taken into account all the above, | conclude that there is a real
tangible risk that the purchasing public would be confused into believing the goods of
the parties come from the same source or at least wonder whether or not that might be
so if the marks are applied to the same goods.

Under section 22 — special circumstances

30. Section 20(1) of the Ordinance makes express reference to the exception
provided by section 22.  As | have found that the suit mark and the opponent’s mark
of registration no. 4866 of 1994 so nearly resemble each other as to be likely to cause
confusion, section 22 of the Ordinance is triggered.

31. Apart from honest concurrent use, section 22 of the Ordinance provides
that the Registrar may permit registration by more than one proprietor, in respect of
the same or same description of goods, of trade marks that nearly resemble each other
in case of other special circumstances. In Shanahan, Australian Law of Trade Marks
and Passing Off, 2" edition, p.207-208, the following succinct account of “special
circumstances” is given by the learned author:-

e Generally “special circumstances” have only been something to
consider along with use when weighing the case for registration. However, in
Government of West Australia’s Appn there had been no use of the applicant’s mark
“Swandown”, but the application was allowed to proceed in the face of conflicting
“Swan” marks on the basis of two *“special circumstances”, one being the applicant’s
previous and well known use of a black swan device as the State emblem and the
other the fact that the respective goods were not identical.



It would seem that a special circumstance might comprise any aspect of the
applicant’s use tending to minimise the risk of confusion or showing particular
hardship. Thus the following have been recognized as “special circumstances” : the
registered mark had been vulnerable to non-use proceedings during most of the
period of the applicant’s use; the earlier mark had been revived for the purpose of
attacking the applicant’s use rather than from any strictly commercial consideration;
the word for which registration was sought was disclaimed in the prior mark; the
mark was the name of the applicant; and the proprietor of the prior mark would be
unable to prevent the applicant’s use even if registration were refused. In Maeder’s
Appn the consent of the earlier party was considered *“a circumstance that is deserving
of very attentive consideration.””

The applicant’s use of the suit mark

32. It is the applicant’s case that it had sold handbags, briefcases, key
holders and wallets in Hong Kong under the suit mark in the period from 1974 to the
date of the application in November 1996. To this end, the applicant adduced copies
of sample invoices and catalogues as its evidence. There is a great controversy
between the parties in relation to the pre-1991 evidence filed by the applicant.
Putting aside the controversy for the time being, | shall first turn to the applicant’s
evidence for the most material period from 1992 to 1996, the five years immediately
preceding the date of application.

33. The applicant has produced sample invoices in the same period in
“AIN-6" to Norris’ statutory declaration. So far as the invoices issued by the
applicant (not by other third parties) are concerned, altogether 21 pre-application date
(from 1993 to 1996) invoices are produced in “AIN-6”. All the invoices are in
relation to handbags, briefcases, key holders and wallets on their own or together with
other types of goods. Whilst there is no reference to the suit mark in any of the
invoices, the style numbers of the handbags, briefcases, key holders and wallets are
listed on the invoices and | am able to match some of them with the applicant’s
catalogues produced in “AIN-7". For example, in the 1994 catalogue, handbags,
briefcases, key holders and wallets bearing the suit mark with style numbers P012
(shown in the invoice no. 31/94 dated 18.3.94), B044 (shown in the invoice no. 36/94
dated 23.3.94), P013 (shown in the invoice dated 18.4.94), BO03 and B006 (shown in



the invoice no. 73/94 dated 18.8.94) are featured. At the back cover of the catalogue,
the suit mark is shown with the name and address of the applicant, the name and
address of the Hong Kong distributor “Foron Company Ltd” at Room 505-506,
Singga Commercial Centre, 148 Connaught Road West, Hong Kong and the name
and address of the retail outlet “Evergreen Boutique” at Hilton Hotel Arcade at
Central, Hong Kong. There is also a copyright notice of 1994.

34, Other similar matches of the style numbers of handbags, briefcases,
keyholders and wallets shown in the invoices with the 1994 catalogue can be
discerned. Notwithstanding not all the style numbers of the handbags, briefcases,
keyholders and wallets shown in the 1993 to 1996 invoices match exactly with those
found in the catalogues of corresponding years, taking a fair appraisal of all the
evidence involved, | am satisfied that they are in relation to the applicant’s aforesaid
goods bearing the suit mark. | have added up the wholesale figures for the relevant
goods as shown in the invoices in the period from 1993 to 1996. They amounted to
about US$49,639.50. Although the dollars on the invoices are not stated to be the
US dollars, | find that the sales figures as given in Norris’ statutory declaration are in
US dollars. Moreover, for example, in the invoice no. 20/95 dated 11 April 1995
issued to Foron Company Ltd, the unit price for a “B004 Ladies Leather Bag
Spazzolato” is stated to be “$142”. The unit price for the same style no. “B004
Leather Handbag Spazz” is “HK$1,100” as shown in the invoice no. 055/94 dated
19 May 1994 issued from Trans-Pacific Consultant Ltd to Milan Collection. When
“$142” is converted into the US dollars at the rate of 7.75, it amounts to more or less
HK$1,100. When the wholesale value is converted into Hong Kong dollars, it
amounted to a sum in the region of HK$384,000.

35. So far as the invoices issued by the applicant are concerned, none of
them are for the year 1992. However, the applicant’s 1992 catalogue is produced in
“AIN-7". At the back cover of the catalogue, Foron Company Ltd is the named
distributor for Hong Kong whereas the retailer is the same “Evergreen Boutique”
mentioned above. In “AIN-6", the applicant is able to adduce some invoices issued
by one Trans-Pacific Consultant Ltd to Evergreen Boutique in respect of handbags,
keyholders and wallets from 1992 to 1994. Although Trans-Pacific Consultant Ltd
is not named as the distributor for the applicant in the catalogues, | am able to locate
two, out of the 21 applicant’s invoices, that were issued to Trans-Pacific Consultant
Ltd (see invoice nos. 36/94 and 48/95 dated 23 March 1994 and 8 July 1995
respectively). 1 also find that style no. LM208 for leather handbag shown in the



invoice no. 034/93 dated 5 February 1993 issued by Trans-Pacific Consultant Ltd to
Evergreen Boutique is depicted in the applicant’s 1993 catalogue. Similarly, the
style no. “LE039 GV Holder” shown in the invoice no. 240/92 dated 5 November
1992 is featured in the applicant’s 1992 catalogue. There are also remarks on the
invoices stating “COLLECTION : GIOVANNI VALENTINO”. It can be discerned
that the goods concerned should be those of “GIOVANNI VALENTINO”. Foron
Company Ltd is only stated to be the distributor, not exclusive distributor, for the
applicant in Hong Kong at the back covers of the catalogues. Though not named in
the catalogue, Trans-Pacific Consultant Ltd can be another distributor of the applicant
in Hong Kong. That said, when | try to add up the sales figures shown in the
invoices issued by Trans-Pacific Consultant Ltd in “AIN-6" for the period of 1992 to
1995, they amounted to about HK$30,000 only. The aggregate value of sales was
therefore about HK$414,000 for the five-year period from 1992 to 1996.

36. Having assessed all of the applicant’s evidence before me, | consider that
the evidence just shows a moderate degree of use of the suit mark by the applicant in
respect of handbags, briefcases, keyholders and wallets in Hong Kong continuously
for five years from 1992 to the date of application. As | see it, the business was a
rather modest one even if some allowance is given that the invoices produced are
sample invoices which are not meant to be comprehensive.

37. I mentioned earlier that there is a great controversy between the parties
on the applicant’s pre-1991 evidence of use. According to Mr Carolan’s
submissions, the crux of the controversy is that it is clear from “AIN-2" to Norris’
statutory declaration, the applicant’s own evidence, it was not until 1991 when his
father died that Mr Giovanni Valentino decided to create the “GIOVANNI
VALENTINO” fashion brand. According to an information sheet found in the
middle of “AIN-7", Mr Giovanni Valentino was born in 1956 and graduated in 1978.
He was only 18 years old in 1974, the claimed date of first use of the suit mark in
Hong Kong. Against that background, Mr Carolan submitted it can easily be
inferred that the pre-1991 documents including copies of the handwritten invoices and
the catalogues are to be seriously doubted.

38. As | have found that the post-1991 evidence does show a moderate
degree of use of the suit mark by the applicant in respect of handbags, briefcases, key
holders and wallets in Hong Kong continuously for five years from 1992 to the date
of application, there is no need for me to consider the applicant’s evidence before



1992.
The opponent’s use of its marks

39. I would look at the opponent’s evidence and see what marks were used
by the opponent in Hong Kong before the application date. According to
paragraph 4 of Nicolai’s statutory declaration, the opponent is in the business of
manufacturing, marketing and distributing a wide range of high quality fashion
products including but not limited to clothing, footwear, headgear, sunglasses,
spectacles and optical products, perfumeries, cosmetic products, leather goods, leather
accessories, belts, bags, umbrellas, precious jewellery, custom [sic] jewellery,
watches, fashion accessories, smokers’ articles, textiles, towels, bed and table covers,
bathroom and other ceramic tiles, furniture, glassware, porcelain, wallpaper, and other
luxury products and accessories (“the opponent’s goods™). He says that the products
bearing the trade mark “VALENTINO” and associated trade variations were designed
by the famous designer Mr Valentino Garavani (known throughout the world by his
forename “Valentino”). However, the term *“associated trade variations” is never
defined in the grounds of opposition or the statutory declaration save and except there
is a list of Hong Kong registrations of the mark “VALENTINO” and associated trade
variations in “GFN-6".

40. Mr Nicolai attests further in paragraph 8 of his statutory declaration that
use of the opponent’s trade mark “VALENTINO” and associated trade variations in
Hong Kong began in 1980, and since then they have been used continuously and
extensively in Hong Kong in relation to the opponent’s goods. Mr Nicolai gives the
sales figure of the opponent’s goods bearing the trade mark “VALENTINO” and
associated trade variations in Hong Kong during the period of 1980 to 1983 which
was roughly around HK$9,048,000.00. No breakdowns for the sales figures
between different goods bearing the trade mark “VALENTINO” and associated trade
variations are given. A random selection of sales invoices are said to be produced in
exhibit “GFN-9”. All the invoices produced are for the years 1980 to 1983 for
woven garments, ladies wear and gents wear. It appears that all the invoices are
issued to The Swank Shop Limited in Hong Kong. Only the mark

« O valentino 7 is shown in all the invoices.

41. By paragraph 10 of his statutory declaration, Mr Nicolai gives the annual



worldwide sales figures for the opponent’s goods bearing the opponent’s marks from
1990 to 1996. There are no breakdowns for the Hong Kong sales and among the
opponent’s goods and marks.

42, Exhibit “GFN-10" contains a further bundle of random selection of
sales invoices. Some of the invoices are dated 1997 and 1998 which are
post-application. For those pre-application invoices dated 1992, 1995 and 1996, not
any one of the opponent’s marks was shown on most of them and they do not appear
to have been issued by the opponent, but by some unknown third parties. On one
invoice dated 19 March 1996, | am able to find the remark “Collection VALENTINO
MISS V” and the invoice is in respect of ladies wear issued by one GFT Hong Kong
Limited for the sum of US$25,019. On the other two invoices dated 26 July 1995
and 3 August 1995, | see the remark of “VALENTINO COUTURE AS PER ORDER
NO. ...” and the invoices are in relation to belts and cases including jewel, photo,
documents, cigar and planning card cases issued by one IPM.

43. Mr Nicolai states in paragraph 12 of his statutory declaration that the
opponent’s trade marks are applied to the opponent’s goods by way of labels and
appear on packaging in which the opponent’s goods are wrapped for sale. Exhibit
“GFN-11" is said to contain copies of sample opponent’s goods bearing the
opponent’s trade mark “VALENTINO” or associated trade variations and sample
labels used both on packaging and labelling of the opponent’s goods. The labels
were said to be in use prior to the application date. There is no information as to
whether the opponent’s goods (only perfume, wristwatches and pocketwatches are
shown) in exhibit “GFN-11" were ever sold in Hong Kong before the application date.

an valentino
| find that only the marks * VALENTINO = « @ »and © YD 7 are
depicted.
44, Mr Nicolai avers that the opponent’s goods are sold in Hong Kong

through the opponent’s retail shops. Exhibit “GFN-12" is said to contain copies of
displays of the opponent’s goods bearing the opponent’s trade marks, taken at the
opponent’s retail shops in The Landmark in Central, Mitsukoshi in Tsimshatsui and
Mitsukoshi in Causeway Bay. Each of these shops stocked the opponent’s goods
bearing the opponent’s trade marks from 1990, 1991 and 1995. The opponent’s
trade marks and goods in question are not specified. The retail shops as shown in

exhibit “GFN-12” seem to relate to clothing. Only the marks “ AD



D
“VALENTINO” and * VALENTINO ” are found at the shop fronts of the retail shops

as shown in the exhibit.

45, Mr Nicolai says in paragraph 14 of his statutory declaration that the
opponent’s goods are bought, inter alia, by retail shops in Hong Kong for sale within
Hong Kong. Exhibit “GFN-13” is said to contain a list of the opponent’s retail
stores clients within Hong Kong. The heading of the list is “VALENTINO”
boutiques and “VALENTINO” shops-in-shops in Hong Kong’ in which 15 retail
shops are set out. However, there is no mention of the dates when these shops were
open and the sales took place in Hong Kong. Exhibit “GFN-14" is supposed to
contain copies of exemplary sales invoices in relation to the Hong Kong retail shops
listed out in exhibit “GFN-13”. Altogether six sales memos issued to customers in
April 1996 are produced. However, nowhere can | find the name of the shop
valentine

involved and only the mark “ @ " is featured on the sales memos. All the
sales memos are in respect of clothing items including jacket/blouson, dress, skirt suit
and top.

46. Mr Nicolar asserts that the opponent’s trade marks have been extensively
advertised and marketed worldwide including but not limited to in Hong Kong in
paragraph 15 of his statutory declaration. The opponent’s trade marks are not
defined in this paragraph or elsewhere in the statutory declaration. Mr Nicolai says
that during the period of 1993 to 1999, the worldwide advertising expenditure has
been well in excess of US$40 million. It is not however possible to readily allocate
advertising expenditure to any individual country. It follows that there is no
breakdown for the advertising expenses in Hong Kong.

47. Mr Nicolai avers that exhibit “GFN-15" to his statutory declaration
shows a list and copies of multiple examples of advertisements promoting the
opponent’s “VALENTINO” products appearing in international magazines and trade
journals which are circulated worldwide including but not limited to Hong Kong
between 1979 and 1998. The heading of the list is “Advertisements promoting the
“V (logo)” and “VALENTINO” products 1979 - 1998”. The types of products being
promoted are not defined. When | look at the advertisements, they in the main
appear to relate to fashion clothing. As said by Mr Nicolai, the advertisements in
exhibit “GFN-15" are all extracted from international magazines like Vogue UK,



Cosmopolitan, Vanity, International Herald Tribune, For Him UK, GQ UK, Elle UK,
Marie Claire UK, The New York Times Magazine, Mirabella UK, Vogue Hommes
International, W Europe, Tatler UK, Harper’s & Queen UK, Esquire UK and so on.
There is no evidence that these international magazines were circulated within Hong
Kong before the application date. Even if some of them were circulated within
Hong Kong before the application date, there is no information before me as to the
extent of circulation in Hong Kong. Simply put, there is no evidence that these
magazines have reached the eyes of the local purchasing public. The predominant

marks that are shown to be in use in these magazines are “ VALENTINO »

“VALENTINO”, YD » and “VERY VALENTINO”.

48. In paragraph 19 of his statutory declaration, Mr Nicolai avers that copies
of multiple examples of advertisements promoting the opponent’s “VALENTINO”
products classified by international classes of products including leather goods,
leather accessories, belts, bags and umbrellas in Class 18 are attached to exhibit
“GFN-16". No information is given as to the nature of the advertisements and
whether the advertisements were circulated within Hong Kong before the application
date. When | look at the copy advertisements produced in exhibit “GFN-16", it
appears that many of them were published in sort of European and American
magazines such as Allure Gennaio, Elle Italia, Vogue Deutsche, Vogue Paris, Elle
France, Elle USA, The New York Times Magazine, Madame Figaro, Marie Claire
Francia and so on. Further, some of the advertisements produced are in foreign
languages other than English. The predominant marks that are featured in these
advertisements are more or less the same as the marks shown in exhibit “GFN-15".

49, Mr Nicolai attests that exhibit “GFN-17" contains a list and copies of
multiple examples of magazines covers in which the opponent’s “VALENTINO”
products enjoyed editorial features and coverage. The list in the exhibit is entitled
“292 Magazine Covers Featuring Valentino”. 1 find that exhibit “GFN-17" contains
mainly European magazines covers without any marks shown on most of them.
There is no evidence of circulation within Hong Kong before the application date.
Most of them are in foreign languages other than English.

50. Mr Nicolai states that a copy of a booklet entitled “VALENTINO
STORY” and copies of sample seasonal brochures using world famous models and
photographers, all being distributed through tens of thousands of sales networks



including more than 80 “VALENTINO” boutiques worldwide including but not
limited to Hong Kong are produced in exhibit “GFN-18". The undated booklet
contains some personal information of Valentino and a brief account of his career
development. It also contains an interview with him talking about the philosophy of
the Valentino empire. However, | find the booklet has nothing to do with the use of
the opponent’s marks in Hong Kong. Nearly all the copy brochures produced are
undated. There is no information as to when and where the brochures and the
booklet were distributed.

51. Eventually, I am able to find some pre-application date Hong Kong
publications in exhibit “GFN-20”. Mr Nicolai describes exhibit “GFN-20" as
“copies of sample advertisements promoting the opponent’s “VALENTINO” products
published in the “FEMINA” and “STYLE” magazines both with regular and wide
circulation in Hong Kong, Singapore and the Asian region in the 1970s to 1980s”.
The marks that are shown to be advertised are “Z fﬁ:\w", “VALENTINO” and

D
“ VALENTINO ”. There is also the mention of the Valentino Boutique in the

Regent Shopping Arcade, Kowloon which is an associate of The Swank Shop, The
Landmark, Hong Kong and Valentino at Joyce Boutique. The advertisements are
mainly in relation to clothing items.

52. Some more pre-application date Hong Kong publications are shown in
exhibits “GFN-21" and “GFN-22”. Exhibit “GFN-21" is a news clipping from
Apple Daily News dated 28 May 1990 advertising the “Z [’ﬁ:\iﬁ” and “Valentino”
marks and featuring Princess Diana, socialites and movie stars wearing the opponent’s
“VALENTINO” evening gowns and fashion accessories. Exhibit “GFN-22”
comprises an article dated 2 December 1996 from Forbes Hong Kong entitled
“Joyce’s World”.  Although the article was issued after the application date which is
19 November 1996 for the subject application, the article mentions that “Ma rode the
Italian ready-to-wear wave in the 1970s, stocking her shops with labels like Valentino,
Armani, Gucci”.

53. I have analyzed the opponent’s evidence at length above. The
opponent has filed a very huge bundle of evidence in the present proceedings but I
have to say that many of them are not relevant to establishing any reputation of the
opponent’s marks in Hong Kong before the application date. Taking a fair appraisal
of the relevant evidence that | can extract from the huge bundle, I find that the



opponent has established reputation in respect of its marks “ VALENTINO 7
valentino
“ @ Vo D 7 “VALENTINO” and “#' ]’ﬁidﬁ" for clothing items and
accessories in Hong Kong at the application date by reason of its use and advertising
of the marks in Hong Kong since the 1970s. | gather from the evidence that the
opponent had sold clothing items including accessories in Hong Kong through the
retail shops such as the Joyce Boutique, The Swank Shop in The Landmark, the
Valentino Boutique in the Regent Shopping Arcade, Mitsukoshi in Tsimshatsui and
Causeway Bay in the period from the 1970s to the date of application. The aforesaid
marks were also advertised in Hong Kong in the same period in relation to clothing
items and accessories. There was, nevertheless, no evidence of the use of the
K« valenl%glravani ”

opponent’s registered mar in respect of any goods on or

before the application date in Hong Kong.

54, My finding is that the opponent had never used its registered mark in
respect of any goods in Hong Kong on or before the application date. The fact that a
registered mark had not been in use throughout the whole of the period of the use of
the applied for mark appears to be a special circumstance of which the court should
take account (Electrolux Ltd. v Electrix Ltd and Another (1953) 70 RPC 127 at 133).

55. In Holt & Co.’s Application [1957] RPC 289, it was observed that
“special circumstances” includes any circumstance “peculiar to the applicant in
relation to the subject matter of the application”, and so includes use by an applicant
of his mark before the conflicting mark was registered or used. The present case
involves use by the applicant of the suit mark before the opponent’s registered mark
was ever put to use in Hong Kong up to the application date.

56. In an unreported decision of the Registrar in Miss Elaine Trade Mark,
K.S. Kripas, 7 December 2001, it was observed by the hearing officer as follows :

“62. The second circumstance is that the opponent has failed to establish that it has
used its registered mark on sleepwear (being the goods of interest to the applicant)
before the application date, or at all. That was not a factor I could consider in the
context of the section 20(1) opposition, which must be decided on notional use. In
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the context of the discretionary power which | have, if special circumstances are
proved, to allow concurrent registration | have no such fetter. It must be a “special
circumstance” that the mark, with which the opponent may block registration, is a
mark that was not in use in the period between its registration and the application
date.”

57. In my opinion, the same special circumstance exists in the present case
in that the opponent’s registered mark, with which the opponent may block
registration of the suit mark under section 20, is a mark that was not in use in the
period between its registration and the application date whereas the applicant had
continuously used, albeit rather modest use, the suit mark in respect of handbags,
briefcases, key holders and wallets in Hong Kong from 1992 to 1996. | therefore
consider that the applicant has established “special circumstances” within the meaning
of section 22 that it would be proper to allow onto the register the suit mark in respect
of handbags, briefcases, key holders and wallets in the face of the opponent’s
registered mark.

Under section 12(1)

58. The parties have not made any substantial submissions under this ground
of opposition. | should say that even if the opponent can overcome the threshold in
mounting a section 12(1) opposition by its use of the opponent’s marks in relation to
clothing items and accessories (see paragraph 53 above), | do not consider that the
suit mark is confusingly similar to any of the opponent’s marks in actual use.
Neither do I think that there is a reasonable likelihood of confusion and deception
between use of the suit mark in relation to handbags, briefcases, key holders and
wallets and the opponent’s marks for clothing items and accessories.

Under section 13(2)

59. The discretion under section 13(2) arises when the opponent has failed in
its opposition and the suit mark is registrable under either section 9 or 10 of the
Ordinance.

60. I remind myself that the register has been created by the Ordinance for
the purpose of enabling marks to be entered therein. If no proper evidence can be

adduced as to why the registration should be refused for a qualifying mark, the
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exercise of discretion should not be adverse to the applicant. As no proper evidence
has been adduced, | therefore decline to exercise my discretion adversely to the
applicant so far as handbags, briefcases, key holders and wallets are concerned.

Conclusion

61. | find that the applicant, by virtue of the provisions of section 22 of the
Ordinance, has defeated the opposition under section 20 in relation to handbags,
briefcases, key holders and wallets. The opponent has succeeded in its opposition
under section 20 in relation to the remaining goods covered by the specification of the
present application. It follows that the suit mark is acceptable for registration in
Part B of the register in Class 18 in respect of handbags, briefcases, key holders and
wallets.

62. As each party has succeeded in part, | consider each party should bear its
own costs.  Accordingly, I make no order as to costs.

Original signed

(Ms Fanny Pang)

p. Registrar of Trade Marks
28 September 2009



